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STATEMENT OF QUESTIONS PRESENTED 
(1) Whether the Atomic Energy Act of 1946: 


(a) required the filing of applications for just com- 
pensation and awards with the Patent Compensation 
Board within six years after the effective date of the 
Act; 


(b) took from petitioners their right to sue the 
United States in the United States courts, without first 
seeking administrative relief, for alleged repeated acts 
of infringement of certain of their foreign patents 
and provided for just compensation for such taking; 


and 


(ce) revoked petitioners’ right to similarly sue the 
United States, without first seeking administrative re- 
lief, for alleged repeated acts of infringement prior to 
August 1, 1946 of certain of their United States patents 
and provided for just compensation for such revo- 
cation; 


(2) Whether petitioners’ nonexclusive, royalty-free li- 
cense in an American patent granted to Fermi and others 
was so revoked by the Act as to entitle petitioners to just 
compensation under the Act; 


(3) Whether, with respect to the granting of an award 
predicated on petitioners’ foreign patents, the reporting 
provisions of the Act were effectively complied with; and 


(4) Whether, with respect to expired domestic patents, 
the Act made provision for an award. 
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IV. The Commission Erred in Determining That 

Petitioners’ Nonexclusive, Royalty-Free License 
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IN THE 


United States Court of Appeals 


No. 17,024 


N. V. Pumirs’ GuormaAMPENFABRIEKEN, ET AL., Petitioners 


v. 


Atomic Exercy ComMISSsION, ET AL., Respondents 


BRIEF FOR PETITIONERS 


JURISDICTIONAL STATEMENT 


This is a Petition for Judicial Review (J.A. 92-96) of a 
Final Order of the Atomic Energy Commission (J.A. 
90-91), sustaining an Order of the Patent Compensation 
Board, which granted in its entirety (J.A. 76-87) a Motion 
to Dismiss the Application for Just Compensation and 
Award filed by petitioners under section 11(e), Atomic 
Energy Act of 1946. 


The final order was entered March 12, 1962. Jurisdiction 
of the Atomic Energy Commission was invoked under sec- 
tion 11(e), Atomic Energy Act of 1946 (ch. 724, 60 Stat. 
769). This Court has jurisdiction under section 189(b), 
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Atomic Energy Act of 1954 (ch. 1073, 68 Stat. 955), amend- 
ing the Atomic Energy Act of 1946, and under section 1032, 
Title 5, U.S.C.A. (ch. 1073, 68 Stat. 961). 


STATEMENT OF THE CASE 


N. V. Philips’ Gloeilampenfabrieken, hereinafter called 
“Philips”, or included in the term “petitioners”, is a corpora- 
tion duly organized and existing under the laws of the 
Kingdom of the Netherlands having its principal office in 
Eindhoven in that country. (J.A. 4) Hartford National 
Bank and Trust Company is a national banking association 
duly organized and existing under the laws of the United 
States having its principal office in Hartford, Connecticut, 
and in its capacity as trustee is hereinafter called ‘‘Hart- 
ford’’, or included in the term ‘“‘petitioners”’. (J.A. 4) 
Hartford’s interest was pursuant to an Indenture of Trust 
dated August 25, 1939 whereby Philips assigned to Hart- 
ford, as trustee for itself and its shareholders, certain 
assets including all rights in any part of the United States 
of America in patents or patent licenses. (J.A. 18-20). 


In connection with the development of the atomic bomb 
and the utilization of atomic energy, the questions of most 
immediate importance in 1939 and 1940, according to the 
report on Atomic Energy for Military Purposes, subtitled 
The Official Report on the Development of the Atomic Bomb 
Under the Auspices of the United States Government, 1940- 
1945, written by Henry de Wolf Smyth, Chairman, Depart- 
ment of Physics, Princeton University, Consultant, Manhat- 
tan Project, United States Engineers (Princeton University 
Press, 1946), were as follows (Chapter IV, p. 55): 


(1) Could any circumstances be found under which 
the chain reaction would go? 


(2) Could the Isotope U-235 be separated on a large 
scale? 


(3) Could moderator and other materials be obtained 
in sufficient purity and quantity? 
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At that time petitioners were possessed of patents and 
rights in patents, both domestic and foreign. The underly- 
ing inventions and discoveries are alleged to be basic to the 
solution of all three said problems. These were as follows: 


(1) Chain Reaction 


By agreement dated March 10, 1939, Philips was granted 
a free, nonexclusive license to manufacture, sell and use in 
the United States, Canada, Newfoundland and Italy any 
products or processes disclosed in U. S. Patent Application 
S. N. 43,462—on which U. S. Patent No. 2,206,634 was issued 
on July 2, 1940 (Fermi patent). Elsewhere in the world, 
Philips was the sole owner of all patents and applications 
covering the invention and discovery encompassed therein. 
(J.A. 48-67). This included (although not disclosed by the 
record at this stage) the countries of Great Britain, Switzer- 
land, Belgium, Holland, Spain, Sweden, Austria, Germany, 
Denmark, Norway and France. 


The Fermi patent provided a method and apparatus by 
which nuclear reactions could be carried on with high 
efficiency and with the heavier as well as with the lighter 
elements. A more specific objective of the invention was 
to provide a method and apparatus for artificially producing 
radio-active substances with efficiency such that their cost 
might be brought below that of natural radio-active mate 
rials. (J.A. 69). 


(2) Separation of Isotopes 


In this field, petitioners were possessed of the following 
foreign patents covering gaseous diffusion methods of sepa- 
rating gases and isotopes (J.A. 21-32) : 


British Patent No. 266,396 (Hertz) 
British Patent No. 196,560 (Hertz) 
Canadian Patent No. 240,645 (Hertz) 
Canadian Patent No. 242,658 (Hertz) 
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Other patents, though not shown by the record, were 
granted in Germany, Sweden, Switzerland, France, Spain, 
Belgium and Austria. 


Petitioners were also possessed of the following domestic 
patents in this area (J.A. 21-32) : 


Date 
Patent Expired 


ahh a 
U. S. Patent No. 1,498,097 (Hertz) 6/17/41 
U. S. Patent No. 1,486,521 (Hertz) 3/11/41 


All of these patents pertain to the subject of gaseous 
diffusion separation and its elements involving a porous 
parrier and/or wall, process gas and cascading or recycling. 


(3) Moderator and Other Materials 


In this field, petitioners were possessed of the following 
patents basic in the field of the processing of metals and 
elements to bring them to a pure state (J.A. 37-38) : 


Expiration 
Patent Date 


ORE 
U.S. Patent No. 1,671,213 (Van Arkel) 5/29/45 
U.S. Patent No. 1,709,781 (deBoer) 4/16/46 
U.S. Patent No. 1,774,410 (Van Arkel) 8/26/47 
U.S. Patent No. 1,794,810 (Van Arkel) 3/ 3/48 
U.S. Patent No. 1,891,124 (Van Arkel) 12/13/49 


Other Patents 


Petitioners were also possessed of the following patents, 
the uses of the inventions and discoveries embodied therein 
being many in the atomic energy field (J.A. 40-41): 


Expiration 

Patent Date 
U. S. Patent No. 2,182,736 (Penning) 12/ 5/56 
U.S. Patent No. 2,197,079 (Penning) 4/16/57 
U.S. Patent No. 2,211,668 (Penning) 8/13/57 
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The apparatus involved in these patents were used for 
measuring vacuums, gettering gases, detecting leakages, de- 
tecting radiation, rectifying and other uses. In the same 
area, petitioners had pending on August 1, 1946 an addi- 
tional application for patent which was granted December 
2, 1947 (U. S. Patent No. 2,431,887 (Penning)). (J.A. 47). 


It is not controverted by the Atomic Energy Commission 
that the invention and discovery covered by the Fermi pat- 
ent, in which petitioners were possessed of a valuable inter- 
est in the United States and absolute ownership in most 
foreign countries, was basic to Problem (1) set out in the 
Smyth Report referred to above. Nor is it controverted 
that the inventions and discoveries encompassed by the 
Hertz patents were of basic importance in finding the an- 
swer to Problem (2). Further, it is not controverted that 
the Van Arkel and deBoer patents, in the field of metallurgy, 
were involved in answering Problem (3). As to the inven- 
tions and discoveries covered by the Penning patents, there 
is no factual denial that such were used, and continue to be 
used, by the Atomic Energy Commission and its prede- 
cessor. 


On February 9, 1954, acting pursuant to the provisions of 
section 11(e), Atomic Energy Act of 1946, petitioners filed 
an application for just compensation and awards with re- 
spect to the patents and interests therein referred to above. 
An amended application was filed on August 12, 1954. (J.A. 
4-17). On September 15, 1954 the Office of the General Coun- 
sel, Atomic Energy Commission, filed a Motion to Dismiss 
the Application (J.A. 69), which was granted in its entirety 
by Order of the Patent Compensation Board dated Novem- 
ber 14, 1961. (J.A. 87). On March 12, 1962, the Atomic 
Energy Commission denied a Petition for Review of the 
Patent Compensation Board Order. (J.A. 91). Petition for 
Review of the Order was filed with this Court on May 8, 1962 
(J.A. 92). 
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STATUTORY PURPOSE 


The purpose of the McMahon Act was said to provide a 
program for Government control of the production, owner- 
ship and use of fissionable material; to assure the common 
defense and security; and to insure the broadest possible 
exploitation of the fields. 


The Act was intended to create a tight Government mo- 
nopoly, to prohibit private activities in the restricted area, 
and to curtail or eliminate all private patent rights in the 
field. To effect this aim, the statute provided that no pat- 
ent should thereafter be granted for any invention or dis- 
covery which is useful “solely” (1) in the production of fis- 
sionable material or (2) in the utilization of fissionable ma- 
terial or atomic energy for a military weapon. It further 
provided that any patent granted for any such invention 
or discovery was “hereby revoked”. 


Provision was also made that any patent thereafter grant- 
ed should confer no rights with respect to any invention or 


discovery “to the extent that any such invention or dis- 
covery is used” in the restricted area, and that any rights 
conferred by any patent theretofore granted for any such 
invention or discovery “are hereby revoked” to the extent 
that it is so used. 


The statute then, in addition, gives the Atomic Energy 
Commission the broad and all-inclusive power to purchase, 
or to take, requisition or condemn “and make just compen- 
sation for” any invention or discovery which is useful in the 
restricted area or which utilizes or is essential in the utili- 
zation of fissionable material or atomic energy. 


While practically every member of Congress appeared 
to recognize the desirability of the tight Government mo- 
nopoly created, the provisions dealing with the taking of 
property invoked serious controversies. Mr. Lanham of 
Texas, a member of the House Committee on Patents, at- 
tacked section 11 with great vigor and proposed a substi- 
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tute which would have required purchase or formal con- 
demnations with respect to all properties taken by the Unit- 
ed States, under judicial process, rather than by a Patent 
Compensation Board. The amendment was opposed on the 
ground that section 11 of S. 1717 did provide just compen- 
sation for every taking and that the proposed amendment 
would prevent any control by the United States until after 
purchase or condemnation. Though the proposed amend- 
ment was ultimately defeated, it was upon the clear under- 
standing of every member of Congress that any property 
right taken by the statute or by the action of the Atomic 
Energy Commission would be justly compensated for in 
order to avoid any Constitutional violation. Thus, section 
13 of that Act provided that: 


“The United States shall make just compensation for 
any property or interest therein taken or requisitioned 

ursuant to Sections 5 and 11. The Commission shall 

etermine such compensation. If the compensation so 
determined is unsatisfactory to the person entitled 
thereto, such person * * * [shall be entitled to sue the 
United States].” 


The quoted section is very broad. It covers all forms of 
taking and all forms of property and of every interest in 
property. It covers the entire section 11, including sub- 
paragraph (d). “Any property or interests therein” is the 
phrase used, and it is not to be technically construed as to 
permit the taking of valuable rights without just compensa- 
tion being made therefor. 


As contrasted to this broad underlying Congressional 
purpose and philosophy, the dismissal of petitioners’ ap- 
plication was on pure legal and technical grounds. 
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STATUTES INVOLVED 


The pertinent statutes involved are set forth in Appen- 
dix B hereto. 


STATEMENT OF POINTS 


(1) The Atomic Energy Act of 1946 contains no limita- 
tion period during which applications under section 11(e) 
need be filed. If, contrary to this assertion, a limitation 
period did exist, petitioners’ application was timely filed. 


(2) The Atomic Energy Act of 1946 took from petition- 
ers their right to sue the United States in the United States 
courts, without first seeking administrative relief, for re- 
peated acts of infringement of certain of their foreign pat- 
ents and provided just compensation for such taking. 


(3) The Atomic Energy Act of 1946 revoked petitioners’ 
right to similarly sue the United States, without first seek- 
ing administrative relief, for repeated acts of infringement 
of certain of their United States patents and provided just 
compensation for such revocation. 


(4) Petitioners’ nonexclusive, royalty-free license in the 
U. S. Fermi patent was a property right; such right was 
taken by the Atomic Energy Act of 1946; and just compen- 
sation is required for such taking. 


(5) Petitioners effectively complied with the reporting 
provisions of section 11(a)(3) of the Atomic Energy Act 
of 1946 with respect to certain of their foreign patents here 
involved so as to qualify them for an award. 


(6) The Atomic Energy Act of 1946 makes provision for 
awards with respect to expired United States patents. 
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SUMMARY OF ARGUMENT 


(1)(a) The Atomic Energy Act of 1946 contains no ex- 
press period of limitations within which applications must 
be filed under section 11(e). Section 2401(a) of Title 28, 
US.C.A., relied on by the Board, has no application. U. S. 
v. Lippitt, infra; Finn v. U. 8., infra; and U. S. v. New 
York, infra, relied on by the Board, are not applicable 
herein. 


(b) If the Act, by implication, contains a six-year period 
of limitation on the filing of applications, the period did not 
begin to run prior to April, 1949, when the Patent Compen- 
sation Board was first constituted. 


(c) If it be determined that applications, under the Act, 
must be filed within a reasonable time, then, under the cir- 
cumstances in this case, this requirement was met. 


(2) Foreign patent rights constitute property. Repeated 
infringement of such patents by the United States consti- 
tutes the “taking” of property. Petitioners, without first 


applying to the Commission, were dispossessed of an exist- 
ing legal remedy for such infringement. The Atomic Energy 
Act of 1946, in the breadth and purpose of its provisions, 
requires the payment of just compensation for such taking. 


(3) A right of action to recover damages for an injury is 
property. The right to recover for patent infringement is a 
right conferred by the patent. Petitioners’ right to sue the 
United States for repeated acts of infringement of certain 
of their patents prior to August 1, 1946, without first seek- 
ing administrative relief, was revoked by the Atomic En- 
ergy Act of 1946. Just compensation is payable for such 
revocation. 


(4) Petitioners’ nonexclusive, royalty-free license in the 
U. S. Fermi patent was a property right. Such license was 
a right conferred by patent. By section 11(a) of the Atomic 
Energy Act of 1946, this property right was taken from peti- 
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tioners. For such taking, Congress intended that just com- 
pensation should be paid. 


(5) Petitioners so complied with the reporting require- 
ments of section 11(a)(3) of the 1946 Act as to make the 
filing of the “report” referred to therein redundant. This 
compliance arises from the effective disclosure to the Com- 
mission and its predecessor of the inventions and discov- 
eries involved by British and Canadian scientists who col- 
laborated with the United States from 1939 and disclosed 
to the United States the substance of these inventions. It 
also arises from the disclosures made to the United States 
scientists officially working on the atom bomb project long 
prior to the creation of the Atomic Energy Commission. 
Petitioners further so complied through the fact that the 
Commission and its predecessor were apprised of the inven- 
tions and discoveries through the published writings of their 
inventor. 


(6) The award provisions of the Atomie Energy Act of 
1946 are not limited to inventions and discoveries made or 
disclosed after its enactment. 


ARGUMENT 
L 


THE COMMISSION ERRED IN DETERMINING THAT THE ATOMIC ENERGY 
ACT OF 1946 REQUIRED THE FILING OF APPLICATIONS FOR JUST 
COMPENSATION AND AWARDS WITH THE PATENT COMPENSATION 
BOARD WITHIN SIX YEARS AFTER THE EFFECTIVE DATE OF THE ACT. 

Section 11(e)(2)(B) provides that any person seeking 
just compensation provided for in subsections (a), (b), or 

(a) shall make application therefor to the Commission. See- 

tion 13(a) provides that if the just compensation deter- 

mined by the Commission is unsatisfactory, such person 

“shall be entitled to sue the United States in the Court of 

Claims or in any District Court of the United States in the 

manner provided by sections 24(20) and 145 of the Judicial 

Code.” That portion of section 24(20), dealing with the 
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period of limitation on suit, is now found in section 2401(a) 
of Title 28, U.S.C.A. 


The Patent Compensation Board ruled that the six-year 
period contained in section 2401(a) required that an ap- 
plication be filed with the Commission within a six-year pe- 
riod following the revocation of a patent by the 1946 legis- 
lation. In support of this conclusion, it (1) determined that 
the proceeding before the Commission is a “civil action” 
within the meaning of that section, (2) relied upon the pro- 
visions of section 189, Atomic Energy Act of 1954, which, 
after 1954, provides for judicial review by a United States 
Cireuit Court of Appeals of all final orders of the Commis- 
sion, and (3) cited certain decisions dealing with claims 
‘“‘referred’’ by administrative bodies to the Court of Claims. 


Petitioners, while admitting that their application was 
filed more than six years after the enactment of the 1946 
Act, assert (a) that there was no limitation fixed therein as 
to the time for filing an application, (b) that section 2401(a) 


does not place a time limit on such filing, (c) that the de- 
cisions referred to by the Board are not applicable herein, 
(d) that if a six-year period of limitation on the filing of 
applications did exist, it did not begin to run until April, 
1949, and (e) that if it be determined that applications, un- 
der the Act, must be filed within a reasonable time, then, 
under the circumstances in this case, this requirement was 


met. 
(a) 

That the 1946 Act itself contains no express period of 
limitations within which applications must be filed is evi- 
dent from the terms of the Act. Indeed, the Commission 
itself admits that there was an “absence of an express pe- 
riod of limitation.” See Hearings before the Subcommittee 
on Legislation of the Joint Committee on Atomic Energy, 
86th Cong., 2nd Sess., on Omnibus Bills (1960), pp. 67, 70. 


12 


Not until the enactment of Public Law 87-206,° enacted 
September 6, 1961, was a period of limitations fixed on the 
filing of applications. Section 11 of that Public Law amend- 
ed section 157 of the Atomic Energy Act of 1954 by adding 
at the end thereof the following new subsection: 


“a. Period of Limitations.—Every application under 
this section shall be barred unless filed within six years 
after the date on which first acerues the right to such 
reasonable royalty fee, just compensation, or award 
for which application is filed.” 


The legislative history of this enactment is indicative that 
even the Commission itself had grave doubt that any statute 
of limitations otherwise existed. In the Hearings before the 
above-named Subcommittee on Legislation in April of 1959 
on Atomic Energy Patents, the following colloquy occurred 
(p. 192): 


“Representative Holifield. The next is 157d. Would 
you want to comment on this period of limitation and 
are the purpose of the Commission was in suggesting 

at? 


“Mr. Roland Anderson [Office of General Counsel]. 
Tt was our feeling in order to encourage these people 
to come in. If you have a statute of limitations, you 
may encourage them, because they know they have to 
come in within a certain period of time. It was this 
thought we had when we made this suggestion. 


“Representative Holifield. As the law now is written, 
there is no period of limitation, is there? 


“Mr. Roland Anderson. We think that there is a pe- 
riod of limitation by virtue of the fact that these cases 
are appealable to the courts. The two sections that we 
base our recommendation on, namely, 28 USC 2401(a) 
and 38 USC 286, which applies to civil actions and pat- 
ent infringement suits, by virtue of the fact that the 
Compensation Board proceedings are appealable to the 


“which is not applicable herein. See Carseadden v. Territory of Alaska, 
105 F. 2d 377 (CCA-9, 1939) and cases there cited. 
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courts would be applicable to the proceedings at the 
present time. However, it was only to make this point 
clear that we felt it worthwhile to include the provision. 
(Italics supplied.) 


This is again demonstrated by the Hearings on the Omni- 
bus Bills (1960) referred to above. The following colloquy 
is set forth at pages 32-33 of the report on those hearings: 


“Mr. Hollingsworth [Deputy General Manager, 
Atomic Energy Commission]. Section 12: To answer 
the question, which has arisen on several occasions, as 
to whether there is any period of time in which the pro- 
ceeding under section 157 must be instituted, it is pro- 
posed that the six-year period of limitation be imposed. 
This would be in conformity with 35 USC 286 as to 
suits for patent infringement and 28 USC 240l1a as to 
civil actions against the Government. 


“Representative Holifield. Would this tend to cut 
down the scope of the awards program? 


“Mr. Anderson. It might. To this extent, if someone 
did not file within the statutory period of limitation of 
six years, this would bar him from filing. At the same 
time, on the other hand, if he has a claim it should ex- 
pedite his filing of it so that we could dispose of it in 
due course.” (Italies supplied.) 


Later, when again seeking the enactment of a specific 
statute, the Commission apparently changed its “pitch” to 
Congress and urged that the Act itself did contain a six- 
year requirement and urged that it be clarified. This is in- 
herent in House Report No. 963, 87th Cong., 1st Sess., which 
reads in part as follows (pp. 12-13): 


“Section 11 of the bill amends section 157 of the 
Atomic Energy Act of 1954, as amended, by adding a 
new subsection d. The effect of this limitation is to 
place a six-year statute of limitations on suits or appli- 
cations for patent royalties, patent compensation, and 
awards instituted under section 157 of the Atomic 
Energy Act of 1954, as amended. 
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“This amendment codifies the six-year statute of limi- 
tations which the Commission has, in fact, been follow- 
ing under the authority of section 157c. (1) (B) and sec- 
tion ¢.(2) of the Atomic Energy Act, as amended.” 
(Italics supplied.) 


The two provisions of section 157 last referred to (also 
contained in section 11(e)(3)(A) and (B) of the 1946 Act) 
are nothing more than “standards” which the Commission, 
in determining what constitutes just compensation, is in- 
structed to take into consideration. This is relevant only 
in determining the amount to be allowed, not in determin- 
ing whether the application may be entertained by the 
Board. Cf. In Re McClellan, 91 U.S.P.Q. 276 (1951) where 
the Patent Compensation Board referred to those pro- 
visions as constituting a “standard of appraisal”. The Com- 
mission apparently represented to the Congress that these 
provisions barred the filing of claims after the expiration of 
a six-year period. It is submitted that if this had been the 
original intent of Congress, it would not have adopted such 


an oblique approach but instead would have made a specific 
provision such as that subsequently enacted by the 1961 
legislation. 


(b) 


Section 2401(a), by its express terms, is not applicable. 
That section provides that every civil action commenced 
against the United States shall be barred unless the com- 
plaint is filed within six years after the right of action first 
accrued. Thus, section 2401(a) is applicable only if the ap- 
plication to the Commission constitutes the commencement 
of a “civil action,” only if it constitutes a “complaint”, and 
only if petitioners’ right to file an application is the “right 
of action” therein referred to. 
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Civil Action 


There appears to have been no Federal cases specifically 
testing whether administrative claims are included within 
the scope of section 2401 (or equivalent provisions) where 
no time limitation for the filing of such claims, or applica- 
tions, with the particular administrative agency is fixed by 
the Act creating that agency. Generally it has been held 
that a proceeding before a Federal administrative agency 
is not a civil action. Thus, in Gates v. Columbia-Knicker- 
bocker Trust Co., 233 Fed. 359, 362 (CCA-9, 1916) (although 
not involving a statute of limitation), the Court stated that: 


“By no fair construction can a proceeding affecting 

ublic lands in the Interior Department of the United 
States, not even a formal contest in that Department, 
be regarded as an action * * *.” 


Not without significance in this area, too, is Taylor & Rich- 
ards, Inc. v. Reconstruction Corp., 193 F. 2d 877 (Em. App., 
1952). That case involved a complaint filed with the Emer- 
gency Court of Appeals from the denial of a protest filed 
with the Defense Supplies Corporation under the Emer- 
gency Price Control Act of 1942. To the argument that sec- 
tion 2401(a) was applicable, the Court stated (p. 879): 


«« ¢ * That section can have no application here, how- 
ever, even if we assume that this is a civil action against 
the United States. * °°” 


The specific problem involved has arisen several times 
with respect to claims before state administrative bodies. 
In the state cases, such claims have been generally declared 
not to constitute an ‘‘action’’ under analogous state statutes 
of limitation where no limitation period was established in 
the statute creating the agency. Oklahoma City v. Wells, 91 
P. (2d) 1077, 123 A.L.R. 662 (Okla., 1939). Only where the 
statute of limitations is expressly applicable to “civil ac- 
tions and proceedings” or to “action[s] for liability created 
by statute” (specifically defined to include “a special pro- 
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ceeding of a civil nature”) have administrative claims been 
included. Federal Rubber Co. v. Industrial Commission, 201 
NW. 261, 40 A-L.R. 491 (Wise., 1924) ; Utah Consolidated 
Mining Co. v. Industrial Commission, 194 P. 657, 16 A.L.R. 
458 (Utah, 1920). “A civil action,” by Federal statutory 
definition, however, is one which “is commenced by filing a 
complaint with a court” (28 U.S.C.A., Rule 3) and the Com- 
mission obviously is not a court. Thus, it is submitted that 
the filing of an “application” for just compensation under 
section 11(e) does not constitute the commencement of a 
“eivil action” within the meaning of section 2401(a). 


Complaint 
Nor can such “application” be construed to constitute a 
“gomplaint” within the meaning of that statute. A “com- 
plaint”, as that term is used in the J udicial Code, means a 
document filed with a court. 


Right of Action 


Furthermore, section 2401(a) deals with a “right of ac- 
tion” as contrasted to a cause of action. While on August 1, 
1946 a “cause of action” arose in favor of petitioners, their 
“right of action”, under the 1946 Act, could not come into 
being until final determination on their application had been 
made by the Commission. 


The distinction between “right of action” and “cause of 
action” is clearly set forth in McMahon v. U. S., 186 F. 2d 
227 (CCA-3, 1950) where it was stated that a “cause of 
action” is a legal wrong, the thing which becomes a ground 
for suit—and that a “right of action” (which is the term 
used in section 2401(a)) is the right presently to enforce a 
cause of action by suit. See also Taylor & Richards, Inc. v. 
Reconstruction Finance Corp., supra, at p. 879 (Footnote 
11). 


Keeping in mind that with respect to all claims for just 
compensation under the 1946 Act the applicant, if dissatis- 
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fied with the determination of the Commission, was entitled 
“to sue the United States in the Court of Claims or in any 
District Court of the United States” (section 13), only the 
order of the Commission could give rise to the “right of 
action’’ referred to in section 2401(a). 


It is clear that any applicant claiming just compensation 
under the McMahon Act could not go to court without first 
exhausting his administrative remedy provided for by the 
Act. Such requirement is well settled. Gusik v. Schilder, 340 
U.S. 128, 129-130, 95 L. Ed. 146, 149 (1950). Because of this 
fact, it is submitted that the “right of action,” with respect 
to which the six-year statute of limitation applies, is not 
the taking of petitioners’ property in 1946, but is an ad- 
verse determination of his right to just compensation by 
the Commission pursuant to his application filed therefor. 
Cf. Schaeffer v. U. S., 86 F. Supp. 145, 146 (1949) ; Furlong 
v. U. S., 152 F. Supp. 238 (1957) ; Gibbs Corp. v. U. 8., 127 
Ct. Cls. 280 (1954); Utah Power & Light Co. v. U. 8., 67 
Ct. Cls. 602, 606 (1929). 


Nor may the six-year period of limitation contained in 
section 2401(a) be impliedly imputed as being the period 
during which applications must have been filed with the 
Commission. Cf. U. 8. v. Taylor, 104 U. S. 216, 26 L. Ed. 721 
(1881). There involved was a direct tax apportioned among 
the several states. Under it, provision was made that where 
personal property could not be found sufficient to satisfy 
the tax and costs, the real estate should be sold but that any 
excess of the proceeds of sale should be repaid to the owner 
of the property. Provision was also made that if the owner 
could not be found, such excess should be deposited in the 
Treasury of the United States to be there held for the 
owner until he should make “application” therefor to the 
Secretary of the Treasury who, upon such application, 
should, by warrant on the Treasury, cause the same to be 
paid to the applicant. 
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Certain property was sold; an excess existed; it was 
deposited in the Treasury of the United States; nine years 
later an application was made to the Secretary of the 
Treasury for such excess, which was rejected. Suit was then 
brought in the Court of Claims, to which the Government 
interposed the defense of the six-year statute of limitations. 
Holding against the Government, the Supreme Court held 
that the statute providing for the deposit in the Treasury of 
any excess arising from such sale: 


«* * * limits no time within which an application 
must be made to the Treasury for the proceeds of the 
sale. The Secretary of the Treasury was not authorized 
to fix such a limit. * * * The person entitled to the 
money could allow it to remain in the Treasury for an 
indefinite period without losing his right to demand and 
receive it. It follows that if he was not required to 
demand it within six years, he was not required to sue 
for it within that time.” (Italics supplied.) 


Thus, the Court refused to read into the “application” 
provision the statute of limitations provision on bringing 
suit in a court. 


In this same connection, see also Utah Power & Light Co. 
vy. U. S., supra, involving suit based on the denial of an 
application for refund of a deposit made under the Act of 
March 4, 1907 (34 Stat. 1270). There, in response to a 
statute of limitations defense, the Court stated (p. 606) 
that: 


«* * © Under the Act of March 4, 1907, supra, the 
plaintiff had a right to apply to the Secretary of Agri- 
culture for a refund of excess payments at any time 
after payment. There is no limitation fixed therein as 
to the time of such application. Such application and 
action thereon by the Secretary, we think, was a con- 
dition precedent to plaintiff’s right to sue in this Court, 
and the statute did not begin to run until the rejection 
of the application.” (Italics supplied.) 


Order of Railroad Telegraphers v. Railway Express 
Agency, Inc., 321 U. 8. 342, 348, 88 L. Ed. 788, 792 involved 
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suit to enforce an award of the National Railroad Adjust- 
ment Board made with respect to a claim filed less than six 
years after it arose and under a statute requiring suit on 
the award to be brought within two years. On the statute of 
limitations question of the type involved herein, the Court, 
reversing the decision of the appellate court, made the 
following pertinent statement: 


«# * * A special two-year limitation from the time of 
award was prescribed by the federal statute and this 
action was brought within that period. It is clear that 
as an action to enforce the award the suit was not 
barred, and it must therefore have been the opinion of 
the Circuit Court of Appeals that the statute barred 
the administrative tribunal from making an award on 
claims so old. There is no federal statute of limitations 
applicable to unadjusted claims which the Adjustment 
Board may consider. * “ * Moreover, even if the six- 
year statute did apply to the claims under the collective 
contract, as we think it did not, proceedings on these 
claims were initiated before the Board well within that 
time.” (Italics supplied.) 


The principle of the foregoing decisions is likewise in- 
volved in Johnson v. Reconstruction Finance Corp., 94 F. 
Supp. 214 (D.C. Tenn., 1950) and Gonzolez v. U. S., 106 F. 
Supp. 180 (Ct. Cls., 1952), each of which involved the pro- 
visions of the Contract Settlement Act of 1944. 


In the Johnson case the civil action was to recover a fair 
dollar settlement for the cancellation of a war contract. 
Plaintiff’s contract was cancelled on October 8, 1943 and 
he, on December 29, 1949—six years and two months later 
—submitted a claim for fair compensation. Such was denied 
on March 6, 1950 and suit was instituted. He too was 
met with the defense of a six-year statute of limitations. 


Under section 13(b)(2) of the Contract Settlement Act 
of 1944, provision was made that whenever any contractor 
was aggrieved by the findings of a contracting agency, he 
might “bring suit against the United States for such claim 
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or any part thereof in accordance with’? section 2401(a) ex- 
cept that if the contracting agency was the Reconstruction 
Finance Corp., the suit could be brought in any court of 
competent jurisdiction. 


In denying the plea of the six-year statute of limitations, 
the court stated that the right to sue did not accrue until 
findings on and the denial of the claim had been made by 
the contracting agency; (in effect) that there was no period 
of limitations upon the filing of claims; but that the delay 
in presenting the claim barred suit thereon under the doc- 
trine of laches. The court obviously considered that there 
was no statutory period on the filing of the administrative 
claim. 


In the Gonzolez case the plaintiff, on February 17, 1950, 
filed a claim with the Department of the Army pursuant to 
section 17(a) of the Contract Settlement Act of 1944 for 
materials furnished without formal contract between Sep- 
tember, 1942 and January, 1945. The claim was denied on 
March 6, 1950 and plaintiff, instead of immediately institut- 
ing suit, appealed to the Appeal Board of the Office of Con- 
tract Settlement as then was permitted as an alternative 
procedure under section 13(b)(1). The Appeal Board 
rejected the claim on February 7, 1951. Section 13(d) of 
the Contract Settlement Act provided that if the contractor 
was aggrieved by the decision of the Appeal Board, he could 
bring suit against the United States in the same manner 
noted above except that the action must be commenced with- 
in 90 days after such decision. Suit was filed and plaintiff 
was met with the plea of the six-year statute of limitations. 


The court ruled that since the Act permitted the bringing 
of suit on a claim within 90 days after an adverse decision 
of the Appeal Board, the suit was not subject to the defense 
of the statute of limitations. In so holding, the court ob- 
viously construed the Contract Settlement Act of 1944 as 
containing no period of limitations upon the filing of claims 
for administrative allowance. That this construction was 
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proper is demonstrated by the subsequent enactment of 
Public Law 431 (68 Stat. 300) which provided a cut-off or 
termination date after which claims against the Govern- 
ment could not be filed under section 17(a). 


It is submitted that here, as in the foregoing cases, there 
being no specific period designated during which the ap- 
plication must be filed with the administrative agency, the 
statutory period of limitations applicable to bringing suit 
in court is not to be read, by implication, into the statute. 


(c) 

Contrary to the position of the Patent Compensation 
Board, the principle involved in U. S. v. Lippitt, 100 U. S. 
663; Finn v. U. S., 123 U. S. 227; and U. S. v. New York, 160 
U. 8. 598 is not here applicable. These cited cases stand for 
a very narrow and limited proposition; namely, that where 
a claim is first presented to a Government department for 
settlement and then referred without decision by that de- 
partment to the Court of Claims for trial and determina- 
tion,* the six-year period of the statute is, in effect, tolled 
by the pendency of the claim in the department. 


Stated in another way, those cases ruled merely that the 
limitation period prescribed by the Act of March 3, 1863, 
amendatory of the Act establishing the Court of Claims, 
does not bar in that Court a claim referred to it for deter- 
mination by the head of an executive department under 
statutory authority, provided it was presented for settle- 
ment at the proper department within six years after it 
accrued. As stated in the Lippitt case (p. 669): 


«* © © The cases thus transmitted for judicial de- 
termination are, in the sense of the Act, commenced 
against the Government when the claim is originally 
presented at the department for examination and 


“The Court of Claims statute then provided that Government departments, 
under certain circumstances, could refer claims to the Court of Claims instead 
of deciding them, 
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settlement. Upon their transfer to the Court of Claims 
they are to be ‘proceeded in as in the cases pending in 
said Court.’” 


As stated in U. S. v. Utz et al., 80 Fed. 848, 849 (CCA-3, 
1897), those cases “relate exclusively to claims transmitted 
by the head of an executive department to the Court of 
Claims for final adjudication.” Here, in contrast with the 
situation involved in those three decisions, the petitioners’ 
original right to sue in the Court of Claims or in a District 
Court with respect to just compensation could not accrue 
until after action on the application had been effected by 
the Atomic Energy Commission. The presentation of the 
application to the Patent Compensation Board could not 
toll the running of a statute which could not commence to 
run until Commission action thereon. 


(d) 


Petitioners assert that if a six-year period of limitation 
on the filing of applications did exist under the 1946 Act, 
it did not begin to run until April, 1949, for reasons here- 
inafter stated. 


Section 11(e)(2) of the Act provided that any person 
seeking to obtain just compensation “shall make application 
therefor to the Commission in accordance with such pro- 
cedures as it may by regulations establish.” Subparagraph 
(1) of subsection (e) provided that the Commission should 
designate a Patent Compensation Board “to consider appli- 
cations under this subsection.” 


According to the Fourth Semiannual Report of the 
Atomic Energy Commission, submitted to the Congress as 
required by the 1946 Act, the Commission, until June 18, 
1948, did not adopt the procedures above referred to and 
the procedural regulations were not published in the Fed- 
eral Register until June 24, 1948. As of that date, “the 
members of the Patent Compensation Board have not yet 
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been designated.” See Report, page 57. In fact, the members 
of that Board were not designated until April, 1949. See 
Sixth Semiannual Report (July, 1949), page 14. 


The original application involved herein was filed with 
the Commission on February 9, 1954 and amended on 
August 12, 1954. Petitioners allege that, if otherwise exist- 
ing, any six-year period of limitation on the filing of appli- 
eations did not begin to run until the Commission had 
adopted, by regulation, procedures governing the making 
of applications for just compensation and until after desig- 
nation of the members of a Patent Compensation Board 
who, by statute, were to consider them. 


As stated in Board of Supervisors of Cayuga County v. 
State, 153 N.Y. 279, 291, 47 N.E. 288, 292 (1897): 


«* * © The case of Parmenter v. State, 135 N.Y. 154, 
31 N.E. 1035, is direct authority for the proposition 
that where there is no tribunal before which a claim 
can be heard the limitation does not attach.” 


See also Oswego ¢& S. R. Co. v. State, 226 N.Y. 351, 360, 
362, 124 N.E. 8, 11, 12. 


Stated in another way, petitioners assert that the de- 
fendant, neither having promulgated the procedural regula- 
tions called for nor designated the members of the Board 
constituting the forum in which to determine their rights, 
cannot be heard to assert that the statute of limitations was 
running from the date of enactment of the 1946 Act. Cf. 
Schenley Import Corp. v. U. S., 121 F. Supp. 646, 648 (Ct. 
Cls., 1953) ; Denver-Greeley Valley Irr. Dist. v. McNeil, 80 
F. 2d 929, 931 (CCA-10, 1936). It is submitted, therefore, 
that any six-year period of limitation, otherwise existing, 
did not expire before April, 1955. 


(e) 


If it be the holding of the Court that, notwithstanding the 
lack of an express time limitation on the filing of applica- 
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tions, such must be effected within a reasonable time, peti- 
tioners assert that what this reasonable time is must depend 
upon the circumstances of each case and that no definite rule 
of thumb can be applied. Aetna Casualty & S. Co. v. State, 
86 S.W. (2d) $26 (Tex. Cir. App., 1935). While in the latter 
decision it is stated that ordinarily a time coincident with 
the running of the statute will be deemed reasonable, and 
if a demand is not made within that period, the action will 
be barred; it is also stated that such applies only “in the 
absence of mitigating circumstances.” 


Thus, in Smith v. Franklin, 61 Vt. 385, 17 A. 838 (1889), 
the plaintiff had a claim against a town for bounty money 
for enlisting in the Army and there was evidence that the 
town officials told him to leave it with the town until his 
return from the Service, as the town would pay interest on 
his claim and he might lose the money while in the Service. 
Plaintiff agreed to the proposition. More than the period of 
limitations after making the arrangement, plaintiff de- 


manded payment. The Court stated that if plaintiff’s evi- 
dence was believed, the statute of limitations had not barred 
his claim. 


Likewise, in King Iron Bridge & Mfg. Co. v. Otoe County 
(1888) 124 U. S. 459, 31 L. Ed. 514, where the holder of 
warrants was required to present them to a county treas- 
urer for payment before he could sue the county therein, 
and where the warrants were presented and payment de- 
ferred because the county had insufficient funds to pay 
them, the Court ruled that under those facts the statute 
of limitations did not begin to run until the county had 
sufficient funds to pay them or until a sufficient time had 
elapsed to enable the county to levy and collect the revenue 
necessary to establish a fund for payment. 

In this posture of the ease, the circumstances underlying 


petitioners’ delay in filing the application are most pertinent 
and must be factually established. In this connection, 
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reference is made to the “Memorandum on Behalf of Appli- 
cants in Opposition to Motion to Dismiss” (R. 580, at 583 to 
584) which states as follows: 


“Furthermore, the Government is responsible for the 
delay in filing this application and ought not, therefore, 
to be permitted to rely upon its own wrong to defeat 
the rights of applicants. In a letter dated November 14, 
1945 Mr. Vannevar Bush, acting in his official capacity 
as a representative of the United States, denied the use 
of the Fermi Patent No. 2,206,634 under which ap- 
plicants had, and still have, rights. Furthermore, on 
February 26, 1949, and again during March, 1949, 
Admiral Strauss stated to John V. Grombach, a duly 
authorized representative of applicants, that the na- 
tional security made inadvisable the presentation of 
any claim on behalf of Philips, thus effectually deter- 
ring Philips’ representative from making an applica- 
tion on behalf of Philips and having the effect, if there 
is an applicable statute of limitations, of suspending its 
operation until such time as Admiral Strauss or some 
other proper representative of the United States should 


advise Philips that the national security would not be 
i a or endangered by the presentation of its 
aim. 


On this also see Appendix A, pp. la-5a. 


He 


THE COMMISSION ERRED IN DETERMINING THAT THE ATOMIC ENERGY ACT 
OF 1946 DID NOT TAKE FROM PETITIONERS THEIR RIGHT TO SUE THE 
UNITED STATES IN THE UNITED STATES COURTS, WITHOUT FIRST 
SEEKING ADMINISTRATIVE RELIEF, FOR ALLEGED REPEATED ACTS OF 
INFRINGEMENT OF CERTAIN OF THEIR FOREIGN PATENTS AND DID 
NOT PROVIDE JUST COMPENSATION FOR SUCH TAKING. 

This portion of the issue bears on petitioners’ ownership 
of foreign patents covering the invention and discovery 
encompassed by U.S. Fermi Patent No. 2,206,634, as well as 
for foreign patents covering the separation, by diffusion, 
of gases and isotopes in gaseous form, all of which petition- 
ers assert have been repeatedly violated by the grant of 
export licenses for reactors, plutonium, radio-active iso- 
topes and related materials. 
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The Board ruled (1) that, as the United States laws have 
no extraterritorial effect, they could “revoke” no foreign 
patent; (2) that it had not been “persuaded” that “appli- 
cants’ foreign patents are property” or that “infringing 
acts committeed by the United States constituted, in effect, 
a taking of property for which just compensation should be 
given”; and (3) “that the applicants did not suffer any 
property loss with respect to their foreign patents as the 
result of the enactment of this law. The right of applicants 
to prosecute any infringers of those patents in the countries 
which had issued them was unaffected by the passage of the 
1946 Act.” 


Petitioners concede, as they did below, that, as the result 
of the United States laws having no extraterritorial effect, 
petitioners’ foreign patents were not revoked by section 
11(a) of the 1946 Act. Petitioners insist, however, that sec- 
tion 11(d) authorizes the “taking” by the Commission of 
any invention or discovery that is essential in the utiliza- 
tion, ete.; that by the infringement of petitioners’ foreign 
patents, the Commission took their property; and that the 
Act provides just compensation for such taking. Leading to 
this conclusion are the four following propositions: 


(a) Foreign patents do constitute property ; 


(b) Infringement of such patents by the United 
States, if a continued action, does constitute the “tak- 
ing” of such property ; 


(c) Petitioners, without first applying to the Com- 
mission, were dispossessed of the legal remedy for such 
infringement; and 


(a) The Atomic Energy Act of 1946, in the breadth 
and purpose of its provisions, not only authorizes, but 
requires the payment of just compensation for such 
user (“taking”) of petitioners’ foreign patents. 
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(a) 

A patent consists of a grant to the patentee of the right, 
for a stated period, to exclude all others from making, using 
or selling the invention throughout the country issuing the 
patent. This “right to exclude” constitutes property. Solo- 
mons v. U. S., 137 U. S. 342, 346, 34 L. Ed. 667, 669 (1890) ; 
Hartford Empire Co. v. U. S., 323 U.S. 386, 89 L. Ed. 322 
(1949). 


(b) 


That infringement of patents, if continued, constitutes 
the “taking” of property is well established. 


Until 1910, when the predecessor of present section 1498 
of Title 28 U.S.C.A. was enacted, no specific statutory 
authority existed in the holder of a United States patent to 
recover in the United States courts for infringement there- 
of. Long prior to 1910, however, it was recognized that the 
Government of the United States (vis-a-vis patentees) was 
subject to the limiting provisions of the Fifth Amendment 
to the Federal Constitution preventing the taking of prop- 
erty without due process of law. The problem was to find 
jurisdiction in the Court of Claims authorizing it to enter- 
tain suit for such taking. With respect thereto, the courts 
ruled that the United States was required to make just 
compensation for patent violation and that the courts had 
jurisdiction of an action therefor on the ground that the 
user, amounting to a “taking” of property, raised an implied 
contract to compensate. James v. Campbell, 104 U. 8. 356, 
26 L. Ed. 786 (1882). See also Crozier v. Fried. Krupp 
Aktiengesellschaft, 224 U. S. 290, 304, 56 L. Ed. 771, 776 
(1912) where the Court stated that “[The 1910 Act] adds to 
the right to sue the United States in the Court of Claims 
already conferred where the contract [or implied contract] 
relations exist, the right to sue even although no element of 
contract is present.” 
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Notwithstanding the difference in terminology and the 
fact that some cases allowed the recovery for property 
violation on the basis of an implied contract without men- 
tioning the word “taking,” the two expressions have been 
used interchangeably by the Supreme Court. See, for ex- 
ample, Portsmouth Harbor Land & Hotel Co. v. U. S., 260 
U. S. 327, 330, 67 L. Ed. 287, 290 (1922) : 


“Tf the acts amounted to a taking without assertion 
of an adverse right, a contract would be implied wheth- 
er it was thought of or not.” 


See also Hollister v. Benedict & Burnham Mfg. Co., 113 
U. S. 61, 67, 28 L. Ed. 901, 904 (1884) : 


“Tf the right of the patentee was acknowledged [by 
the United States] and, without his consent, an official 
of the Government, acting under legislative authority, 
made use of the invention in the discharge of his official 
duties, it would seem to be a clear case of the exercise 
of ie right of eminent domain, * * *.” (Italics sup- 
plied. 


The exercise of the right of eminent domain, or the “tak- 
ing” of property by the sovereign, results not only from an 
outright and total appropriation of the property to the 
actual exclusion of the owner, but also from intermittent 
acts which interfere with or diminish the owner’s full en- 
joyment of his property. U. 8. v. Causby, 328 U. S. 256, 262- 
263, 90 L. Ed. 1206, 1210 (1946). The latter category in- 
eludes tortious acts in the nature of trespasses (and in- 
fringement, of course, is a tort—a “trespass” against the 
patent). While one tortious act may not constitute a taking, 
a series of acts, coupled with an intent (which may be in- 
ferred) on the part of the sovereign to continue those acts, 
clearly amounts to the taking of property. Portsmouth 
Harbor Land & Hotel Co. v. U. S., supra. The difference 
is one of degree and the point at which a series of tortious 
acts becomes a taking has been the crux of many cases 
against the United States where no recovery could be had 


29 


in the absence of a taking, the United States not having 
consented to be sued for the particular tort involved. 


The United States Government has granted and is 
presently granting licenses to domestic manufacturers to 
manufacture atomic reactors for the specific purpose of 
their being shipped abroad and there used. Radio-active 
isotopes, plutonium and related materials have been and 
are being licensed for export. Such manufacture, of course, 
did not violate the United States Fermi patent (now ex- 
pired); nor does such manufacture violate any Fermi 
patent, owned by petitioners, in any country to which such 
a reactor, ete. might be shipped. However, the manufac- 
turer of an article, under a process patented in the United 
States and also in a foreign country, acquires no right 
under the United States patent to export it into and sell it 
within the foreign country (cf. Boesch v. Graff, 133 U.S. 
697, 33 L. Ed. 787 (1890)) or to there use or contribute to 
its use(cf. Daimler Mfg. Co. v. Conklin (CCA-2, 1909) 170 
Fed. 70) without a license from the foreign patentee. Omose 
Wood Preserving Co. of Canada v. Omose Wood Preserv- 
ing Co. of America, 74 F. Supp. 435, 438 (D.C. N.Y., 1947). 
Petitioners assert that, by its action, the United States, by 
infringement, has “taken” their property rights in foreign 
patents which cover the invention and discovery embodied 
in the United States Fermi and Hertz patents and that for 
such taking they are entitled to just compensation. 


(¢) 

To this the Board responds that the right of the petition- 
ers to prosecute any infringers of those patents in the coun- 
tries which had issued them was unaffected by the passage 
of the 1946 Act. To this glib assertion, petitioners respond 
that they never were possessed of the right to sue the United 
States for the infringement of those patents in the coun- 
tries which had issued them. It is a general principle of 
international law that according to the rule “par in parem 
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non habet imperium” (an equal has no authority over an 
equal), no sovereign can claim jurisdiction over another 
sovereign; and, consequently, the United States cannot be 
sued in a foreign country, unless it voluntarily submits to 
the jurisdiction of the country concerned. The Exchange v. 
M’Faddon, 70 Cranch 116, 3 L. Ed. 287 (1812); National 
City Bank v. Republic of China, 348 U.S. 356, 99 L. Ed. 389 
(1955). That principle is succinctly stated in Kingdom of 
Rumania v. Guaranty Trust Company, 250 Fed. 341, 343 
(CCA-2, 1918) : 


“Tt is the long-accepted law that a foreign sovereign 
cannot be sued nor his property attached in the court 
of a foreign friendly country without his consent.” 


It is clear, therefore, that, predicated upon this principle of 
international law, petitioners at no time could sue the 
United States for the infringement of their foreign patents 
in the courts of any foreign country. Prior to the 1946 Act, 
however, they could have sued the United States in the 


courts of the United States. Cf. Boesch v. Graff, supra, and 
Daimler Mfg. Co. v. Conklin, supra. 


(d) 


The Atomic Energy Act of 1946, in the breadth and pur- 
pose of its provisions, not only authorizes the Commission 
to “take” any invention or discovery which is useful in the 
production of fissionable material or in the utilization of 
fissionable material or atomic energy for a military weapon, 
it also requires the payment of just compensation for such 
taking with the amount thereof being determined, in the 
first instance, by the Commission. 


The Commission, by its acts in direct infringement of 
petitioners’ foreign patents, obviously believes that the 1946 
Act authorizes such infringement. That it does is indicated 
by the provisions of section 11(d), which authorizes the 
Commission to “take” any invention or discovery in the area 
stated. Section 13 requires the making of just compensation 
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for such taking of property and requires that the Commis- 
sion “shall determine such compensation” with right in the 
applicant to sue in the courts if dissatisfied. 


In conclusion, it is submitted that if petitioners were to 
have instituted suit in the United States Court of Claims for 
the taking of their foreign patent rights, they would have 
been met with the defense that they had not first exhausted 
their administrative remedies provided, for which reason, 
the action could not be maintained. It is submitted, there- 
fore, that the only manner in which petitioners can receive 
just compensation for this taking is by action of the Com- 
mission. 

OL 
THE COMMISSION ERRED IN DETERMINING THAT THE ATOMIC ENERGY ACT 
OF 1946 DID NOT REVOKE PETITIONERS’ RIGHT TO SIMILARLY SUE THE 
UNITED STATES, WITHOUT FIRST SEEKING ADMINISTRATIVE RELIEF, FOR 
REPEATED ACTS OF INFRINGEMENT PRIOR TO AUGUST 1, 1946 OF 
CERTAIN OF THEIR UNITED STATES PATENTS AND DID NOT PROVIDE 
FOR JUST COMPENSATION FOR SUCH REVOCATION. 

In reaching its conclusion, the Board stated that a claim 
for past infringement is a claim which must be pressed in a 
tort action over which the Commission has no jurisdiction, 
and that the right to recover for past infringement is not 
a right which was revoked by the atomic energy legislation. 


Petitioners maintain that the right, without first making 
an administrative claim, to recover for past infringement 
of a patent is a property right; that such right was revoked 
by the atomic energy legislation; and that such revocation 
is a proper basis for an administrative claim for just 
compensation. 


In essence, the issue presents three basic questions: 
(a) whether the right to recover for infringement is prop- 
erty; (b) whether the right to recover for infringement 
is one of the “rights conferred” by the patent within the 
meaning of section 11(a)(2) of the 1946 Act; and (c) 
whether such right was revoked on August 1, 1946. 
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(a) 


“A right of action to recover damages for an injury is 
property.” Angle v. Chicago St. P.M. & O. BR. Co., 151 US. 
1, 19, 38 L. Ed 55, 64-65 (1894). See also Wills v. Franklin, 
131 F. Supp. 668, 672 (D.C. Tenn., 1953) ; Redfern v. Collins, 
113 F. Supp. 892, 895 (D.C. Tex., 1953). 


(b) 

Accepting the dictionary meaning of the word “conferred” 
as “bestowed” or “granted”, what are the rights conferred 
by a patent? Since patent property and its incidents are the 
creatures of statutory law, such rights must be found in the 
Federal statutes dealing with patents. Crown Die & Tool 
Co. v. Nye Tool & Machine Works, 261 U.S. 24, 40, 67 L. Ed. 
516, 527 (1923). Examination of those statutes discloses 
that a patent consists of the “granting” to the patentee, his 
heirs and assigns, for the term of 17 years, of the right to 
exclude others from making, using or vending the invention 
throughout the United States. 35 U.S.C.A. section 154. To 
protect that right, the statute not only gives the patentee 
the right to injunctive relief to prevent future violation, but 
specifically provides that he “shall have” the remedy by 
civil action for infringement of his patent. 35 U.S.C.A. sec- 
tion 281. This right of action is property and is so inherently 
a part of the patent that it cannot be assigned and trans- 
ferred apart therefrom. Moore v. Marsh, 7 Wall. 515, 19 L. 
Ed. 37 (1868) ; Crown Die & Tool Co. v. Nye Tool & Machine 
Works, supra. In fact, such rights cannot be assigned other 
than to the assignee of the patent itself. 


While it is true that an assignment of the entire right, 
title and interest in and to a patent does not carry with it 
the right to sue for past infringement unless the assignment 
expressly so provides, “[T]he reason for that rule is that 
the assignee or grantee is not interested in the damages for 
any infringement committed before the sale and transfer of 
the patent.” Moore v. Marsh, supra. This rule, however, in 
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no way militates against the proposition that the right to 
sue for infringement is a right “eonferred” by the patent 
for the assignee is automatically vested with the right to 
sue by civil action for any infringement of the patent from 
and subsequent to the date of its acquisition by him. 


(c) 


Furthermore, the statute revoked this right which was 
conferred by petitioners’ United States patents. Section 
11(a) (2) states that ‘‘any”’ rights conferred by any patent 
heretofore granted “are hereby revoked.” It does not state 
that the right to exclude another from the future practice of 
the invention or discovery is revoked. The revocation was of 
“any”, and hence all rights conferred by any patent. The 
term “any rights” is all inclusive. It “includes all” rights 
(Chicot County v. Lewis, 103 U. S. 164, 167, 26 L. Ed. 495, 
496) and means “one indiscriminately of whatever kind or 
quantity.” Federal Deposit Insurance Corp. v. Winston, 121 
F. 2d 780, 782 (CCA-6, 1942). If it be concluded, therefore, 
that the right to seek compensation for past infringement 
of such a patent is a right conferred by that patent, it 
necessarily follows that that right was revoked with the 
passage of the 1946 Act. 


That such was the intention of the statute is made clear 
by viewing it from a different factual situation. Assume 
that A, a patentee, was issued a patent in 1940, which had a 
clear major use in the fields specified in the 1946 Act. 
Assume further that the Manhattan Project clearly and 
admittedly infringed that patent from the date of its 
issuance. At the time of the enactment of the 1946 Act, A, 
under his patent, had two rights—(1) the right to recover 
for past infringement, and (2) the right to prevent anyone 
from exercising in the United States the invention and dis- 
covery to the year 1957. Clearly, the latter right was 
revoked. Can it be said that the former was not? To so con- 
clude requires a determination that Congress intended that 
A’s remedy, with respect to part of the taking, must be first 


34 


administratively sought before an action could be brought 
in the Court of Claims; while the second right, constituting 
a part of the same cause of action, could and must be im- 
mediately pursued by suit. It is submitted that Congress 
had no such intention; that it intended that each, every, and 
all rights held by A on the date of the enactment of the 
1946 Act must first be presented administratively before 
suit might be entered in the Court of Claims. Petitioners’ 
position is no different. 


Fletcher v. U. S., 188 F. Supp. 279 (Ct. Cls., 1956) is not 
to the contrary. Therein the Court construed the plaintiff's 
proposed second amended petition as a desire “to sue for 
compensation as if his patented device had been taken for 
use by the Atomic Energy Commission” and stated that 
because his invention on August 1, 1946 was in the public 
domain and because, by reason of this, any person could 
have used it, the Commission could not lawfully have com- 
pensated him for its use even if it had used it. In no way, 
however, did the Court pass, or purport to pass, upon 
whether the right to sue for past infringement was a right 
conferred by patent, which right was revoked by the 1946 
Act—for it found that the plaintiff, having been a Govern- 
ment employee during the entire period of the alleged in- 
fringement, had no claim which could have been taken be- 
cause of the provisions of 35 U.S.C. (1946 Ed.) 68. 


Iv. 


THE COMMISSION ERRED IN DETERMINING THAT PETITIONERS’ NONEX- 
CLUSIVE, ROYALTY-FREE LICENSE IN THE AMERICAN PATENT GRANTED 

TO FERMI AND OTHERS WAS NOT A PROPERTY RIGHT AFFECTED BY 
SECTION 11 (c) (2) OF THE 1946 ACT, AND THAT IT WAS NOT REVOKED 

BY THE ACT SO AS TO ENTITLE PETITIONERS TO JUST COMPENSATION. 

At the time the Fermi U. S. Patent was issued, the 
patentee conveyed to petitioners a nonexclusive, royalty- 
free license with respect to the invention and discovery 
covered thereby. The Board ruled that “such * * * license 
is not a property right affected by” the 1946 Act. Petitioners 
contend that such license is a property right affected by 
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section 11(a) (2); that within the intent of the Act, it ts 
a right “conferred” by patent; that by the application of 
sections 5 and 11 of the Act, this property right was taken 
from it; and that for its taking, Congress intended that just 
compensation should be paid. 


By the grant of the Fermi patent, there was conferred 
upon Fermi et al. the exclusive right to make, use and vend 
the invention and discovery covered thereby in the United 
States by permitting the patent owner to exclude all other 
parties from so doing. One such right, and an extremely 
important and valuable one in the circumstances of this 
ease, was the right to exclude petitioners from using the 
invention. 


That right, however, was transferred and conveyed to 
petitioners prior to 1946, and petitioners insist that such 
constitutes a property right which was taken from them. 


While the Board apparently adopted Government coun- 
sel’s characterization of a nonexclusive license as a “mere 
license” comparable to a person’s right-of-way (easement) 
over land, such characterization is not the answer to the 
problem. “Interests in” a patent are transferred by a mere 
license. Houdry Process Corp. v. Universal Ou Products 
Co., 87 F. Supp. 552 (D.C. Dela., 1949). A ‘‘mere license’’ 
is nevertheless “a transfer of a right.” Oliver v. Rumford 
Chemical Works, 109 U. S. 75, 82, 27 L. Ed. 862, 864 (1883). 
That such a “license” right is property, just compensation 
for the taking of which must be made, is shown by Jackson 
v. U. S., 103 F. Supp. 1019, 122 Ct. Cls. 197 (1952). There 
decedent’s commercial fishing license, granted by the State 
of Maryland, had been rendered useless when the United 
States excluded decedent from the water allocated to him by 
the State. Upon finding that decedent’s license was a “prop- 
erty right” and that it had value, the Court held that the 
action of the United States in depriving decedent of his right 
to fish constituted the taking of property for which just 
compensation was required. 
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Government counsel’s analogy, below, of a “right-of-way” 
- over land, though not so intended, is well taken (Innis, 
Speiden & Co. Vv. Food Machinery Corporation, 2 F.B.D. 
261, 263 (D.C. Dela., 1942)), but the conclusion drawn is 
clearly erroneous. Notwithstanding the owner of an ease- 
ment to cross Black-acre has no standing to sue a trespasser 
. on Black-acre, it is well established that an easement in 

land is “property” under the Fifth Amendment to the 
Constitution, for which compensation must be made if taken 
by the Government. U. S. v. Welch, 217 U.S. 333, 54 L. Ed. 
787 (1910) ; Lynn v. U. S.,110 F. 2d 586 (1940) ; Central 
Trust Co. of New York v. Hennen, 90 Fed. 593 (1898). Since 
a, patent license is, in other respects, analogous to an ease- 
ment, it follows that @ patent license is likewise “property” 
which cannot be taken by the United States without com- 
pensation. 


It has been stated by the Supreme Court that the Con- 
stitutional requirement of just compensation for the taking 
of private property for public use is addressed to every sort 
of interest which the citizen may possess in the physical 
thing taken. U. S. v. General Motors Corp., 323 U.S. 373, 
378 (1945). Thus, where property, subject to an outstand- 
ing leasehold, is taken for use by the Government, with a 
resulting disposition of the leasehold tenant, the latter is 
entitled to just compensation for the taking of his property. 
U. 8. v. Petty Motor Co., 327 U. S. 372 (1946). See also 
U. 8. v- General Motors Corp., supra. Certainly, a royalty- 
free license in the U. S. Fermi patent, possessed by one 
holding other patents and all comprising, in combination, 
the know-how ‘and ability to create and harness nuclear 
energy, is a much more important property right than 2 
Jeasehold in real property. 


Furthermore, that property right of petitioners was 
taken from them by the 1946 Act. 


One right “eonferred” by the Fermi patent was the right 
to exclude petitioners from making, using and vending the 
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invention and discovery covered thereby. On August 1, 
1946 that right no longer existed in the patentee and, on 
that date, the said patentee was not able to sell, assign or 
transfer all right, title and interest in the Fermi U. S. 
patent. It follows that to the extent the patentee, after 
granting the license to petitioners, was wnable to transfer 
all “substantial rights” in the Fermi patent (First National 
Trust and Savings Bank of San Diego v. U. S., 200 F. Supp. 
274, 282 (D.C. Calif., 1961) ), a revocation of the rights then 
held by such patentee alone was a revocation of less than 
“all rights” in the patent. 


Any assertion that petitioners’ nonexclusive license in the 
Fermi patent remained unimpaired by the 1946 statute is 
nonsensical in light of its intended application. In constru- 
ing a statute, its meaning cannot be gained by confining 
inquiry within its four corners and by giving to its language 
technical and restricted meaning. Only the historical 
process, of which such legislation is an incomplete fragment, 


can yield its true meaning. That historical process leaves 
no doubt that from August 1, 1946 any right with respect 
to any patent covering any invention or discovery useful in 
‘the restricted area should no longer exist and that just 
compensation for its taking should be made. 


Prior to the 1946 Act, the petitioners were possessed of 
the valuable right to make, use and vend the invention and 
discovery encompassed by the Fermi patent anywhere in 
the United States on a royalty-free basis. While it is true 
that subsequent thereto the former owners of the patent 
could not sue petitioners for such use of the invention or 
discovery—nor could the United States merely by its 
acquisition from the patentee—it is also true—and this is 
the nub of the case—that petitioners, because of the statute, 
no longer had any right to so make, vend or use. By the 
revocation and the taking unto itself by the United States 
Government of all rights with respect to the patent, peti- 
tioners’ rights were terminated. Further, by the provisions 
of section 5 of the Act, petitioners’ rights were rendered 
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utterly and absolutely valueless. Certainly, this result, 
within the common and accepted understanding, is the tak- 
ing of property by the United States. 


Should any doubt exist in the minds of this Court that 
petitioners’ position is the correct one, its attention is called 
to the well-settled rule of statutory construction that 
statutes should be construed as to avoid serious Con- 
stitutional question. U. S. v. Witkovich, 353 U. S. 194, 202 
(1957). Stated in another way, it has been said to be “the 
duty” of a court to so construe a statute “as to avoid the 
danger of unconstitutionality if it may be done in con- 
sonance with the legislative purpose.” American Communi- 
cations Association v. Douds, 339 U.S. 382, 407 (1950). 


If the legislation here involved, the enactment of which 
clearly and unmistakably rendered of no value petitioners’ 
property rights held with respect to the Fermi patent, is 
construed as not providing just compensation therefor, it 
is, to say the least, subject to a serious Constitutional ques- 
tion. Accordingly, the provision for just compensation for 
the taking of petitioners’ “property or interest therein” 
should be construed as applicable to the factual situation 
here presented. 

v. 


HE COMMISSION ERRED, WITH RESPECT TO PETITIONERS’ APPLICATION 
FOR AN AWARD BASED ON FOREIGN PATENTS, IN DETERMINING THAT 
PETITIONERS FAILED TO COMPLY WITH THE REPORTING PROVISIONS 
OF THE ACT. 

In its Decision the Board concluded that, as to any award 
based on foreign patents, there had been no compliance 
with the reporting provision of the Act requiring, for 
qualification, that a person must first file with the Commis- 
sion a “report” (where not rendered redundant by the prior 
filing of an application for patent). 


It has been stipulated that with respect to no one of 
petitioners’ foreign patents involved herein did petitioners, 
or anyone acting pursuant to their direction, file with the 
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Atomic Energy Commission any “report” containing a 
description of the invention or discovery covered thereby. 


Petitioners assert, however, that the reporting require- 
ments with respect to inventions and discoveries covered 
by their foreign patents were so complied with as to make 
the filing of a “report” redundant. This assertion is based 
upon the fact that the British and Canadian scientists who 
collaborated with the United States from 1939 brought and 
disclosed to the United States the art, experience, methods 
and substance of these inventions and discoveries. (J.A. 26 
and 28) It is also based on the fact that representatives of 
Philips, long prior to the creation of the Atomic Energy 
Commission, furnished detailed information and disclosed 
the Hertz inventions and discoveries to official groups of 
scientists, particularly the Columbia University Group, who 
were secretly working on the atom bomb project for the 
United States Government. (See Appendix A, pp. la-5a.) 
Still further the Commission and its predecessor, the Man- 
hattan Project, were well apprised of the inventions and 
discoveries through the published writings of the inventor, 
Dr. Ludwig Hertz. (J.A. 23 and 24) 


The basic philosophy of the Act was to provide financial 
reimbursement and/or recognition to any person possessed 
of an invention or discovery useful to or used by the United 
States in the production of fissionable material or in the 
utilization of fissionable material or atomic energy for a 
military weapon. To any person holding valid and existing 
United States patent rights in any such invention or dis- 
covery, which rights were revoked or taken under the Act, 
financial reimbursement was provided by the provision for 
payment of “just compensation.” To any person who had 
made any invention or discovery useful for those purposes, 
just compensation with respect to which was not provided 
for in the Act, financial recognition was provided by way of 
an “award” to be granted by the Commission conditioned 
upon there being or having been made available to it, within 
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a limited period of time thereafter, a complete description 
of the invention or discovery. 


In light of the purpose of the statute, ie., to provide 
financial recognition for inventions and discoveries useful 
to or used by the United States in the atomic energy field, 
the position taken by the Board—that petitioners do not 
qualify for an award because of failure to “file a report”— 
is extremely technical and narrow, ignoring, as it does, the 
fact that the contents of petitioners’ foreign patents here 
involved not only were known to, but had been utilized by 
the Manhattan Project from the outset of this nation’s 
atomic program. This technical and narrow construction 
disregards the fact that, long prior to the enactment of the 
1946 legislation, the inventions and discoveries involving 
gaseous diffusion and encompassed by petitioners’ Canadian 
(Hertz) Patents Nos. 240,645 and 242,658 and British 
(Hertz) Patent No. 196,560 had been communicated to the 
Manhattan Project by Canadian and British atomic re- 
search groups (J.A. 26 and 28); had been the subject of 


publication in scientific “papers” (J.A. 23 and 24) ; and had 
actually been utilized by that body in the course of develop- 
ing and constructing the very bombs, use of which termi- 


nated World War II. 


That the law does not require the doing of a useless act 
is an established and well-recognized maxim. The Commis- 
sion having been in possession of a complete description 
of the inventions and discoveries here under consideration 
at the time of its creation, no useful purpose could or 
would have been served by petitioners making any “report” 
to it with respect thereto. It is submitted, therefore, that 
the Commission, being authorized by Congress to grant 
awards in furtherance of the purpose of the Act, should be 
guided by those purposes rather than by a literal and tech- 
nical reading of the statute, which results in a denial to 
intended beneficiaries of awards which Congress obviously 
intended them to receive. 
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Vi 


THE COMMISSION ERRED, WITH RESPECT TO PETITIONERS’ APPLICATION 
FOR AN AWARD BASED UPON EXPIRED U.S. PATENTS, IN DETERMINING 
THAT THE ACT MADE NO PROVISION THEREFOR. 

As to petitioners’ application for an award based upon 
four expired United States patents (Hertz (2), Van Arkel 
and deBoer), the Board stated that it could find no authority 
in the provisions of the Act to justify the granting of an 
award, since on August 1, 1946 the inventions described by 
the patents were in the public domain so that “nothing re- 
mained to give to the Government” or to the public which 
would warrant the granting of an award. 


It is submitted that in so construing section 11(a) (3) of 
the 1946 Act, the Board erred. That provision provides for 
an award to any person who has made or hereafter makes 
any invention or discovery useful in the delineated area. 
Petitioners insist, and indeed there has been no denial 
thereof, that the four patents involved were of basic im- 
portance in the solution of Problems (2) and (3) as set out 
in the Smyth Report hereinabove referred to. Petitioners 
assert that they were not only “useful” in the production 
and utilization referred to; they were, in fact, used by the 
Government in its development in this area. The Act is 
not limited in the field of awards to future inventions or 
discoveries, which may refine or improve the production or 
utilization referred to; it is designed to provide financial 
recognition to all persons whose inventions or discoveries 
are useful in this field where the invention or discovery 
does not qualify for just compensation. Cf. Fletcher v. U. 8., 
A.E.C., 89 U.S. App. D.C. 218, 192 F. 2d 29, 33 (C.A. 
D.C., 1951). That the inventions disclosed by the patents 
were involved or directly utilized by the Government is not 
denied. Certainly, therefore, in the absence of qualification 
for just compensation, petitioners are entitled to an award. 
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CONCLUSION 


The Order of the Atomic Energy Commission entered 
herein is incorrect. The Order should be reversed and the 
matter remanded to the Commission for a hearing on the 


merits. 


Harry L. Brown 
Exisworts C. ALvorD 
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APPENDIX A 
Affidavits\, 
DISTRICT OF COLUMBIA ) SS.: 


John V. Grombach, being first duly sworn, deposes and 
states as follows: 


(1) I am a retired member of the Armed Forces of the 
United States having been commissioned in the Regular 
Army in 1923, having resigned my commission in 1928 to 
enter business (still retaining a reserve status), having been 
recalled to active Federal service in 1940, and having been 
relieved from active duty and retired in 1946. I am presently 
a Brigadier General in the New York National Guard 
Reserve. 


(2) During the period 1932-1940, I had business connec- 
tions with N. V. Philips’ Gloeilampenfabrieken and during 
the latter part of that period was a business consultant to 
and worked closely with one Peter Graner, a physicist, 


engineer and the American representative of Philips in the 
United States. 


(3) In 1938 or 1989, Graner and I met in Washington, 
D. C. with General George Strong, Assistant Chief of Staff, 
G-2, for the purpose of disclosing to him the potential of 
Philips’ inventions and discoveries in the field of nuclear 
physics and, more particularly, the potential of the com- 
bination of these with the work of Fermi to the development 
of an extraordinary weapon of war. This meeting was 
initiated by Graner after having read a fictional book en- 
titled “Public Faces” published and copyrighted by one 
Harold Nicolson in 1933, which book described an “atom 
bomb” allegedly discovered by Great Britain based upon 
a metal or element found especially in (imaginary) “Abn 
Saad in the Persian Gulf.” According to this story, “a single 
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such atom bomb could, by the discharge of its electrons, 
destroy New York City.” 


(4) At Strong’s request, Graner, to my personal knowl- 
edge, shortly thereafter delivered to him a memorandum of 
several pages in length involving a theoretical discussion of 
the subject in which reference was made to the processes 
involved in the domestic and foreign Hertz patents held by 
Philips as well as other patents in the nuclear field. 


(5) No further communication was had with General 
Strong or G-2 until 1942 as hereinafter noted. 


(6) During the years 1939 and 1940, however, to my 
personal knowledge, Graner obtained from Philips and 
from his files various copies of patents and related papers 
and memoranda which were furnished to various commit- 
tees or groups of scientists secretly working for the United 
States Government in the nuclear field. Particularly in- 
volved was a Columbia University group later identified as 
a group which did pioneering work in nuclear physics as 
related to the atom bomb and, more particularly, in the field 
of separation of uranium isotopes by gaseous diffusion 
separation processes. The principal or liaison between 
Graner and this group was Dr. George B. Peagram. I was 
physically present on several occasions when Graner turned 
over papers, patents or other material to Dr. Peagram who 
represented himself as being secretly engaged in work for 
the United States. From conversations at that time, this 
group and Dr. Peagram were particularly interested in the 
Hertz patents of Philips and particularly in British Patent 
No. 266,396 (not patented in the United States). 


(7) Thereafter, in early 1942, shortly after my transfer 
to the War Department General Staff (G-2) Intelligence 
Division, I was requested to try to negotiate and activate a 
secret intelligence penetration of Axis Europe with the co- 
operation of Philips. An agreement was reached which was 
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participated in by Generals Marshall and Strong, the Dutch 
principals of Philips, and Graner. 


(8) At that time or immediately prior thereto, General 
Strong had a private and secret meeting with Graner and 
me and told us that because of the foreign nationality of the 
Philips principals and because of the higher security classi- 
fication, neither Graner nor I were ever to diseuss or divulge 
our past relationship in connection with the atom bomb re- 
search which was being carried on in this country. The 
secret intelligence penetration and organization was begun 
and activated in early 1942 with the major target being 
scientific information. 


(9) That, on information and belief, the disclosure to the 
United States Government and its agencies between 1939 
and 1941 of the Hertz inventions and discoveries in the 
field of gaseous diffusion separation can be established by 
the records of the groups, projects and/or agencies that 
developed the atom bomb and ushered in the atomic age 
prior to the creation of the Atomic Energy Commission. 


FURTHER DEPONENT SAYETH NOT. 
Joun V. GromBace 


Subscribed and sworn to before me this 29th day of 
August, 1962. 


Wrntrrep M. Ine 
Notary Pusric 


My Commission Expires August 14, 1963 
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STATE OF NEW YORK 
COUNTY OF NEW YORK 


John V. Grombach, being first duly sworn, deposes and 
states as follows: 


SS.: 


(1) That subsequent to my relief from active duty at 
my own request after World War II and my retirement 
from active duty with the Army of the United States in 
June or July, 1946 I became a general business consultant. 
On September 15, 1948 I was retained by N. V. Philips’ 
Gloeilampenfabrieken as a consultant in the United States. 


(2) That because of the highly classified nature of the 
matters involved, I met Admiral Lewis Strauss (U.S. Navy) 
of the Atomic Energy Commission in New York City, N.Y. 
(1 East 65th Street) at 3:30 p.m. on February 26, 1949 to 
diseuss the filing of a Philips claim with the Commission. I 
reviewed the entire Philips story with this principal of the 
AEC and requested his advice as to whether from a security 
standpoint Philips should or should not file a claim for 
compensation and awards on their entire industrial nuclear 
package. I pointed out to Commissioner Strauss that accord- 
ing to the official Smyth (of the Manhattan Project) Report 
the atom bomb and the atomic age had been made possible 
by three basic developments or contributions: (1) controlled 
fission (the Fermi et al patents of which only one was 
granted by the U.S. Patent Office acquired exclusively for 
the world and non-exclusively for the U.S., Canada and 
Italy by Philips), (2) the enrichment of isotopes or the 
gaseous diffusion separation method (Philips Hertz pa- 
tents) developed exclusively in Philips’ laboratories, (3) 
developments in the refinement of rare metals and elements 
necessary for reactors (these all Philips patents developed 
in Philips laboratories by De Boer, Van Arkel, Fast, etc.). 
I also explained that in addition the Philips gauges—all 
covered by patents and all developed in Philips laboratories 
—had been used on a grand scale by the AEC. I further 
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pointed out that the nuclear industry in the U.S. under the 
control if not principally consisting of the AEC had never 
paid one penny for any or all of Philips’ contributions, 
patents or rights, while the owner of a ladies hair curler 
patent was reputed to have collected several million dollars. 


(3) That Admiral Strauss explained that carefully selec- 
tive declassification and special laws and administrative 
Processes were being set up. He asked me to try to convince 
Philips for patriotic and security reasons to hold off rather 
than violate security considerations or aid the potential 
enemies of the U.S., Holland and NATO and stated that he 
would notify me when Philips could file its claim. I duly 
informed Philips and convinced them to follow Admiral 
Strauss’ directions. Were it not for this fact I would have 
caused a claim to have then been filed. 


FURTHER DEPONENT SAYETH NOT. 
Joun V. Grompace 


Subscribed and sworn to before me this 30th day of 
August, 1962. 


Herman J. Lierserr 

Notary Public, State of New York 
No. 24-2375600 

Qualified in Kings County 
Commission Expires March 30, 1963 
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APPENDIX B 
Statutes 
ATOMIC ENERGY ACT OF 1946: 


“Section 1. (a) Findings and Declaration.—Research 
and experimentation in the field of nuclear chain re- 
action have attained the state at which the release of 
atomic energy on a large scale is practical. The signifi- 
cance of the atomic bomb for military purposes is 
evident. The effect of the use of atomic energy for 
civilian purposes upon the social, economic, and polit- 
jeal structures of today cannot now be determined. It 
is a field in which unknown factors are involved. 
Therefore, any legislation will necessarily be subject to 
revision from time to time. It is reasonable to antici- 
pate, however, that tapping this new source of energy 
will cause profound changes in our present way of life. 
Accordingly, it is hereby declared to be the policy of the 
people of the United States that, subject at all times 
to the paramount objective of assuring the common 
defense and security, the development and utilization 
of atomic energy shall, so far as practicable, be directed 
toward improving the public welfare, increasing the 
standard of living, strengthening free competition in 
private enterprise, and promoting world peace. 


“(b) Purpose of Act.—It is the purpose of this Act 
to effectuate the policies set out in section 1(a) by 
providing among others, for the following major pro- 
grams relating to atomic energy: 


“(4) A program for Government control of the pro- 
duction, ownership, and use of fissionable material to 
assure the common defense and security and to insure 
the broadest possible exploitation of the fields ; and 


* * * * * 
“See. 5. (a) Fissionable Materials.— 


“(1) Definition—As used in this Act, the term ‘fis- 
sionable material’ means plutonium, uranium enriched 
in the isotope 235, and other material which the Com- 
mission determines to be capable of releasing substan- 
tial quantities of energy through nuclear chain reaction 
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of the material, or any material artificially enriched 
by any of the foregoing; but does not include source 
materials, as defined in section 5(b) (1). 


“(2) Government Ownership of All Fissionable Ma- 
terial.—All right, title, and interest within or under the 
jurisdiction of the United States, in or to any fission- 
able material, now or hereafter produced, shall be the 
property of the Commission, and shall be deemed to be 
vested in the Commission by virtue of this Act. Any 
person owning any interest in any fissionable material 
at the time of the enactment of this Act, or owning any 
interest in any material at the time when such material 
is hereafter determined to be a fissionable material, or 
who lawfully produces any fissionable material incident 
to privately fiaused research or development activi- 
ties, shall be paid just compensation therefor. The 
Commission may, by action consistent with the pro- 
visions of paragraph (4) below, authorize any such 
person to retain possession of such fissionable material, 
but no person shall have any title in or to any fission- 
able material. 


“(3) Prohibition.—It shall be unlawful for any per- 
son, after sixty days from the effective date of this Act 
to (A) possess or transfer any fissionable material, 
except as authorized by the Commission, or (B) export 
from or import into the United States any fissionable 
material, or (C) directly or indirectly engage in the 

roduction of any fissionable material outside of the 
nited States.” (Original form.) 


“See. 11. (a) Production and Military Utilization. 


“(1) No patent shall hereafter be granted for any 
invention or discovery which is useful solely in the pro- 
duction of fissionable material or in the utilization of 
fissionable material or atomic energy for a military 
weapon. Any gees granted for any such invention or 
discovery is hereby revoked, and just compensation 
shall be made therefor. 


“(2) No patent hereafter granted shall confer any 
rights with respect to any invention or discovery to the 
extent that such invention or discovery is used in the 
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production of fissionable material or in the utilization 
of fissionable material or atomic energy for a military 
weapon. Any rights conferred by any patent heretofore 
granted for any invention or discovery are hereby re- 
voked to the extent that such invention or discovery is 
so used, and just compensation shall be made therefor. 


“(3) Any person who has made or hereafter makes 
any invention or discovery useful in the production of 
fissionable material or in the utilization of fissionable 
material or atomic energy for a military weapon shall 
file with the Commission a report containing @ complete 
description thereof, unless such invention or discovery 
js described in an application for a patent filed in the 
Patent Office by such person within the time required 
for the filing of such report. The report covering any 
such invention or discovery shall be filed on or before 
whichever of the following is the latest: (A) The six- 
tieth day after the date of enactment of this Act; (B) 
the sixtieth day after the completion of such invention 
or discovery; or (C) the sixtieth day after such person 
first discovers or first has reason to believe that such 
invention or discovery is useful in such production or 
utilization. 


“(b) Use of Inventions for Research.—No patent 
hereafter granted shall confer any rights with respect 
to any invention or discovery to the extent that such 
invention or discovery is used in the conduct of research 
or development activities in the fields specified in sec- 
tion 3. Any rights conferred by any patent heretofore 
granted for any invention or discovery are hereby re- 
voked to the extent that such invention or discovery is 
so used, and just compensation shall be made therefor. 


“(q) Acquisition of Patents.—The Commission is 
authorized to purchase, or to take, requisition, or con- 
demn, and make just compensation for, (1) any inven- 
tion or discovery which is useful in the production of 
fissionable material or in the utilization of fissionable 
material or atomic energy for a military weapon, or 
which utilizes or is essential in the utilization of fis- 
sionable material or atomic energy, Or (2) any patent 
or patent application covering any such invention or 
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discovery. The Commission of Patents shall notify the 
Commission of all applications for patents heretofore 
or hereafter filed which in his opinion disclose such in- 
ventions or discoveries and shall provide the Com- 
mission access to all such applications. 


“(e) Compensation Awards, and Royalties.— 


“(1) Patent Compensation Board.—The Commission 
shall designate a Patent Compensation Board, con- 
sisting of two or more employees of the Commission, 
to consider applications under this subsection. 

“(2) Eligibility.— 

“(A) Any owner of a patent licensed under subsec- 
tion (C)(2) or any licensee thereunder may make 
application to the Commission for the determination 
of a reasonable royalty fee in accordance with such 
procedures as it by regulation may establish. 


“(B) Any person seeking to obtain the just compen- 
sation provided in subsections (a), (b), or (d) shall 
make application therefor to the Commission in 
accordance with such procedures as it may by regula- 
tion establish. 


“(C) Any person making any invention or discovery 
useful in the production of fissionable material or in 
the utilization of fissionable material or atomic energy 
for a military weapon who is not entitled to compensa- 
tion therefor under subsection (a) and who has com- 
plied with subsection (a) (3) above may make applica- 
tion to the Commission for, and the Commission may 
grant, an award. 


“(D) Any person making application under this sub- 
oe shall have the right to be represented by coun- 
sel 


“(3) Standards.— 


“(A) In determining such reasonable royalty fee, 
the Commission shall take into consideration any de- 
fense, general or special, that might be pleaded by a 
defendant in an action for infringement, the extent to 
which, if any, such patent was developed through 
ferlerally financed research, the degree of utility, 
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novelty, and importance of the invention or discovery, 
and may consider the cost to the owner of the patent 
of developing such invention or discovery or acquiring 
such patent. 


“(B) In determining what constitutes just compensa- 
tion under subsection (a), (b), or (d) above, the Com- 
mission shall take into account the considerations set 
forth in paragraph (A) above, and the actual use of 
such invention or discovery, and may determine that 
such compensation be paid in periodic payments or in 
a lump sum. 


“(C) In determining the amount of any award under 
paragraph (2)(C) of this subsection, the Commission 
shall take into account the considerations set forth in 
paragraph (A) above, and the actual use of such 
invention or discovery. Awards so made may be paid 
by the Commission in periodic payments or in a lump 
sum. 


“(4) Judicial Review.—Any person aggrieved by any 
determination of the Commission of an award or of a 
reasonable royalty fee may obtain a review of such 
determination in the Court of Appeals for the District 
of Columbia by filing in such court, within thirty days 
after notice of such determination, a written petition 
praying that such determination be set aside. A copy of 
such petition shall be forthwith served upon the Com- 
mission and thereupon the Commission shall file with 
the court a certified transcript of the entire record in 
the proceeding, including the findings and conclusions 
upon which the determination was based. Upon the 
filing of such transcript the court shall have exclusive 


jurisdiction upon the record certified to it to affirm 
the determination in its entirety or set it aside and 
remand it to the Commission for further proceedings. 
The findings of the Commission as to the facts, if sup- 
ported by substantial evidence, shall be conclusive. The 
court’s judgment shall be final, subject, however, to re- 
view by the Supreme Court of the United States upon 
writ of certiorari on petition therefor under section 
940 of the Judicial Code (U. S. C., title 28, sec. 347), 
by the Commission or any party to the court proceed- 
ing. 

es * * se o 


lla 


“Sec. 13. (a). The United States shall make just 
compensation for any property or interests therein 
taken or requisitioned pursuant to sections 5 and 11. 
The Commission shall determine such compensation. 
If the compensation so determined is unsatisfactory to 
the person entitled thereto, such persons shall be paid 
50 per centum of the amount so determined, and shall 
be entitled to sue the United States in the Court of 
Claims or in any district court of the United States in 
the manner provided by sections 24(20) and 145 of the 
Judicial Code to recover such further sum as added 
to said 50 per centum will make up such amount as will 
be just compensation.” 


ATOMIC ENERGY ACT OF 1954: 
“See. 157. Compensation, Awards, and Royalties.— 


“g Patent Compensation Board.—The Commission 
shall designate a Patent Compensation Board to con- 
sider applications under this section. The members of 
the Board shall receive a per diem compensation for 
each day spent in meetings or conferences, and all mem- 
bers shall receive their necessary traveling or other 
expenses while engaged in the work of the Board. The 
members of the Board may serve as such without re- 
gard to the provisions of sections 281, 283, or 284 of 
Title 18 of the United States Code [62 Stat. 697], ex- 


cept in so far as such sections may prohibit any such 
member from receiving compensation in respect of any 
particular matter which directly involves the Commis- 
sion or in which the Commission is directly interested. 


“b, Eligibility.— 

(1) Any owner of a patent licensed under section 
158 or subsections 153b. or 153e., or any patent licensee 
thereunder may make application to the Commission 
for the determination of a reasonable royalty fee in 
accordance with such procedures as the Commission by 
regulation may establish. 


“(2) Any person seeking to obtain the just compen- 
sation provided in section 151 shall make application 
therefor to the Commission in accordance with such 
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2 ii as the Commission may by regulation estab- 
lis! 


“(3) Any person making any invention or discovery 
useful in the production or utilization of special nuclear 
material or atomic energy, who is not entitled to com- 
pensation ora royalty therefor under this Act and who 
has complied with the provisions of section 151c. hereof 
may make application to the Commission for, and the 
Commission may grant, an award. The Commission 
may also, upon the recommendation of the General 
Advisory Committee, and with the approval of the 
President, grant an award for any especially meri- 
torious contribution to the development, use, or con- 
trol of atomic energy.” 

* ° a s * 


“See, 189. Hearings and Judicial Review.— 


“a In any proceeding under this Act, for the grant- 
ing, suspending, revoking, or amending of any license 
or construction permit, or application to transfer con- 
trol, and in any proceeding for the issuance or modi- 
fication of rules and regulations dealing with the activ- 
ities of licensees, and in any proceeding for the pay- 
ment of compensation, an award or royalties under sec- 
tions 153, 157, 186c., or 188, the Commission shall grant 
a hearing upon the request of any person whose inter- 
est may be affected by the proceeding, and shall admit 
any such person as a party to such proceeding. 


“b, Any final order entered in any proceeding, of the 
kind specified in subsection a. above shall be subject 
to judicial review in the manner prescribed in the Act 
of December 29, 1950, as amended (ch. 1189, 64 Stat. 
1129) [5 USC 1031-1042] and to the provisions of sec- 
tion 10 of the Administrative Procedure Act, as 
amended [5 USC 1009].” 


Title 28, U. S. C. A. 


“Section 2401. Time for commencing action against 
United States 


“(a) Every civil action commenced against the United 
States shall be barred unless the complaint is filed 
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within six years after the right of action first accrues. 
The action of any person under legal disability or be- 
yond the seas at the time the claim accrues may be 
commenced within three years after the disability 
ceases. 


BRIEF AND APPENDIX FOR RESPONDENTS 


Anited States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


No. 17024 


N. V. Pamirs’ GLoriLAMPENFABRIEKEN, Br AL., PETITIONERS 
v. 
Aromic Enercy CoMMISSION, ET AL., RESPONDENTS 


PETITION FOR REVIEW OF AN ORDER OF THE PATENT COMPEN- 
SATION BOARD OF THE ATOMIC ENERGY COMMISSION 


JOSEPH D. GUILFOSLE, 

Acting Assistant Attorney General, 
ALAN 8S. ROSENTHAL, 
STANLEY M. KOLBER, 
Attorneys, Department of Justice, 

'< ‘Washington 25, D.C. 


United States Court of Appeals 
JOHN A. HORAN, for the District of Columbia Circrit 
Attorney, 
are 


Atomic Energy Commission Fi F DEC 21 1962 


Washington 25, D.C. 
Of Counsel. 3 
VS UIE al 


QUESTIONS PRESENTED 


1. Whether the Atomic Energy Act authorizes just com- 
pensation in respect. of foreign patents, expired domestic 
patents and non-exclusive licenses. 

2 Whether the Atomic Energy Act authorizes awards in re- 
spect of expired domestic patents. 

3. Whether the Atomic Energy Act requires a “report” to 
be filed as a condition precedent to the granting of an award. 
where no patent application is on file. 

4. Whether 28 U.S.C. 2401(a) bars applications for compen- 
station and awards under the Atomic Energy Act filed more 
than six years after the alleged rights accrued. 


(q) 


Se al 


I. Petitioners’ claim for compensation in respect of foreign 
patents was properly dismissed by the Patent Compensa- 


Il. A. Petitioners’ claims for compensation in respect of expired 
domestic patents were properly dismissed by the Patent 
Compensation Board 

B. Petitioners’ claim for an award based upon expired do- 
mestic patents was properly dismissed by the — 
Compensation Board. 

III. Petitioners’ claim for an award based upon foreign adute 
was properly dismissed by the Patent Compensation 
Board____- 

IV. Petitioners’ m in respect of a non-exclusive license was 
properly dismissed by the Patent Compensation Board__ 

V. Petitioners’ claims for just compensation in respect of revoked 

patents and an award in respect of an invention patented 
after the effective date of the Act are barred by 28.U.8.C. 


Adams v. Wood, 6 U.S. (2 Cranch) 336. 

Boesch v. Graff, 133 U.S. 679 

Crown Co. v. Nye Tool Works, 261 U.S. 24. 

DeForest v. United States, 273 U.S. 236.... 

Finn v. United States, 123 U.S. 227 

Fletcher v. United States, 138 F. Supp. 279 (Ct. Claims) 

Fletcher v. United States Atomic Energy Commission, 89 U.S. App. 
D.C. 218, 192 F. 2d 29 (C.A.D.C.), certiorari denied, 342 U.S. 


Gayler v. Wilder, 10 How. 477. 
General Talking Pictures Corp. v. Western Elec. Co., et al., 304 
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92 Cong. Rec., Part 8, 79th Cong., 2d Sess., pp. 9483-9492 
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S. Rep. No. 1211, 79th Cong., 2d Sess., pp- 24-26. 

S. Res. 179, 79th Cong., 1st Sess 

Special Committee on Atomic Energy, 8. Rep. No. 1211, 79th 
Cong., 2d Sess., p. 26 
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Unites States Court of Appeals 


FOR THE DISTEICT OF COLUMBIA CIRCUIT 
No. 17024 


N. V. Pumies’ GLOEILAMPENFABRIEKEN, ET AL., PETITIONERS 
v. 


’ Atomic ENERGY CoMMISSION, ET AL., RESPONDENTS 


PETITION FOR REVIEW OF AN ORDER OF THE PATENT COMPEN- 
SATION BOARD OF THE ATOMIC ENERGY COMMISSION 


BRIEF AND APPENDIX FOR RESPONDENTS 


COUNTERSTATEMENT OF THE CASE 


This petition seeks review of a dismissal by the Atomic Ener- 
gy Commission Patent Compensation Board of petitioners’ 
application for just compensation and awards under the Atomic 
Energy.Act of 1946, 60 Stat. 755, 42 U.S.C. 1801 et seg. (1946 
Ed.) (J.A. 4). That Act in'so far as is here relevant, pro- 
vided, with respect to the field of Atomic Energy (1) for the 
revocation of existing patents (2) that just compensation 
should be paid for revocations and takings of patents, pursu- 
ant to the Act (3) that in the future, patents should no longer 
be granted (4) that inventors were to be rewarded by means 
of awards, not patents and (5) for the creation of a Patent 
Compensation Board which would hear claims for, inter alia, 
compensation and awards in respect of revoked patents, inven- 
tions and the like. 

(1) 


2 


Petitioners’ application to this Board for just compensation 
and awards, filed in February, 1954, and amended in August, 
1954, was based, inter alia, upon the following (J.A. 4-16): 

(1) Foreign patents, 7.e., patents issued under the laws of 
a foreign nation. 

(2) Domestic patents which had expired prior to the effec- 
tive date of the Act. 

(3) A non-exclusive license in a domestic patent. 

(4) Unexpired domestic patents. 

(5) A domestic patent issued after the enactment of the 
1946 Act. 

The Office of the General Counsel, Atomic Energy Commis- 
sion, moved to dismiss this application (J.A. 69). That motion 
to dismiss was granted by the Patent Compensation Board 
(J.A. 87) which, in so far as is here relevant, held: (1) the Act 
did not revoke foreign patents, did not authorize the “taking” 
of such patents and therefore such patents did not support & 
claim for just compensation; (2) as to an award based upon 
such patents, petitioners’ admitted failure to file a “report” 
precluded such relief (J.A. 76-78); (3) with respect to peti- 
tioners’ claim for just compensation and awards based upon 
patents which expired prior to 1946, that the Act authorized 
neither compensation nor awards therefor (J.A. 78-79); (4) 
with respect to petitioners’ claim for just compensation based 
upon a non-exclusive license in an United States patent, that 
such license was not the type of thing which the Act affected 
{i.e., revoked or took), therefore there was not right to compen- 
sation entitlement (J.A. 83-84); (5) that the claims for (#) an 
award based upon the patent issued subsequent to the enact- 
ment of the Act, (b) just compensation for the revocation of 
unexpired domestic patents, (c) just compensation for the 
revocation of petitioners’ non-exclusive license, are time-barred 
since they were made more than six years from the date they 
accrued (J.A. 80-83). Petitioners sought review of the Board’s 
decision before the entire Commission (J.A. 88). That relief 
was denied (J.A. 90). It is from the denial of their applica- 
tions for just compensation and awards that petitioners pros- 
ecute this action for review. 


3 
STATUTES INVOLVED 


The statutes involved are printed in the Appendix to this 

brief. 
SUMMARY OF ARGUMENT 

The Atomic Energy Act of 1946 sought the establishment 
of rigid controls over the field of atomic energy. As a part of 
the broad plan to effect this result, the Act made substantial 
inroads on the patent system. In so far as inventions and 
discoveries were useful in the field, patents were no longer to be 
granted. Instead a system of awards was established as a sub- 
stitute incentive to inventors. As to patents which had already 
been granted, those patents were revoked to the extent that the 
underlying invention or discovery was useful in the field of 


atomic energy. 
I 


There is no substance to petitioners’ claims for just compensa- 
tion in respect of foreign patents. The act did not authorize 
the taking, and indeed could not take patents created under 
the laws of other nations. The Act affects only United States 
patents. 

II 


A. Petitioners’ claim for just compensation in respect of 
expired domestic patents also is meritless. The Act did not 
affect patents which had expired prior to its effective date. 

B. In so far as petitioners’ claim for an award in respect of 
expired domestic patents is concerned, the award system was in- 
tended as a substitute for patents. Thus, inventions: which 
had reaped a 17 year patent monopoly are not awardable un- 
der the Act. 

Tit 


The Act requires a report to be filed in order for an invention 
or discovery to be entitled to an award. Petitioners’ admitted 
failure to file such a report is a bar to their recovery of an 
award based upon foreign patents. 
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IV 


Petitioners’ claim for just compensation in respect of a non- 
exclusive license in a patent must fail. The Act revoked 
patents only. It did not take or revoke licenses, and therefore 
there is no right to just compensation thereunder. 


Vv 


Petitioners’ application for just compensation and awards 
is barred by the six year limitation period contained in 28 
U.S.C. 2401(a). This limitation period applies to claims before 
the Atomic Energy Commission, and requires that they be made 
within six years of their accrual. Petitioners’ rights accrued 
in 1946; application to the Commission was not made until 
some 714 years thereafter. 


ARGUMENT 
Introduction 


In November, 1945, the Senate of the United States, at the 
request of the President, created the Special Committee on 
Atomic Energy to make a “full * * * and continuing study 
and investigation with respect to problems relating to the 
development, use, and control of atomic energy” (S. Res. 179, 
79th Cong., Ist Sess.). To that end, the committee held many 
hearings at which the issues which now pervade this nuclear 
age were adumbrated. Those issues shaped the McMahon 
Act, the Atomic Energy Act of 1946, supra, the declared policy 
of which was that: 


* * * subject at all times to the paramount objective 
of assuring the common defense and security, the devel- 
opment and utilization of atomic energy shall, so far as 
practicable, be directed toward improving the public 
welfare, increasing the standard of living, strengthening 
free competition in private enterprise, and promoting 
world peace. (60 Stat. 756, 42 U.S.C. 1801 (1946 Ed.).) 
The purpose of the Act, to achieve that policy, was to be 
effected in five broad areas, viz., (1) a program of private re- 
search, (2) information control, (3) a program of Government 
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research, (4) an administrative program designed to foster in- 
ternational agreements and enable the Congress to be informed 
and (5) a program of Government control of the production, 
ownership and use of fissionable material to assure the common 
defense and insure the broadest possible exploitation of the 
fields. (Ibid.) In broad terms, Section 2 of the Act* estab- 
lished the Atomic Energy Commission, Section 3 created guide- 
lines for research programs? and Section 4 established the 
Commission as the owner of all facilities for the production of 
fissionable material, and provided for licensing procedures.’ 
Section 5 provided for control of fissionable material, vesting 
the right to such material in the Commission (60 Stat. 760-63, 
42U.S.C. 1805 (1946 Ed.) and providing: 
* * * Any person owning any interest in any fission- 
able material at the time of the enactment of this Act, 
or owning any interest in any material at the time when 
such material is hereafter determined to be a fissionable 
material, or who lawfully produces any fissionable ma- 
terial incident to privately financed research or develop- 
ment activities, shall be paid just compensation therefor. 
* * * (Section 5(a) (2), 60Stat. 760, 42 U.S.C. 1805(2), 
(1946 Ed.).)* 
Section 6 controlled the military applications of atomic energy,” 
and Section 7 the utilization of such energy generally Sec- 
tion 8 provided for international arrangements,’ Section 9 
directed the transfer to the Commission of all interest in prop- 
erty relating to atomic energy owned by the Government * and 
Section 10 for control of information.® With this statutory 
scheme providing the necessary perspective, those provisions 
of the Act in issue here may be examined. 


* 60 Stat. 756-8, 42 U.S.C. 1802 (1946 Ed.). 

760 Stat. 758-9, 42 U.S.C. 1803 (1946 Ed). 

? 60 Stat. 759-60, 42 U.S.C. 1804 (1946 Ed.). 

“See also Section 5(a) (5), 60 Stat, 761, 42 U.S.C. 1805(a) (5) (1946 Ed.). 
* 60 Stat. 763-4, 42 U.S.C. 1806 (1946 Ex). 

* 60 Stat. 764-5, 42 U.S.C. 1807 (1946 Ed.). 

* 60 Stat, 765, 42 U.S.C. 1808 (1946 Ed.). 

* 60 Stat. 765-6, 42 U.S.C. 1809 (1946 Ed.). 

* 60 Stat. 766-8, 42 U.S.C. 1810 (1946 Ed.). 
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Section 11 of the Act, relating to patents and inventions, 
provided,” inter alia: 
(a) PropucrioN AND MILITARY UTILIZATION 

(1) No patent shall hereafter be granted for any in- 
vention or discovery which is useful solely in the produc- 
tion of fissionable material or in the utilization of 
fissionable material or atomic energy for a military 
weapon. Any patent granted for any such invention 
or discovery is hereby revoked, and just compensation 
shall be made therefor. 

(2) No patent hereafter granted shall confer any 
rights with respect to any invention or discovery to the 
extent that such invention or discovery is used in the 
production of fissionable material or in the utilization 
of fissionable or atomic energy for a military weapon. 
Any rights conferred by any patent heretofore granted 
for any invention or discovery are hereby revoked to 
the extent that such invention or discovery is so used, 
and just compensation shall be made therefor. 

(3) Any person who has made or hereafter makes any 
invention or discovery useful in the production of fission- 
able material or in the utilization of fissionable material 
or atomic energy for a military weapon shall file with 
the Commission a report containing 2 complete descrip- 
tion thereof, unless such invention or discovery is de- 
scribed in an application for a patent filed in the Patent 
Office by such person within the time required for the 
filing of such report. * * * 

(e) CoMPENSATION AWARDS, AND ROYALTIES.— 

(1) Patent Compensation Board.—The Commission 
shall designate a Patent Compensation Board, consist- 
ing of two or more employees of the Commission, to con- 
sider applications under this subsection. 

(2) Eligibility—* * * 

(B) Any person seeking to obtain the just compen- 
sation provided in subsections (a), (b), or (d) shall 
make application therefor to the Commission in accord- 


” 60 Stat. 768-70, 42 U.S.C. 1811 (1946 Ed.). 
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ance with such procedures as it may by regulation 
establish. 

(C) Any person making any invention or discovery 
useful in the production of fissionable material or in the 
utilization of fissionable material or atomic energy for 
a military weapon who is not entitled to compensation 
therefor under subsection (a) and who has complied 
with subsection (a)(3) above may make application to 
the Commission for, and the Commission may grant, 
an award.” ** * 


In reporting this section, the Special Senate Committee on 
Atomic Energy stated: 


In section 4 and 6 the bill provides for a Govern- 
ment monopoly of the production of fissionable mate- 
rial and atomic weapons. In considering the patent im- 
plications of these provisions, the committee concluded 
that private patents can play no role in fields of activity 
reserved exclusively to the Government. For this rea- 
son, and to eliminate risks of disclosure of restricted in- 
formation, risks which would be certain to arise under 
normal patent procedures, the bill provides that in- 
ventions and discoveries in these fields shall not be 
patentable matter. To assure the Commission of access 
to new inventions and to provide inventors with financial 
inducements in lieu of patent rights, the bill requires 
that such inventions be reported to the Commission and 
creates a Patent Compensation Board with authority to 
make awards to inventors.” * * * 


The Committee on Military Affairs of the House stated: 


Subsection (a) forbids the creation of patent rights 
with respect to any invention or discovery relating to 
the production of fissionable material or the utilization 
of fissionable material or atomic energy for a military 
weapon. It revokes any such rights heretofore granted 


% Jn 1954, the Atomic Energy Act was amended, 68 Stat. 921. In so far 
as is here relevant, that amendment worked no change in the nature of 
property affected. See 42 U.S.C. 2011 et seq. 

12 §, Rep. No. 1211, 79th Cong., 2d Sess., p. 26. 
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and provides that just compensation shall be made for 
the rights so revoked. Any person who has made or 
hereafter makes any invention or discovery useful in 
the production of fissionable material or in the utiliza- 
tion of fissionable material or atomic energy for a 
military weapon is required to file with the Com- 
mission a report containing a complete description there- 
of unless the invention or discovery is described in an 
application for a patent. 

Subsection (b) prohibits the creation of patent 
rights to the extent that an invention or discovery is 
used in the conduct of research or development activities 
in the fields specified in section 3. Such rights conferred 
by any patent heretofore granted are revoked to the ex- 
tent that such invention or discovery is so used. Pro- 
vision is made for just compensation for the revocation 
of such rights. 

Subsection (c) makes it the duty of the Commission 
to declare any patent to be affected with the public in- 
terest if (1) the invention or discovery covered by the 
patent utilizes or is essential in the utilization of fission- 
able material or atomic energy and (2) the licensing of 
such invention or discovery is necessary to effectuate the 
policies and the purposes of the legislation. The Com- 
mission is licensed to use the invention or discovery 
covered by such patent in performing any of its powers 
under the legislation and any person to whom a license 
has been issued under section 7 is licensed to use the in- 
vention or discovery covered by the patent to the ex- 
tent used by him in carrying on the activities author- 
ized by his license. Provision is made for a reasonable 
royalty fee to be paid to the owner of the patent. 

Subsection (d) authorized the Commission to pur- 
chase, or to take, requisition, or condemn, and make 
just compensation for, any invention or discovery re- 
ferred to above or any patent or patent application 
covering any such invention or discovery. 

Subsection (e) provides the administrative procedure 
for the determination of reasonable royalty fees, just 
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compensation, and awards for inventions or discoveries 
which are not patentable and provides judicial review 
of the determinations of reasonable royalty fees and 
awards.” 


We think it clear, from the objectives of this legislation, the 
statutory scheme and the language chosen by the Congress, 
that Section 11 of this Act was designed to (1) abrogate exist- 
ing American patents covering inventions or discoveries in the 
nuclear field, (2) provide a scheme of compensation for the 
abrogation of such rights, (3) substitute for patents a program 
of awards for inventions and discoveries. The history of this 
legislation is particularly instructive (see supra, pp. 7-8). 
Statements both of proponents and opponents, in debate as well 
as in formal reports, are consistent and unequivocal as to the 
nature of interests revoked, authorized to be taken, or to be 
rewarded. Petitioners’ contentions that the Act provided just 
compensation in respect of foreign patents (Pet. Br., pp. 25- 
31), domestic patents, which expired prior to the Act (Pet. EBr., 
pp. 31-34) and licenses (Pet. Br., pp. 34-37), as well as awards 
in respect of foreign patents (Pet. Br., pp. 38-40), and expired 
domestic patents (Pet. Br., p. 41), are wholly without sup- 


port in the statute, as well as in this history2* See S. Rep. No. 
1211, 79th Cong., 2d Sess., pp. 24-26, H. Rep. No. 2478, 79th 
Cong., 2d Sess., pp. 12-13, H. Rep. No. 2670, 79th Cong., 2d 
Sess., pp. 9-12, Vol. 92, Part 8, Cong. Rec., 79th Cong., 2d 
Sess., pp. 9483-9492. 


Petitioners’ claim for compensation in respect of foreign 
patents was properly dismissed by the Patent Compensa- 
tion Board 


1. In their Point II, petitioners, having abandoned their 
original claim that the Act “revoked” their foreign patents 


3 F. Rep, No. 2478, 79th Cong., 2d Sess., pp. 12-13. 

“Jt should be noted that petitioners’ claims were dismissed on grounds 
which obviated the necessity of ruling on, or indeed considering, the intrinsic 
merit of the inventions or discoveries involved. The absence of a refuta- 
tion in this brief of petitioners’ claims as to the significance or worth of 
the inventions or discoveries should therefore not be understood as an ad- 
mission of such qualities. Rather, the silence of this brief is explained by 
the irrelevance of those factors. 
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within the meaning of Section 11(a), assert that by repeated 
acts of infringement of those foreign patents, the United States 
has tortiously “taken” ** their foreign patents within the mean- 
ing of Section 11(d),* and on this basis, assert a right to just 
compensation (Pet. Br., pp. 25-31). We submit that these 
patents neither were nor could have been taken. : 

It must first be noted that a patent, as stated by the Supreme 
Court:”” 


* * * consists only in the right to exclude others from 
making, using, or vending the thing patented without 
the permission of the patentee. 


A patent, moreover, is a creature of sovereignty, ie., the right 
to exclude depends for its existence upon the power of a sov- 
ereign. Thus the effective reach of the right to exclude is deter- 
mined by the reach of the power of its creating sovereign. Cf., 
Gibbons v. Ogden, 22 U.S. (9 Wheat.) 1% And it follows that 
any such rights granted by a foreign nation-state are of no oper- 
ative effect, absent a treaty, in the United States.” So viewed, 
it becomes apparent that necessary to the success of * and im- 
plicit in petitioner's claim, is the proposition that the Congress 
of the United States authorized the taking of the right to ex- 
clude created under the laws of another sovereign nation-state. 


*It may be assumed, arguendo, that repeated acts of infringement may 
be a “taking” of a patent within the meaning of the due process clause of 
the Fifth amendment of the United States Constitution. 

* Section 11(d) provided: “(d) Acquisition of patents—The Commission 
is authorized to purchase, or to take, requisition, or condemn, and make 
just compensation for, (1) any invention or discovery which is useful in 
the production of fissionable material or in the utilization of fissionable 
material or atomic energy for a military weapon, or which utilizes or is 
essential in the utilization of fissionable material or atomic energy, or (2) 
any patent or patent application covering any such invention or dis- 
covery. * * * 42U.S.C.1811(d) (1946 Ed.)” 

* United States v. United Shoe Machinery Corp., 258 U.S. 451, 463. 

* See 1 Walker on Patents (Deller’s Edition) §§ 1-7, 231. See also Living- 
ston and Fulton v. Van Ingen, 9 Johns 507 (N.Y.). 

In Boesch v. Graff, 133 U.S. 679, for example, it was held that notwith- 
standing the fact that one may have purchased from a patentee under the 
laws of another country, when the article is brought into the United States, 
it infringes an United States patent. 

In order to be within Section 11(d) the claim must, of course, be in 
respect of an “authorized” taking. 
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It is plain, under elementary, principles of international 
law,” that the Congress could not effectively * take the right 
to exclude created by a foreign patent, and this is itself a suffi 
cient basis for a denial of this claim.* In any event, that the 
Congress did not intend such a taking is made clear from the 
direction in Section 11(d) -(42 U.S.C. 1811(d)) (1946 Ed.) 
that: 


* * * The Commissioner of Patents shall notify the 
Commission of all applications for patents heretofore or 
hereafter filed which in his opinion disclose such inven- 
tions or discoveries and shall provide the Commission 
access to all such applications. 


Manifestly, the Congress, legislating within the ambit of its 
power as a sovereign, was authorizing the taking of patents 
granted under the laws of the United States. It follows that 
petitioners’ claim for just compensation in respect of a “taking” 
by infringement of its foreign patents, must fail. 

2. In addition to arguing that the patent was “taken”, peti- 
tioners apparently contend (Pet. Br., p. 30) that, prior to the 
Act, they would have had the right to sue the United States 


for these alleged infringing acts, that the Act revoked such 
rights, and therefore, they are entitled to just compensation. 
To show that the Act revoked such rights, petitioners assert 
that a suit based on such a taking would be subject to the de- 
fense of failure to exhaust administrative remedies—such de- 
fense being based upon Section 13 of the Act, 42 US.C. 1813 
(1946 Ed.) which provided: 


The United States shall make just compensation for 
any property or interest therein taken or requisitioned 
pursuant to sections 5 and 11. The Commission shall 
determine such compensation. If the compensation so 
determined is unsatisfactory to the person entitled 


2 See eg. American Law Institute, Resta. of Conflict of Law, Second, 
Tent Draft No. 3, §42 (1956). Cf., Boesch v. Graff, supra, fn. 19. 

= Any attempt at such an appropriation would be, absent a treaty, a nullity 
in the nation-state which created the patent. Ibid. 

= Since the foreign-created right to exclude could not, in fact, have been 
taken there is no basis for a claim for just compensation. 
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thereto, such person shall be paid 50 per centum of the 
amount so determined, and shall be entitled to sue the 
United States in the Court of Claims or in any district 
court of the United States in the manner provided by 
sections 24(20) and 145 of the Judicial Code to recover 
such further sum as added to said 50 per centum 
will make up such amount as will be just compensa- 
tion. * * * 


The contention that the Act “revoked” petitioners’ right to 
sue the United States falls with its unsupported premises. 

(a) The basic premise, i.¢., that prior to the Act, petitioners 
would have had a right to sue the United States for acts of in- 
fringement of these foreign patents is erroneous. Starting 
with the proposition that a patent is an extension of sover- 
eignty, this Court is asked to assume * that without a treaty 
or compact, a foreign sovereign could create a monopoly under 
its laws, and by virtue thereof, create right to sue the United 
States for an infringement of that monopoly. Of course, the 
United States has consented to be sued for infringement of 
United States patents. 28 U.S.C. 1498. But petitioners have 
not, and, indeed, could not show such consent, a sine qua non to 
the amenability of the United States to suit, with respect to 
foreign patents. 

(b) The secondary premise underlying petitioners’ argu- 
ment is that the Act precludes a suit for foreign patent in- 
fringement unless there has been prior resort to the Commis- 
sion. By its terms, however, Section 13 required, in so far as 
here relevant, application to the Commission only as to claims 
for property taken pursuant to Section 11.* As has been 
shown, Section 11, supra, p. 6, does not authorize the taking of 
foreign patents. It thus follows that petitioners’ claim in re- 
spect of foreign patents would be without the jurisdiction of 
the Board; thus the Act would not require prior application to 
the Board for these infringement claims, and, therefore, the 
Act, by creating the Board, did not affect such a claim. 


*'The cases upon which petitioners rely for this proposition (Pet. Br., 
p. 30) in no way offer support therefor. 

* Petitioners do not contend that their “property” was taken pursuant to 
Section 5 of the Act. 
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Since petitioners’ premises, 7.¢., (1) that they could have 
sued the United States for infringement of these foreign pat- 
ents prior to the Act and (2) that, since the enactment of the 
Act, such a suit would be subject to the defense of failure to 
exhaust administrative remedies, both fail to withstand analy- 
sis, it follows that the conclusion that the Act revoked their 
right to sue is erroneous, and their claim based thereupon must 
fail. 

II 


A. Petitioners’ claims for compensation in respect of expired domestic 
patents were properly dismissed by the Patent Compensation Board 


Petitioners assert entitlement to just compensation in re- 
spect of domestic patents which had expired prior to the Act 
of 1946. This claim is not that the Act “revoked” these pat- 
ents. Rather, petitioners contend that these patents, prior to 
either their expiration or the effective date of the Act, were in- 
fringed by the United States and the causes of action created by 
the infringement were revoked by the Act. The revocation al- 
leged is that if petitioners were to bring an action in a court to 
recover for such infringement, the United States would defend 
on the basis of failure to exhaust administrative remedies— 
i.e., that petitioners should first seek just compensation under 
the Act. This argument fails for several reasons. 

1. In terms of the objectives of the Act (see, supra, pp. 4-9), 
it is clear that there is no rational basis upon which to premise 
a. Congressional desire to “revoke” then existing rights of ac- 
tion for patent infringement. Further, in the extensive legis- . 
lative history,”* there is not a shred of support for petitioners’ 
contention. 

2. Section 11(a) (2) provides: 

No patent hereafter granted shall confer any rights 
with respect to any invention or discovery to the extent 
that such invention or discovery is used in the produc- 
tion of fissionable material or in the utilization of fission- 
able material or atomic energy for a military weapon. 
Any rights conferred by any patent heretofore granted 


*” See p. 9, supra. See also Hearings on S. 1717, Special Committee on 
Atomic Energy, 79th Cong., pp. 56-69, 225-226, 306-315, 338-358. 
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for any invention or discovery are hereby revoked to 
the extent that such invention or discovery is so used, 
and just compensation shall be made therefor. 


Petitioners seize upon the terms “any rights conferred by any 
patent heretofore granted for any invention or discovery 
are * * * revoked” (emphasis supplied). They assert that 
the right to sue for infringement is a right conferred by a 
patent, and conclude that the right to sue was revoked. It is 
clear from the language of this section that what it is directed 
at is a patent covering an invention of multiple uses, one or 
some of which are in the nuclear field, and one or some of which 
are in other fields. The patent confers the right to exclude in 
all fields in which the invention is practiced—this section of 
the Act revokes that right in so far as the invention is used in 
the nuclear field. Petitioners’ contention that the language 
“any rights” refers to manifold patent rights in the sense of the 
right to sue, the right to license, etc., would attribute to the 
Congress an analysis of patents which is inconsistent with 
traditional law. For it is clear that the patent confers only 
the right to exclude. United States v. United Shoe Machinery 
Corp., supra. Further, it is clear that the Congress knew this,”’ 
and intended in this section to revoke that right in the nuclear 
field, leaving that right intact in so far as it operated in other 
fields. In the Conference Report on S. 1717, the bill which 
became the Act of 1946, it is stated (H. Rep. No. 2670, supra, 
at p. 10): 
* * * The Senate bill further provided (1) that no 
patent granted after the date of enactment of the act 
should confer any rights with respect to any invention 
or discovery to the extent that it is used in the produc- 
tion of fissionable material, the utilization of fissionable 
material or atomic energy for a military weapon, or the 
conduct of research or development activities in the 
atomic energy field; and (2) that any rights conferred 
by any patent previously issued should be revoked to 
the extent that the invention or discovery should be 


™ See H. Rep. No. 2478, supra, at pp. 18-19. 
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so used and that just compensation should be made for 
the revocation of rights. (Emphasis supplied.) 


Thus it is clear that this claim in respect of expired patents 
is, as a matter of a common sense approach to the statutory 
plan, the terms of the Act, and the legislative history, without 
merit. Cf., Fletcher v. United States, 138 F. Supp. 279 (Ct. 
Claims). 

B. Petitioners’ claim for an award based upon expired domestic patents was 
properly dismissed by the Patent Compensation Board 

Petitioners claim (Pet. Br., p. 41) entitlement to an award 
under Section 11(a)(3) of the Act in respect of inventions or 
discoveries on which United States patents had been granted, 
which patents had expired prior to the adoption of the Act. 
The short answer to this contention is that the award provi- 
sions established an incentive to inventors and are a substitute 
for patents—not an additional reward. 

Congressman Elston, a member of the House Committee 
which considered the bill, stated [Vol. 92, Part 8, Cong. Rec., 
supra, at p. 9486] : 

Section 11, in addition to providing as above stated, 
that patents already issued in these fields shall be re- 
voked, further provides that where the invention has 
not been already patented, the inventor “shall file with 
the Commission a report containing a complete descrip- 
tion thereof unless such invention is described in an ap- 
plication filed in the Patent Office by the inventor.” It 
still further provides that, in case the report shall be 
filed within a specified time, the inventor may make 
application to the Commission for an award for his in- 
vention. Provision is made for a Patent Compensation 
Board to determine what such award shall be. (Em- 
phasis supplied.) 

Further, in H. Rep. No. 2478, supra, it is stated: 


To take the place of the incentives offered by the 
patent system, it is proposed that in the case of an in- 
vention which has not already been patented, the inven- 
tor file a report with the Commission and further, upon 
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application to the Commission, he may receive an 
“gward” for his invention. (Id. at 17.)* (Emphasis 
supplied.) 


The award provisions of 
tioners in respect of foreign patents. 
I, supra, that petitioners are not entitled to compensation in 
respect of foreign patents. We next show that they are not 
entitled to an award in respect of such patents. 


I 


Petitioner’s claim for an award based upon foreign patents 
was properly dismissed by the Patent Compensation 
Board 


Petitioners claim entitlement to an award based upon their 
foreign patents under Section 11(2)(3) of the Act, 42 USC. 


1811(a)(3) (1946 Ed.). That section provides (see supra p. 
7) inter alia, that a report describing theinvention or discov- 
ery must be filed unless an application for a patent is on file in 
the Patent Office. Petitioners concede a report was never filed 
(Pet. Br., pp. 38-39). In Fletcher v. United States Atomic En- 
ergy Commission, 89 U.S. App. D.C. 218, 192 F. 2d 29 
(C.A.D.C.), certiorari denied, 342 U.S. 914, this Court recog- 
nized that the prescribed conditions for seeking an award 
under this Act, as any conditions prescribed for seeking 
relief against the United States, must be complied with 
in order to show entitlement. The Act requires a report— 
none was filed.” Such a report being a condition prece- 


™In Fletcher v. United States Atomic Energy Commission, 89 U.S. App. 

D.C. 218, 221, 192 F. 2d 29, 33 (C.AD.C.), certiorari denied, 342 U.S. 914, 

: “In order to justify or require the grant of an award, 

The first three are prescribed by the statute, 

be inferred therefrom or is implicit therein. 

(2) the claimant must be unable to claim 

just compensation under $11(a) because he had and has no patent covering 

his invention or discovery; * ba i 

» Nor was a patent application on file. 
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dent to the granting of an award, petitioners’ claim for such 


relief must fail. 
IV 


Petitioners’ claim in respect of a non-exclusive license was 
properly dismissed by the Patent Compensation Board 


Petitioners contend (Pet. Br., pp. 34-37) that the Act took 
from them their right in a license under an United States pat- 
ent. By reason of this alleged taking, petitioners claim entitle- 
ment to just compensation. This claim proceeds on premises 
which are erroneous, and it must therefore fail. 

At the outset, it must be again noted that a patent is only a 
grant to the patentee, of a monopoly—i.e., it is the right to ex- 
clude others which is conferred. See supra, pp. 10-11. The 
right to use, manufacture, sell, or license the device does not 
devolve upon the inventor by reason of the patent. On the 
contrary, the inventor always possessed those rights. A pat- 
ent grants the inventor the power to prevent non-licensed use. 
United States v. Bell Telephone Co., 167 U.S. 224, 238. 

Petitioners here are not the owners of the patent in question. 
They were merely licensed to practice the invention by the 
patentee. It is to be seen that, analytically, a licensee acquires 
no interest in the patent (the right to exclude)—rather, the 
licensee is merely permitted by the patentee to practice the 
invention without fear of being sued for infringement. This 
analysis finds support in well-settled principles of the law of 
patents. In Western Elect. Co., Inc. v. Pacent Reproducer 
Corp., et al., 42 F. 2d 116 (C.A. 2), it was held (at 118-119): 


* * * Tn its simplest form, a license means only leave 
to do a thing which the licensor would otherwise have a 
right to prevent. Such a license grants to the licensee 
merely a privilege that protects him from a claim of in- 
fringement by the owner of the patent monopoly. * sais 
He has no property interest in the monopoly on the 
patent, nor any contract with the patent owner that 
others shall not practice the invention. Hence the pat- 
ent owner may freely license others, or may tolerate in- 
fringers, and in either case no right of the patent 
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licensee is violated. Practice of the invention by others 
may indeed cause him pecuniary loss, but it does him no 
legal injury. *** 
Accord: DeForest v. United States, 273 U.S. 236, 242; Gen- 
eral Talking Pictures Corp. v. Western Elec. Co., et al., 304 
US. 175, 181. 

It thus becomes clear that petitioners’ non-exclusive license 
was not revoked within the meaning of Section 11(a) (2), 
since that license was not a right “conferred” by the patent 
within the meaning of that ” section.” 

As a licensee, petitioners were only protected against claims 
of infringement by the patentee. The patentee could license 
others, and thereby diminish the licensee’s interest. The li- 
censee cannot prevent or recover for infringement.* When the 
patent is revoked, therefore, in legal contemplation, the li- 
censee is unaffected (ie., he has brought only the right to free 
from infringement suits—he is still free). The substance of 
petitioners’ claim, although articulated in terms of patent 
rights so as to confer jurisdiction on the Patent Compensation 
Board, would seem to be that by regulating the field of atomic 
energy, the Act foreclosed what might have been a profitable 
operation (see, e.g., Pet. Br., p. 37 ). The Patent Compensation 
Board’s jurisdiction is limited, under Section 11(e)(2), in so 
far as is here relevant to applications for just compensation in 
respect of revoked patents and awards in respect of inventions 
and discoveries. It is thus clear that petitioners’ claim is with- 
out the Board’s jurisdiction. 

We have shown that, under critical analysis, petitioners’ 
claims in respect of foreign patents, expired patents, and a 
license, are without merit. The Atomic Energy Act, it has 
been shown, was not intended to affect, and did not affect the 


™ See also p. 11 where we show that Section 11 of the Act was intended to 
take or revoke only the right to exclude. 

® Petitioners seem to suggest (Pet. Br., p. 37) that Section 5 of the Act 
is somehow operative here. That Section (see, supra, p. ) deals only with 
control of fissionable materials. Petitioners have not alleged a taking of 
such materials and therefore they have no claim for just compensation 
thereunder. 

= Gayler v. Wilder, 10 How. 477, 494, 495; Crown Co. v. Nye Tool Works, 
261 U.S. 24, 37; United States v. General Elec. Co., et al., 272 U.S. 477. 
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interests underlying petitioners’ claims. In the course of that 
showing, it has been necessary for us to invoke arguments 
which, although valid, are somewhat complex. We believe, 
however, that the clearest refutation of petitioners’ claims is & 
common sense approach to the Act. That Act, as has been 
shown, viewed in terms of its basic structure, its purposes, and 
its history, does not comprehend these claims. In our next 
point, we show that the applicable limitations period is a 
further jurisdictional impediment to petitioners’ claims. 


v 


Petitioners’ claims for just compensation in respect of re- 
voked patents and an award in respect of an invention 
patented after the effective date of the act are barred by 
28 U.S.C. 2401 


Petitioners’ claims for just compensation are necessarily 
based upon an asserted governmental taking authorized by 
the Atomic Energy Act. Their claims for an award are based 
upon a purported right thereto which was created by that Act 
as a reward by the United States to inventors. It is thus 
apparent that what is hereinvolved are, in substance, monetary 
claims against the United States, for the adjudication of 
which the Congress could have provided the Court of Claims 
as a forum.* 

In so far as we are aware, for as long as such claims have been 
judicially determinable, they have been subject to a jurisdic- 
tional period of limitation. Beginning in 1863, when the 
judgments of the Court of Claims were made final,* its juris- 
diction has been limited to claims bought within six years of 
their accrual2* This limitations period is now contained in 
28 U.S.C. 2501, see also 28 U.S.C. 2401(a) infra, p. 26. 


™ As to just compensation, the 1946 Act provided that an applicant dis- 
satisfied with the amount granted by the Atomic Energy Commission, could 
gue in the Court of Claims (Section 13, 60 Stat. 772, 42 U.S.C. 1813 (1946 
Ed.). Now, of course, the applicant must, as did petitioners here, go first 
to the Commission and thence to the Court of Appeals. Section 189 Atomic 
Energy Act of 1954, 68 Stat. 919, 955-56, 42 U.S.C. 2239. 

“Act of March 3, 1863, C. 92, §5, 12 Stat. 765, 766. 

® 7d., Section 10, 12 Stat. 767. 
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Thus it can not:be gainsaid that, if the claims hereinvolved 
had: been actionable in the Court of Claims or a district court, 
they ‘would have been barred if not brought within six years 
of their accrual. We submit that the fact that the Atomic 
Energy Commission was the forum which the Congress chose 
for the commencement of actions based upon the Atomic 
Energy Act does not require the conclusion that the Congress 
was thereby creating rights not subject to periods of limitations. 
Indeed a conclusion that, like any other money claim of a 
similar nature against the United States, these claims are 
barred unless sued upon within six years of accrual, is required; 
these claims, not having been so acted upon, are barred. 

1. As has been noted, the claims hereinvolved are monetary 
claims against the United States arising under an Act of Con- 
gress, viz, the Atomic Energy Act. Certainly the adjudication 
of such a claim is in the nature of a civil action within the 
meaning of 28 U.S.C. 2401(a). This is to be seen from the fact 
that these claims could have been made actionable in the Court 
of Claims or a district court, and if that had been the case, the 
adjudication would undeniably be characterized as a “civil 
action” within the meaning of that provision. The forum 
provided by the Congress, however, was the Atomic Energy 
Commission. As in 1863, when the Congress created a tribunal 
to hear claims against the Government generally, here the Con- 
gress created a tribunal, the Patent Compensation Board and 
the Atomic Energy Commission,” which is to hear claims of a 
specialized nature against the United States. The function 
performed by this tribunal is judicial in nature. Claims for 
money, based upon statutory right, are heard. The parties 
are represented by counsel; evidence is taken; a hearing is had; 
briefs are filed; and a decision is made, based upon the facts 
and the law.” This is the adjudication of a right—a judicial 
function. 

It is also significant that the alleged rights are substantially 
litigated before the Commission, unlike other situations in 
which application to an executive department or administra- 
tive board is required merely for administrative purposes, and 


* See 42 U.S.C. 2187. 
* See 10 C.F.R., Part 80 (Rev. 1959). 
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then a de novo court action is permitted to'a dissatisfied claim- 
ant. Here, the rights are litigated before the Commission, and: 
an appeal to the Court of Appeals is. provided.* The scope. 
of review, moreover, is limited; the appeal is not de novo in 
nature.” It is, therefore, clear that the Commission is perform- 
ing a judicial function in adjudicating rights created by the 
Congress. We submit that there is, therefore, no reason for 
supposing that these claims against the Government, unlike 
others of a like nature, should be free of a limitations period. 
Such a result, Mr. Justice Marshall has noted, “would be utterly 
repugnant to the genius of our laws.” Adams v. Woods, 6 USS. 
(2 Cranch) 336, 341. 

2. While petitioners conceded below that their cause of 
action accrued on August 1, 1946 (J.A. 81) and that their claim 
was not filed with the Commission until some 71 years later 
(J.A. 81), they contend (Pet. Br., p. 16) that their “right. of 
action” within the meaning of 28 U.S.C. 2401(a) did not ac- 
crue until their claims were rejected by the Board. But this 
contention overlooks the fact that the Commission is not 
merely an administrative step required for the ripening of an 
inchoate right. Rather, as has been shown, the Commission is 
the adjudicator of petitioners’ alleged rights, with only an ap- 
peal of limited scope available after such adjudication. Peti- 
tioners’ assumption that the accrual of its right to sue awaits 
the determination of the Commission is therefore without 
merit. 

Further, the Supreme Court has held that a suit may be com- 
menced before an executive department within the meaning of 
a statute of a limitations concerning actions before a court. 
See United States v. Lippitt, 100 U.S. 663. Cf., Finn v. United 
States, 123 U.S. 227, United States v. State of New York, 160 
U.S. 598. Here, as we have shown, there is clearly the com- 
mencement of the action before the Commission. 

United States v. Utz, et al., 80 Fed. 848 (C.A. 3), upon which 
petitioners rely, is not to the contrary. The court there merely 
held that where there was no requirement to secure executive 


* See fn. 33, supra. 
* See fn. 33, supra. 
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determination prior to seeking relief before the Court of Claim, 
seeking an executive determination would not toll the appli- 
cable limitations period. Analytically, therefore, it may be 
said that the action was not commenced before the executive 
department. But here, seeking relief before the Atomic En- 
ergy Commission is not only necessary, it is the primary relief 
provided by the Congress, with only a right to appeal remain- 
ing. Certainly then, where as here, the Commission is the ad- 
judicator, the action is commenced when it is brought to the 
Commission. 

Petitioners’ apparent position that Congress intended that 
their claims were subject to no limitations period whatsoever 
because the tribunal of first impression was to be the Commis- 
sion rather than the Court of Claims is further negatived by the 
fact that in 1961, the Congress enacted a six year limitations 
period in specific terms applicable to claims such as those here- 
involved. If a privileged class of rights was originally in- 
tended, it would seem unlikely, absent a change of policy— 
which has not been shown here—, that the Congress would 
subsequently place a limitations period on such rights. The 
fact that the Congress did, however, here shows, we sub- 
mit, that the Congress never intended to create a privileged 
class of rights. 

The legislative history bears this out. In reporting the 
amendment, the Joint Committee on Atomic Energy stated: 


This amendment codifies the six-year statute of lim- 
itations which the Commission has, in fact, been follow- 
ing under the authority of Section 157c(1)(B) and 
Section ¢(2)*? of the Atomic Energy Act, as amended.** 


“ Pub. L. 87-206, §11, 75 Stat. 478, 42 U.S.C. 2187 (d) 

“In those sections the Commission is directed to consider, with respect to 
an application for compensation and awards, any defense, general or special, 
which could be pleaded by a defendant in a patent infringement suit. Under 
this provision, the Commission considered the six year limitation period 
available to such a defendant (see Pet. Br., p. 14). The Commission also 
considered 28 U.S.C. 2401(a) applicable (see Pet. Br., p. 11). In either 
event, the result is the same. Further, the fact that the Congress enacted 
this specific limitation period is the significant thing, and shows, as we have 
stated, that there was no intention to create a privileged class of rights by 
virtue of the Atomic Energy Act. 

“ H. Rep. 963, 87 Cong., 1st Sess. at p. 13. 
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3. Finally, petitioners contend that the limitations period 
could not begin to run until the Commission constituted the 
Patent Compensation Board. The short answer to this con- 
tention is that it should not be considered, since it was not 
raised below. An equally short answer is that the Act requires 
application on these claims to the Commission, which was cre- 
ated by the Act itself, and not the Board, see Section 11(e) (2), 
42 US.C. 1811(e)(2) (1946 Ed.), see also 42 U.S.C. 2187. 
Thus any delay in constituting the Board is irrelevant.“ 


CONCLUSION 


For the reasons stated, it is respectfully submitted that the 
decision of the Atomic Energy Commission should be affirmed. 


Joserm D, GUILFOYLE, 
Acting Assistant Attorney General. 
Aran §. RosENTHAL, 
Srantey M. Koxser, 
Attorneys, Department of Justice, 
Washington 26, D.C. 
JoserH F. HENNESSEY, 
General Counsel. 
Sroney G. KINGSLEY, 
Rotanp A. ANDERSON, 
Assistant General Counsels. 
Joan A. Horan, 
Attorney, 
Atomic Energy Commission, 
Washington 25, D.C. 
Of Counsel. 


NoveMser 1962. 
“ As to petitioners’ claim for an award in respect of a patent issued sub- 


sequent to the effective date of the Act, this claim accrued on August 1, 1946 
(J.A. 83), It is, therefore, also barred. 


APPENDI£ 


Section 11 of the Atomic Energy Act of 1946, 60 Stat. 768, 
42 U.S.C. 1311 (1946 Ed.), provides, inter alia, as follows: 
(a) PRODUCTION AND MILITARY UTILIZATION 

(1) No patent shall hereafter be granted for any in- 
vention or discovery which is useful solely in the pro- 
duction of fissionable material or in the utilization of 
fissionable material or atomic energy for a military 
weapon. Any patent granted for any such invention 
or discovery is hereby revoked, and just compensation 
shall be made therefor. 

(2) No patent hereafter granted shall confer any 
rights: with respect to any invention or discovery to the 
extent that such invention or discovery is used in the 
production of fissionable material or in the utilization 
of fissionable material or atomic energy for a military 
weapon. Any rights conferred by any patent hereto- 
fore granted for any invention or discovery are hereby 
revoked to the extent that such invention or discovery 
is so used, and just compensation shall be made therefor. 

(3) Any person who has made or hereafter makes any 
invention or discovery useful in the production of fission- 
able material or in the utilization of fissionable material 
or atomic energy for a military weapon shall file with 
the Commission a report containing a complete descrip- 
tion thereof, unless such invention or discovery is 
described in an application for a patent filed in the 
Patent Office by such person within the time required 
for the filing of such report. The report covering any 
such invention or discovery shall be filed on or before 
whichever of the following is the latest: (A) The six- 
tieth day after the date of enactment of this Act; (B) 
the sixtieth day after the completion of such invention 
or discovery; or (C) the sixtieth day after such person 


first discovers or first has reason to believe that such 
invention or discovery is useful in such production or 
utilization. 


* * * * * 


(d) ACQUISITION OF PATENTS 

The Commission is authorized to purchase, or to take, 
requisition, or condemn, and make just compensation 
for, (1) any invention or discovery which is useful in 
the production of fissionable material or in thé utiliza- 
tion of fissionable material or atomic energy for a mili- 
tary weapon, or which utilizes or is essential in the utili- 
zation of fissionable material or atomic energy, or (2) 
any patent or patent application covering any such in- 
vention or discovery. The Commissioner of Patents 
shall notify the Commission of all applications for 
patents heretofore or hereafter filed which in his opinion 
disclose such inventions or discoveries and shall provide 
the Commission access to all such applications. 

(e) CoMPENSATION AWARDS, AND ROYALTIES.— 

(1) Patent Compensation Board.—The Commission 
shall designate a Patent Compensation Board, consist- 
ing of two or more employees of the Commission, to 
consider applications under this subsection. 

(2) Eligibility — 

(A) Any owner of a patent licensed under subsection 
(c) (2) or any licensee thereunder may make application 
to the Commission for the determination of a reasonable 
royalty fee in accordance with such procedures as it by 
regulation may establish. 

(B) Any person seeking to obtain the just compensa- 
tion provided in subsections (a), (b), or (d) shall make 
application therefor to the Commission in accordance 
with such procedures as it may by regulation establish. 

(C) Any person making any invention or discovery 
useful in the production of fissionable material or in the 
utilization of fissionable material or atomic energy for 
a military weapon who is not entitled to compensation 
therefor under subsection (a) and who has complied 
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with subsection (a)(3) above may make application to 
the Commission for, and the Commission may grant, an 
award. 


* * * * * 


28 U.S.C. 2401. 


(a) Every civil action commenced against the United 
States shall be barred unless the complaint is filed 
within six years after the right of action first ac- 
crues. * * * 
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IN THE 


United States Court of Appeals 


No. 17,024 


N. V. Pumps’ GLOEAMPENFABRIEKEN, ET AL., Petitioners 


Vv. 


Atomic Ewercy Commission, Et aL., Respondents 


Petition to Review Final Order of Atomic Energy Commission 


REPLY BRIEF FOR PETITIONERS 


L 


PETITIONERS’ CLAIM FOR COMPENSATION IN RESPECT OF 
FOREIGN PATENTS WAS IMPROPERLY DISMISSED BY THE 
PATENT COMPENSATION BOARD. 

In its Point I, respondents assert that (1) Congress 
could not, by legislation, revoke any rights created by a 
foreign patent; (2) that it is, therefore, implicit in peti- 
tioners’ claim that Congress authorized the taking of the 
right to exclude created under the laws of another sover- 
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eign (Resp. Br., p. 10); (3) that petitioners’ premise that 
prior to the Act, petitioners would have had the right to 
sue the United States ‘‘is erroneous’’, since no foreign 
sovereign can create such a right to sue for an infringe- 
ment (Resp. Br. p. 12); (4) that the United States has 
not consented to be sued for infringement of a foreign 
patent (Resp. Br. p. 12); and (5) that the Patent Compen- 
sation Board had no jurisdiction over this portion of the 
claim for the reason that a claim for taking, by continued 
infringement, was not a claim ‘for property taken pur- 
suant to section 11.”” Resp. Br. p. 12. 


As to (1), petitioners have conceded that the United 
States laws have no extraterritorial effect and that peti- 
tioners’ foreign patents were not revoked by section 11(a) 
of the 1946 Act. As to (2), it ts implicit in petitioners’ 
claim that Congress authorized the ‘‘taking’’ of the right 
to exclude under ‘‘any”’ patent, including foreign patents. 


By subsections (a)(1) and (2) of section 11 of the Act, 
the Congress took, to the maximum extent possible, by 
operation of law, all existing patent rights to the extent 
they covered any invention or discovery which was useful 
solely (1) in the production of fissionable material or (2) 
in the utilization of fissionable material or atomic energy 
for a military weapon; provided that no patent thereafter 
granted should confer any rights with respect to any such 
invention or discovery to the extent that it was used in such 
production or utilization; and farther provided that any 
rights conferred by any patent theretofore granted for any 
invention or discovery were revoked to the extent that 
such invention or discovery was so used. Such revocation 
and ‘“‘taking’’ by law obviously was applicable only with 
respect to United States patents since such taking, by 
law, could have no extraterritorial effect. 


Subsection (d) of section 11, however, granted to the 
Atomic Energy Commission, with respect to rights not 
taken by law, broad authority to take, by its action (and 
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make just compensation for) (1) any invention or dis- 
covery (a) which is useful in the production of fissionable 
material or in the utilization of fissionable material or 
atomic energy for a military weapon or (b) which utilizes 
or is essential in the utilization of fissionable material or 
atomic energy. The latter authority is unlimited in scope 
since its breadth is not limited to the legal effect of a 
congressional enactment. The Commission’s authoriza- 
tion to take was not limited to United States patents; it 
extended to ‘“‘any’’ patent and ‘‘any”’ invention or dis- 
covery useful in the area denominated. Acting pursuant 
to that authority, the Commission so repeatedly violated 
petitioners’ foreign patents as to constitute a taking there- 
of. Certainly, there should not be imputed to the Com- 
mission a taking which it did not consider to be authorized 
by this legislation. 


Nor can respondents’ assertions (3) and (4) withstand 
analysis. Petitioners do not assert that any foreign sover- 
eign could create a right to sue the United States. Such 


right to sue arises from the acts of the Commission in 
taking petitioners’ property by repeated acts of infringe- 
ment. 


Furthermore, petitioners do not contend that the con- 
sent to sue the United States is to be found in 28 U.S.C.A. 
1498, dealing with the infringement of domestic patents. 
The consent is to be found in the repudiation of respond- 
ents’ implied contractual obligation arising from the use of 
petitioners’ property (ef. Portsmouth Harbor Land & Hotel 
Co. v. U. S., 260 U.S. 327, 330, 67 L. Ed. 287, 290 (1922) ; 
James v. Campbell, 104 U.S. 356, 26 L. Ed. 786 (1882) ; 
Crozier v. Fried. Krupp Aktiengesellschaft, 224 U.S. 290, 
304, 56 L. Ed. 771, 776 (1912)) or in the “‘taking’’ without 
just compensation therefor of petitioners’ foreign patent 
rights by the continued infringement thereof. Cf. Hollister 
v. Bennedict & Burnham Mfg. Co., 113 U.S. 61, 67, 28 L. 
Ed. 901, 904 (1884). On either of those two grounds the 
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United States, under 28 U.S.C.A. 1491, has consented to 
be sued. 


Contrary to respondents’ assertion (5), the Commission 
does have jurisdiction of this claim, since it arises on a 
claim for property taken pursuant to section 11(d). Con- 
sequently, the Act did require application to the Board 
with respect to this taking and the Act, by creating the 
Board, did affect such claim. 


Im 
A 


Petitioners’ Claim for Compensation in Respect of Expired 
Domestic Patents Was Improperly Dismissed by the Patent 
Compensation Board 


Section 11(a)(2) of the 1946 Act provides that ‘‘any 
rights conferred by any patent heretofore granted for any 
invention or discovery’? are hereby revoked to the extent 
that such invention or discovery is used in the production 
of fissionable material or in the utilization of fissionable 
material or atomic energy for a military weapon. Peti- 
tioners contend that the breadth of this language entitles 
them to just compensation, to be determined by the Patent 
Compensation Board, for the infringement, by unauthor- 
ized use, prior to August 1, 1946 of certain of their pat- 
ents, including those which had expired less than six years 
before the latter date. 


Respondents assert that Congress did not intend to take 
from petitioners their right to sue for such infringement 
existing on the latter date and that the provision referred 
to merely revokes, for future purposes, the right to ex- 
clude from use of the invention or discovery in the nuclear 
field. 


Tt is submitted, however, that Congress intended that any 
and all rights conferred by such a patent were revoked and 
that one such right, conferred by their expired patents, 
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was the right to exclude accompanied by a right to just 
compensation for the previously unauthorized use thereof 
by the United States in the development and use of an 
actual military weapon. By the language used, the Con- 
gress certainly did not intend to provide one avenue for 
the obtaining of just compensation for one right with a 
different avenue for obtaining just compensation with re- 
spect to another right. All, each, every, and any right con- 
ferred by such patent was revoked. That included the re- 
vocation of petitioners’ right to sue for past infringement 
and required a determination of just compensation with 
respect thereto by the Patent Compensation Board. 


B. 


Petitioners’ Claim for an Award Based Upon Expired Domestic 
Patents Was Improperly Dismissed by the Patent Com- 
pensation Board 

‘With respect to petitioners’ claim for award based upon 
expired domestic patents, respondents assert that an award 
may be granted only as to an invention or discovery with 
respect to which a patent has not been issued. It is sub- 
mitted that this construction is too narrow and would deny 
intended recognition for inventions and discoveries which 
were actually used by the predecessor of the Commission 
in developing the atom bomb. 


Subsection (a)(3) of section 11 makes reference to any 
person who ‘“‘has made or hereafter makes”? any invention 
or discovery useful in the delineated area and subsection 
(e)(2)(C) makes provision for an award where the in- 
ventor ‘is not entitled to compensation therefor under 
subsection (a).’? Thus, the Act is not limited in the field 
of awards to future inventions or discoveries which, under 
paragraphs (1) and (2) of section 11, could not qualify for 
the granting of a patent; it is applicable to all such inven- 
tions and discoveries with respect to which there was no 
patent ‘“‘which was revoked by the Act.’? Fletcher v. 
A.E.C., 192 F. 2d 29, 31 (C.A. D.C., 1951). 
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pasa 


PETITIONERS’ CLAIM FOR AN AWARD BASED UPON FOREIGN 
PATENTS WAS IMPROPERLY DISMISSED BY THE PATENT 
COMPENSATION BOARD. 


Respondents assert that petitioners’ claim for award, 
based upon the disclosure of inventions and discoveries em- 
bodied in certain of its foreign patents, cannot be allowed 
for the reason that petitioners did not file with the Com- 
mission ‘“‘a report”? with respect thereto. To this peti- 
tioners respond, as asserted in their principal brief, that a 
complete description of such inventions and discoveries, 
long prior to August 1, 1946, had been communicated to 
the predecessor of the Commission and that such was 
thereby available to, and actually used by, this agency of 
the United States Government. It follows that, respond- 
ents having been in possession of a complete description 
of the inventions and discoveries here under consideration 
at the time of the creation of the Commission, no useful pur- 
pose could or would have been served by petitioners mak- 
ing any formal ‘‘report”’ with respect thereto. For this 
reason the reporting requirements of the statute, in any 
reasonable application, should be considered as having been 
complied with. ; 


Iv. 


PETITIONERS’ CLAIM IN RESPECT OF A NONEXCLUSIVE 
LICENSE WAS IMPROPERLY DISMISSED BY THE PATENT 
COMPENSATION BOARD. 


With reference to petitioners’ claim predicated upon its 
nonexclusive, royalty-free license under the Fermi patent 
‘(compensation for the taking of the owner’s interest in 
which has already been granted (In re G. M. Giannini & 
Co., Inc. (1958) BNA, Atomic Industry Reporter, 235: 
634)), respondents, citing numerous decisions dealing with 
the inability of a licensee to sue for patent infringement, 
assert (a) that petitioners’ license was not a right con- 
ferred by a patent within the meaning of section 11(a) (2) 
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and (b) that when the underlying patent was revoked, the 
license, ‘‘in legal contemplation,’’ was unaffected. 


The assertion that petitioners’ nonexclusive license in 
the Fermi patent remained unimpaired by the 1946 statute 
is whimsical, nonrealistic and contrary to common sense. 
We must here view the situation not ‘‘in legal contempla- 
tion”? but in the light of cold, hard reality. Petitioners’ 
property right is properly articulated in terms of patent 
rights since obviously it was an ‘‘interest in’’ that property 
taken, for which compensation is provided under section 
13(a). 


As stated by Representative Thomason on the Floor of 
the House (Vol. 92, Part VIII, Cong. Rec., 79th Cong., 
1st Sess., p. 9493) : 

“There is to be compensation just as if they were in- 


voking condemnation proceedings for any other kind 
of property. * * °”’ 


As asserted in petitioners’ principal brief (pp. 36-37), 
the owners of the Fermi patent on August 1, 1946 held 
less than the complete and unimpaired whole of the pat- 
ent. To the extent their interests in the patent were re- 
voked, therefore, the revocation was less than a complete 
revocation. The balance of the taking is to be found only 
in the taking of petitioners’ property right therein. 


Vv. 


PETITIONERS’ CLAIM FOR JUST COMPENSATION IN RESPECT 
OF REVOKED PATENTS AND AN AWARD IN RESPECT OF 
AN INVENTION PATENTED AFTER THE EFFECTIVE DATE 
OF THE ACT ARE NOT BARRED BY 28 U.S.C. 2401. 


Respondents have admitted that not until the enactment 
of Public Law 87-806 (75 Stat. 478, 42 U.S.C.A. 2187(d)) 
did the Atomic Energy Act contain any express period of 
limitation on the filing of claims. (Br. for Pet. p. 11) As 
to any assertion that such legislation, prior to the latter 
enactment, contained, by implication, an applicable period 
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of limitations, it is significant to note that although the 
Commission in 1948 promulgated regulations implementing 
the provisions of sections 11 and 13 of the 1946 Act (13 
¥. R. 3457) they made no reference to any time limitation 
within which applications must be filed. Certainly, in the 
absence of any express period of limitation, it would have 
been most appropriate had the Commission at that time 
considered a limitation period to exist, to have specifically 
so stated in those regulations. 


As 2 matter of fact, the record clearly indicates it was 
not until the enactment of the Atomic Energy Act of 1954, 
which provided for review of just compensation claims by 
the Courts of Appeal as contrasted to the previously per- 
mitted de novo action in a District Court or the United 
States Court of Claims, that the Commission conceived 
Title 28 U.S.C.A. 2401(a) as having any bearing whatever 
on the matter. (Br. for Pet. pp. 12-13) Herein respond- 
ents continue to rely upon the latter position. 


Asserting that the procedure for adjudication of a claim 
by the Atomic Energy Commission ‘cig in the nature of a 
civil action” within the meaning of 28 U.S.C.A. 2401 (a), 
respondents urge (1) that since the claim could have been 
made actionable in a court, in which event the adjadication 
would undeniably be characterized as a “‘civil action”’, it 
should, for all purposes, be treated as such since (2) on 
appeal to the Court of Appeals as provided, the scope of 
review is limited and is not de novo in nature. 


Section 2401(a), however, is not applicable to a proceed- 
ing which ‘‘is in the nature of a civil action’’; it applies 
only to civil actions. Nor, as applied to petitioners’ claim 
filed in February, 1954, did the then applicable ‘‘review”’ 
law provide for anything other than a “de novo court 
action” in a District Court or the United States Court of 
Claims. While it is true that by the Atomic Energy Act 
of 1954 the ‘‘appeal procedure’’ was substituted for such 
“de novo court action”’, this can in no way take away from 
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petitioners any substantive rights which had accrued to 
them prior to that change. If the changed procedure con- 
tained in the 1954 Act may be said, by implication, to im- 
pose a six-year statute on the filing of claims, it certainly 
cannot have the retroactive effect of making nontimely 
claims already on file. 


With respect to respondents’ characterization as ‘‘with- 
out merit’? petitioners’ assertion that their ‘‘right of 
action’? within the meaning of 28 U.S.C.A. 2401(a) did not 
accrue until their claims were rejected by the Board, re- 
liance is again placed upon the above change made by the 
1954 legislation. At the time petitioners’ claims were filed, 
however, they were possessed of no ‘‘right of action”’ 
within the meaning of that section and hence the six-year 
period for bringing suit thereon could not have begun 
to run. 


Nor, as asserted by respondents, has the Supreme Court 
held that ‘‘a suit may be commenced before an Executive 
Department within the meaning of a statute of limitations 
concerning actions before a court.’’? In the cases cited, 
the Court merely determined that with respect to a claim 
“referred”? to it by a government department for trial 
and determination, the six-year period of the statute on 
bringing suit is tolled by pendency of the claim in the de- 
partment. Accordingly, those decisions do not stand for 
any proposition that the filing of a claim with the Atomic 
Energy Commission constitutes a civil action as asserted 
by respondents. Cf. Gates v. Columbia-Knickerbocker 
Trust Co., 233 F. 359, 362 (CCA-9, 1916). 


Respondents next contend that the legislative history of 
Public Law 87-206, specifically fixing a six-year period 
within which claims must be filed with the Commission, is 
indicative that a six-year statute of limitations previously 
existed. Its reliance is on the following language: 


‘This amendment codifies the six-year statute of 
limitations which the Commission has, in fact, been fol- 
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lowing under the authority of section 157c(1)(B) and 
section o(2) of the Atomic Energy Act, as amended.” 


If by use of the word ‘‘codifies”? the Congress may be 
said to have indicated an opinion as to what the law was 
prior to this enactment, the determination of that question 
is still solely a matter for the judiciary. United States v. 
Claflin, 97 U.S. 546, 24 L. Ed. 1082, 1083-1084; Town of 
Koshkonong v. Burton, 104 U.S. 668, 26 L. Ed. 886, 890 
(and headnote 3). Thus, notwithstanding any such con- 
gressional statement (and particularly in light of its in- 
consistency with the balance of the legislative history of 
that new provision (see pp. 12-13, petitioners’ principal 
brief)), the question remains as to whether prior to the 
1961 amendment there was, in fact, a statute of limitations 
on the filing of claims for just compensation. 


In conclusion on the statute of limitations question, 
which was raised by respondents and presented to the Pat- 
ent Compensation Board, respondents assert that peti- 
tioners cannot now urge that any limitation period other- 
wise existing could not have begun to run until the Com- 
mission constituted the Patent Compensation Board. Its 
reasoning is ‘‘that it should not be considered since it was 
not raised below.”’ 


While it is the general rule that on review either party 
will be restricted to questions which plainly appear to have 
been decided below, reasons in support of a point, as dis- 
tinguished from the point or question itself, may be re- 
viewed without restriction to the reasons considered be- 
low. LaPorte Corp. v. Pennsylvania-Dixie Cement Corp., 
164 Md. 651, 168 A. 844, 108 A-L.R. 1474, 1481 (1933). 


In the instant case, respondents raised the issue of the 
statute of limitations and, having raised it, the burden of 
proof with respect thereto rests upon them. Furthermore, 
it is clear that the Patent Compensation Board had before 
it and passed upon that issue. While petitioners cannot 
shift the ground upon which their case is based, the reason 
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for the ground may be shifted. Shell Petroleum Corp. v. 
Yandel, 172 Miss. 55, 158 So. 787, 789 (1935). They may 
now urge any theory consistent with their position below 
that consideration of their claim is not barred by the stat- 
ute. Lorain Coal and Dock Co. (Ohio, 1941) 38 N.E. 82, 85. 
As ruled in Dewey v. City of Des Moimes, 175 U.S. 193, 197- 
198, 43 L. Ed. 665, 666, reversing the judgment below, if the 
assertion is ‘‘but another ground or reason”’ in support of 
its position below it may be heard and considered. In suc- 
cinct language the Court stated: 


‘¢Parties are not confined here to the same argu- 
ments which were advanced in the courts below upon a 
* * * question there discussed.’’ 


Nor, in this connection, is the delay in constituting the 
Patent Compensation Board ‘‘irrelevant’’ as asserted by 
respondents. While it is true that section 11(e)(2) pro- 
vided that application on these claims be filed with the 
Commission, in accordance with such procedures as it may 
by regulation establish, paragraph (1) of that subsection 
stated that a Patent Compensation Board, to be designated, 
should consider such applications. Furthermore, by regu- 
lation subsequently published (13 F. R. 3457), it was spe- 
cifically provided (by section 80.60(c)) that the Order of 
the Board, after such consideration, ‘‘shall constitute the 
final action of the Commission.’’? From this it follows that 
until the Patent Compensation Board was thereafter con- 
stituted no body existed before which petitioners’ claims 
could be heard. 


CONCLUSION 


For the reasons stated hereinabove, together with those 
set forth in the principal brief for petitioners, the decision 
of the Atomic Energy Commission should be reversed and 
the matter remanded to the Commission for a hearing on 
the merits. 

Harry L. Brown 
Exzsworts ©. Auvorp 


for the District of Columbia-Circuit 


DEC 18 1962 
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286 UNITED STATES ATOMIC ENERGY COMMISSION 
PATENT COMPENSATION BOARD 


In re Application of 


N. V. Pairs’ G.LogmLaAMPENFABRIEKEN and HarrrorD 
Nationa Bank anv Trust Company, Trustee under 
indenture with N. V. Philips’ Gloeilampenfabrieken, 
et al., dated August 25, 1939, 


AS THEIR INTEREST MAY APPEAR 


AMENDED CLAIM 


As set forth in the stipulation entered into in the above 
entitled case between counsel for applicants and the Office 
of the General Counsel of the Atomic Energy Commission, 
as approved by the Patent Compensation Board on July 
15, 1954, applicants’ claim is hereby amended to read as 
follows: 


1. N. V.. Philips’ Gloeilampenfabrieken, hereinafter 


called ‘‘Philips”, is a Corporation duly organized and 
existing under the laws of the Kingdom of the Netherlands 
having its principal office in Hindhoven in that country. 


2. The Hartford National Bank and Trust Company is 
a National Banking Association duly organized and exist- 
ing under the laws of the United States of America having 
its principal office in Hartford, Connecticut, and in its 
capacity as Trustee as alleged in paragraph 3, is herein- 
after called ‘‘Hartford.”’ 


3. Under and by virtue of an Indenture of Trust entered 
into between Hartford and Philips, dated April 8, 1940, 
copy of which indenture is attached hereto and made a part 
hereof, marked Exhibit 1, Hartford became trustee for 
shareholders of Philips as set forth therein. As such 
Trustee, Hartford is the assignee of the patent licenses to 

which reference is hereinafter made, and therefore 
987 a necessary party to this claim and the allegations 
set forth herein are upon information and belief. 


b) 


4, Philips is a large industrial organization in the free 
enterprise system and tradition. It is owned by stock- 
holders large and small and has contributed much to the 
progress, communications, health, comfort and production 
potential of mankind. Prior to World War II, Philips 
was a source of important equipment necessary in the 
progress of nuclear physics and one of the very few firms 
if not the only one that showed an active interest in the 
production of isotopes on a commercial scale. 


5. The Hartford National Bank and Trust Company is 
an American banking organization founded in 1792, with its 
allotted place and tradition in the free enterprise system. 
In connection with its trusteeship, it has certain responsi- 
bilities in connection with protecting the rights and prop- 
erty under the indenture of trust, even against seizure by 
the Government, where such seizure goes beyond military 
(war) use or security considerations into the realm of 
commercial and/or industrial rights identified with the 
economic principles of the free world. 


6. Philips has maintained in the Netherlands, since 1913, 
one of the largest and most complete research and develop- 
ment laboratories in electronics, physics, radio, and allied 
fields. Numerous important inventions have originated in 
these laboratories. The United States Patent Office has 
issued large numbers of patents to Philips and/or its 
assignee Hartford, placing Hartford as one of the largest 
holders of United States patents. 


7. As far back as 1921 ie, some years after the dis- 
covery of isotopes by Aston, important work on the sepa- 
ration of isotopes was carried out in the Philips Labora- 

tories and this interest in nuclear physics received 
288 new and powerful impetus in 1933, a year that may 
be regarded as the beginning of the technical era 
of nuclear physics. Philips over many years made sub- 
stantial progress not only in research and development in 
the nuclear physics field but in the commercial develop- 
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ment thereof as well. The Philips Laboratories kept in 
close contact with leading scientists in this field, offering 
them their equipment and technical resources. Among 
these contacts Enrico Fermi and his associates (herein- 
after sometimes referred to as ‘‘Fermi, et al.’’) were out- 
standing. 


8. Philips, as a result of this activity, had all of the 
elements necessary to succeed commercially in the atomic 
energy field prior to World War II and possessed a com- 
plete industrial package. Notwithstanding the handicaps 
brought about with the rise of the Fascists and Nazis, 
Philips continued its work up to the time of the occupation 
of the Netherlands by the Nazis. Thereafter, it was com- 
pelled to go underground, but it was successful in hiding 
its ‘“‘kmow-how”’, its development and its equipment. In 
doing this, it undoubtedly in some substantial degree as- 
sisted in preventing the Nazis from attaining the atom 
bomb. 


Even three tons of uranium were hidden in the Nether- 
lands from the Nazi occupational forces. 


9. There was employed by Philips, as a regular salaried 
scientist, one Dr. Gustav Ludwig Hertz, from April 1, 
1921 through November 30, 1925, during which period Dr. 
Hertz worked in the Philips Laboratories. Dr. Hertz de- 
voted his time to studying, among other things, the gaseous 
diffusion methods of separating gases and isotopes used 
by original U. S. study groups from 1939 to 1943, by the 
Manhattan Project from 1943 to 1947 and by the Atomic 
Energy Commission from 1947 to the present, and still 
being used. The results are set forth in British Patent 

No. 266,396 (Exhibit 2), which was assigned to 
289 Philips at the time of issuance. A more detailed 

presentation of the developments, inventions and 
patents of Hertz as a member of the Philips Laboratory 
is attached hereto and made a part hereof and marked 
Exhibit 3. 
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10. Dr. Hertz, also, as the result of his work with Philips, 
secured U. S. Patent No. 1,498,097 (Exhibit 4) and U. S. 
Patent No. 1,486,521 (Exhibit 5), which were assigned to 
Philips at the time of issuance. Also obtained were Cana- 
dian Patents Nos. 240,645 and 242,658 and British Patent 
No. 196,560. Other patents were granted in Germany, 
Sweden, Switzerland, France, Spain, Belgium and Austria. 


11. All of these patents were assigned to and exclusively 
owned by Philips and pertain to the subject of gaseous 
diffusion separation and its elements involving a porous 
barrier and/or wall, process gas and cascading or re- 
cycling. These patents were important from the earliest 
studies by the U. S. Government and, as explained in the 
Smyth Report, after the control and harnessing of nuclear 
fission solved the second major problem of enrichment or 
separation. 


12. These patents were in full force and effect at the 
time the United States Government began its studies of 


the subject matter and used the discoveries and inventions 
belonging to Philips. The basic principles are still being 
used to this day. This, therefore, entitles Philips and/or 
Hartford to a just compensation or an award and credit 
for these major contributions to the solution of one of the 
major problems in the wartime and/or peacetime harness- 
ing of atomic energy. 


13. Philips Laboratories also developed (Van 

290 Arkel, de Boer and Fast) the processing of metals 

and elements by bringing them to a pure state. This 

was referred to by Smyth as the third of three major prob- 

lems in the atomic energy field. The United States Gov- 

ernment, through its various and sundry agencies, used 
the processes set forth in the following patents : 


1. Dutch Patent No. 16,794 


British Patent No. 216,160 
U. S. Patent No. 1,794,810 (Exhibit 6) 
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Dutch Patent No. 16,957 
British Patent No. 249,067 
U. S. Patent No. 1,671,218 (Exhibit 7) 


- Dutch Patent No. 18,395 
U.S. Patent No. 1,709,781 (Exhibit 8) 


_ Dutch Patent No. 19,624 
U.S. Patent No. 1,774,410 (Exhibit 9) 


. Dutch Patent No. 23,763 
British Patent No. 321,914 (Exhibit 10) 


Dutch Patent No. 23,769 
U.S. Patent No. 1,891,124 (Exhibit 11) 


all of which is more fully explained in Exhibit 12 and all 
exhibits referred to in this paragraph are asked to be read 
and made a part hereof. 


14. The use by the United States Government of the 


patents hereinbefore referred to is within the categories 
covered by the Atomic Energy Act of 1946, and Philips 
and/or Hartford are therefore entitled to Just compensa- 
tion and/or award and recognition. 


15. As far back as 1925 or before, as has already been 
stated, prior to the work of Fermi and his associates, di- 
rectly or indirectly aided by prior Philips’ contributions 
to the art and later connected with Philips, and after the 
work of Hertz on gaseous diffusion methods of separating 
isotopes, the Philips Laboratories were busy supported by 

risk capital with such scientists as F. A. Heyn, A. H. 

291 W. Aten, C. J. Bakker, A. Bouwers, A. Kuntke and 
de Groot in development and laboratory work in this 

field, In 1925 another Philips scientist, Dr. F. M. Penning, 
assisted by J. H. A. Moubis—also a Philips scientist— 
started working on gas tubes. This work resulted in certain 
elopments and/or patents covering 

various equipment and the uses thereof. In 1937 Penning’s 
equipment, referred to as the Philips Jonization Gauge 
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and commonly known in the United States as “<Pig’’, was 
patented in Holland and also with U. S. Patent No. 2,197,- 
079 (Exhibit 13) which is still in full force and effect. The 
uses of this invention or apparatus and further develop- 
ments by Penning and Philips led to further patents repre- 
sented by U. S. Patents Nos. 2,211,668 (Exhibit 14), 2,182,- 
736 (Exhibit 15) and 2,431,887 (Exhibit 16). The uses of 
the’inventions, apparatus, developments and patents in the 
atomic energy field are many. 


16. It is alleged that the discoveries and developments 
and equipment disclosed and protected by said patents were 
used and are being used by the United States Government 
in its atomic energy program. These patents are the sole 
property of Philips and/or Hartford, and although certain 
limited licenses have been granted to commercial firms in 
the United States (see Exhibit 17, Exhibit 18 and Exhibit 
19), as can be seen from the licenses granted as shown by 
the aforementioned exhibits, these licenses were limited 
for one purpose only; namely, the measuring of vacuums, 
though there are at least eight other uses which Philips 
and/or Hartford believe were employed by the United 
States Government which were not authorized in the limited 
licenses. In addition, the licenses were granted May 1, 

1945, August 15, 1951 and August 1, 1952, and it is 
292 believed that the United States Government atomic 

program specifically used the equipment and/or 
patents for this purpose prior to May 1, 1945, and there- 
after not through or by the licensees. It is further be- 
lieved that the United States Government in its various 
atomic energy programs has made other uses of the basic 
Penning inventions and equipment covered by United 
States patents. While the use of these inventions and de- 
velopments of Philips by the United States Government 
and the Atomic Energy Commission is probably not as 
important as the other contributions to the solution of 
what Smyth describes as the three major problems in the 
field of nuclear physics, it is nevertheless important and 
played a material part in the development of atomic energy 
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by the United States Government, and Philips and/or 
Hartford are entitled to royalties or just compensation 
and/or awards, as well as appropriate recognition or credit, 
as the evidence developed may disclose. A more complete 
and detailed explanation of the work and patents, generally 
referred to as the Penning patents, is attached hereto and 
made a part hereof and marked Exhibit 20. 


17. Philips Laboratories were in contact with Fermi 
and/or his associates from the very moment the latter 
started work on nuclear physics and even before. Philips 
acquired certain rights in the Fermi patents by contractual 
agreements with G. M. Giannini & Co., Inc., a New York 
corporation, G. M. Giannini, and Fermi, et al. 


18. On February 7, 1936, Philips, G. M. Giannini & Co., 
Ine., and Fermi, et al., entered into a contract, a copy of 
which is attached hereto, marked Exhibit 21, and made 
a part hereof. 


293 19. On July 1, 1986, a second agreement between 
the same parties was entered into and is attached 
hereto, marked Exhibit 22, and made a part hereof. 


20. On July 1, 1936, an agreement was made between G. 
M. Giannini & Co., Inc., G. M. Giannini personally, Fields 
and Bok, the then stockholders of G. M. Giannini & Co., 
Inc., and Philips, granting an option to Philips to purchase 
certain stock of G. M. Giannini & Co., Inc. (This option 
was never exercised, but Philips did finance G. M. Giannini 
& Co., Inc., and Giannini personally over a period of years.) 
This agreement was actually signed September 3, 1936. 
A copy of said agreement is attached hereto, marked Ex- 
hibit 23, and made a part hereof. 


21. On March 10, 1939, a further agreement was entered 
into between Philips, G. M. Giannini & Co., Inc., and a duly 
authorized representative of Fermi, et al., which agree- 
ment is attached hereto, marked Exhibit 24, and made a 
part hereof. 
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92. Graner, being the representative of Philips in the 
United States, participated in arrangements for the immi- 
gration of Fermi to the United States from Fascist Nazi 
Europe. 


93. Thereafter, Philips, through financial and other as- 
sistance, caused to be prosecuted and issued U. S. Letters 
Patent No. 2,206,634, which Letters Patent were issued to 
G. M. Giannini & Co., Inc., as assignee of Enrico Fermi, 
et al. A copy of said Letters Patent is attached hereto 
and made a part hereof, and marked Exhibit 25. Philips, 
through its American Agent, L. P. Graner, made certain 
agreements with G. M. Giannini & Co., Inc. with regard to 
financial interest in the United States patent rights. 


24. By virtue of the agreements referred to above, 
294 Philips and Hartford own rights in and to inven- 
tions relating to methods, processes, apparatus and 
devices for the production of isotopes of the same or dif- 
ferent elements by reaction with neutrons, and especially 
for the production of artificial radioactive substances made 
by Fermi and others, and in and to patents on said inven- 
tions issued in many countries of the world, including said 
U. S. Letters Patent No. 2,206,634 (Exhibit 25), issued 
July 2, 1940, entitled ‘‘Process for the Production of Radio- 
active Substances”, and also U. S. Patent Application 
Serial No. 57,325 filed January 2, 1936 by Fermi through 
G. M. Giannini & Co., Inc., with the help and support of 
Philips and entitled ‘‘Composition of Matter and Method 
of Producing the Same”’, copy of which is attached hereto 
as Exhibit 26 and prayed to be made a part hereof. The 
inventions referred to may be considered as the basis for 
the nuclear reactor and contributed in a major way to the 
solution of the first of the three major problems as stated 
by Smyth. 

25. By virtue of an official U. S. Government press re- 
lease dated July 31, 1953, relating to a settlement with G. 
M. Giannini & Co., Inc. and Fermi, et al., Philips was there- 
by informed and believes and therefore alleges that the 
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United States Government, acting through the Manhattan 
Project, Corps of Engineers, United States Army, the 
Atomic Energy Commission, and other agencies, has been 
and is now practicing, and will continue to practice said 
inventions and make and sell matter embodying said inven- 
tions in the United States and in countries other than the 
United States, and has caused or allowed others to practice 
said inventions and make and sell matter embodying said 
inventions in the United States and in countries other 

than the United States, in violation of the rights 
295 of applicants herein. 


26. Philips and Hartford are informed and believe and 
therefore allege that the United States Government, acting 
through the Atomic Energy Commission, purportedly has 
acquired rights in and to said inventions, including U. S. 
Letters Patent No. 2,206,634 (Exhibit 25), said purported 
acquisition involving payment of $300,000 to G. M. Giannini 
& Co., Ine. in the year 1953. 


27. A more complete and detailed description of Philips’ 
contributions, developments, equipment and ‘‘know-how”’ 
in this field, together with the Fermi patent, as a complete 
package, is attached hereto as Exhibit 27 and asked to be 
made and read as a part hereof. 


98. Philips and Hartford are informed and believe and 
therefore allege that the United States Government, acting 
through the Atomic Energy Commission, is now offering 
royalty-free non-exclusive licenses under United States 
Letters Patent No. 2,206,634 (Exhibit 25) without limit as 
to territory. 


929, As a result of the acts and things set forth herein, 
among other acts, and the passage of the Atomic Energy 
Act of 1946, the following have occurred: 


(a) The patent rights of Philips and/or Hartford, 
for which there were very substantial considerations 
expended by Philips, have been violated, encroached 
upon, used and breached by the United States Govern- 
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ment acting through its several agencies, including the 
Manhattan Project and the Atomic Energy Commis- 
sion; 

(b) The license rights of Philips and/or Hartford, 

for which there were very substantial considerations 

296 expended by Philips, have been revoked in so far 

as they relate to the use of non-fissionable materials 

for the conduct of research and development activities 

in the fields specified in Chapter 14, Title 42, United 
States Code; 


(c) The license rights of Philips and/or Hartford, 
for which there were very substantial considerations 
expended by Philips, have been restricted in so far as 
they relate to the manufacture, use and sale of non- 
fissionable materials ; 


(d) The exclusive foreign rights of Philips, as de- 
fined in the agreements between Philips and Fermi, 
et al., previously enumerated herein, have been en- 
croached upon, in that the United States of America by 
and through its various and sundry agencies, and 
others, acting by and through authority attempted to 
be conferred upon them by the United States of 
America, have violated by export and otherwise 
Philips’ exclusive foreign rights; 


(e) Philips and/or Hartford have been denied recog- 
nition for Philips and Philips’ sponsored contributions 
in research and development in the nuclear physics 
field, which included but was not limited to participa- 
tion in the work and inventions of Fermi and his 
associates. 


30. The applicants herein cannot state with exactness 
the cost of developing said inventions and discoveries in 
the nuclear physics field for, among other reasons, many 
of the records of Philips in Holland were of necessity 
destroyed to preclude the Nazis from ascertaining many of 
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these inventions and discoveries. However, it can state 
that, of the very substantial cost of maintaining its large 
laboratories with more than 1,000 scientists and their 
assistants and other employees over a period of approxi- 

mately 19 years (1921-1940), a substantial part was 
297 chargeable to developing said inventions and dis- 

coveries. This amount was further increased by 
additional expenditures of money in the acquiring of the 
interest in the patents and patent application referred to 
above. These substantial costs are made very apparent 
when in comparison it is realized that the United States 
has spent over $20,000,000,000 in this field from 1940 to 
date. 


31. Furthermore, the commercial potential of nuclear re- 
search and development on which Philips embarked on its 
own risk many years before the Atomic Energy Commis- 
sion and others, in the industrial and power fields, accord- 
ing to the Smyth Report, is tremendous. The report 
explains that according to Hinstein’s equation one kilogram 
of matter might be converted into more total power than 
is developed in the entire United States in a two month 
period today. 


32. No United States Government research funds were 
used by the applicants to further the inventions and dis- 
coveries herein mentioned. 


33. In so far as applicants are aware, all other persons 
having an interest in the subject matter of this application 
are fully known to the Atomic Energy Commission by virtue 
of this application and the application of G. M. Giannini 
& Co., Inc. 


34. A report concerning said inventions has been filed 
with the Atomic Energy Commission, pursuant to para- 
graph (3) of subsection (a) of Section 11 of the Atomic 
Energy Act of 1946. 


35. None of the following demands for compensation, 
award and such other relief as may be proper are intended 
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to inelude any values or benefits which may have 
298 accrued or may accrue to the United States out of 

said research and development discoveries or inven- 
tions for the military security of the United States and 
the free world other than those intended, inherent or pro- 
vided for in the Atomic Energy Act and the policies of the 
Atomic Energy Commission. Nor does this claim seek 
to interfere with the program suggested by the President 
of the United States, but it is offered in furtherance of that 
program and presupposes the proper distribution of credit, 
compensation, award and such other relief to all contribut- 
ing persons or organizations in the free world—foreign 
allies and friends, as well as Americans—industrial organi- 
zations and capital, as well as individual inventors. 


Now, therefore, in consideration of the foregoing, it is 
respectfully submitted that applicants are entitled to: 


I. Just compensation for the violation of, encroaching 
upon, use and breach of the patent rights of Philips here- 
tofore enumerated by the United States Government act- 
ing through its several agencies, including the Manhattan 
Project and the Atomic Energy Commission. 


II. Just compensation for revocation of their license 
rights relating to fissionable materials. 


III. Just compensation for revocation of their license 
rights relating to non-fissionable materials used in the 
conduct of research and development activities in the fields 
specified in Chapter 14, Title 42, U.S.C. 


IV. Just compensation for diminishment of their remain- 
ing license rights relating to non-fissionable materials. 


V. Just compensation for violation of Philips’ rights 
outside of the United States. 


299 VI. Just compensation for violation of Philips’ 
rights in the nuclear physics field, including those 

connected with the said inventions of Fermi, et al., Hertz, 

Penning, and Van Arkel, de Boer, and Fast, et al. 
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VII. Award for Philips’ sponsored and owned contribu- 
tions in the nuclear physics field, including those connected 
with the said inventions of Fermi, et al., Hertz, Penning, 
and Van Arkel, de Boer and Fast, et al. 


VII. Award or credit for contributions made by Graner, 
as representative of Philips, in participating in and ar- 
ranging for aiding Fermi, et al., to come to the United 
States and engage in further development work, which con- 
tributed substantially to the development of peacetime uses 
of atomic energy and suitable military weapons, and de- 
priving the Nazi-Fascist regimes of the services of Fermi, 
et al., in this regard. 


IX. Appropriate affirmative action be taken by the 
Atomic Energy Commission or any other proper agency of 
the United States to insure that the United States and its 
licensees cease and desist from further violation by export 
or otherwise of Philips’ exclusive foreign rights, and that 
the United States discontinue further licensing of others 
in derogation of the rights of applicants. 


The amount claimed for just compensation and awards 
is $20,000,000 and 


Such other and further relief as may be just and proper. 


N. V. Pumrs’ GLoemaMPENFABRIEKEN 
and 
Harrrorp NarronaL BANK AND 
Trust ComPaNy 


By Tuomas H. Kine 
Thomas H. King of Counsel 
Tuomas H. Krixe 
Ricuarp L. Merrick 
Anprew B. BEvERIDGE 
Counsel 

1624 Eye St., N. W. 

Washington 6, D. C. 

ExXecutive 3-6644 
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300 District or COLUMBIA, Ss: 


Thomas H. King being first duly sworn, upon oath 
deposes and says that he is one of counsel of record for 
N. V. Philips’ Gloeilampenfabrieken, of Eindhoven, the 
Netherlands, and for the Hartford National Bank and 
Trust Company, of Hartford, Connecticut, and as such is 
duly authorized to execute the foregoing Amendment of 
Claim on behalf of said N. V. Philips’ Gloeilampenfab- 
rieken and Hartford National Bank and Trust Company, 
as Trustee; that he has read the foregoing Amended Claim 
and attachments thereto; and that the statements made in 
said claim are made upon information and belief and he 
believes them to be true. 


/s/ Tuomas H. Kixe 
Thomas H. King 


Subscribed and sworn to before me this 12th day of 
August, 1954. 


/s/ Martaxxa D. WaccaMan 
Notary Public 


My Commission expires 4-14-57 
(NOTARIAL SEAL) 
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301 Exhibit 1 


Tats IxpENTURE made this day of 
One thousand nine hundred and Between N. V. 
Philips’ Gloeilampenfabrieken a Corporation organized 
and existing under the laws of the Kingdom of the Nether- 
lands and having its principal office at The Hague in that 
Kingdom (hereinafter called ‘¢Philips’’) first party, 


AND 


Hartford National Bank and Trust Company a National 
Banking Association organized and existing under the laws 
of the United States of America having its principal place 
of business at Hartford, Connecticut (hereinafter called 
‘«Trustee’’), second party 


WITNESSETH: 


Wuensas, Philips by Indenture of Trust dated 25th day 
of August 1939, to which Philips, the Trustee, and N. V. 
Gemeenschappelijk Bezit van Aandeelen Philips’ Gloei- 


lampenfabrieken having its principal office at The Hague 
aforesaid, were parties, has conveyed to the Trustee certain 
Property as therein defined set forth, IN TRUST, upon the 
terms, purposes and conditions therein stated, which said 
Indenture of Trust is hereinafter referred to as the ‘*Main 
Indenture’’; and 


Wuereas, by the terms of said Main Indenture, Philips 
has reserved the right from time to time to add additional 
Property to the Trust Property heretofore conveyed upon 
and to be held pursuant to all of the terms, conditions and 
powers set forth in said Main Indenture: 


Now, THEREFORE, in consideration of the premises, of 
the covenants herein contained, of other good and valuable 
considerations and the sum of One Dollar ($1.00) to 

302 Philips in hand paid by the Trustee at or before the 
ensealing and delivery of these presents, the receipt 
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of all of which is hereby acknowledged, Philips has granted, 
‘ conveyed, assigned, set over and delivered and by these 
' presents does grant, convey, assign, set over and deliver 
unto the Trustee its successors and assigns 


a) All book debts credits sums of money and interest there- 
on and securities for the same now due owing or payable 
to Philips on any account or any kind whatsoever from 
and by any person firm or company in any part of the 
United States of America, its territories and depend- 
encies and 


All rights titles benefits privileges advantages interests 
actions claims demands and choses in action of any kind 
whatsoever to which Philips is in any way entitled in 
any part of the United States of America, its territories 
and dependencies and whether arising under or by virtue 
of any contracts agreements deeds arrangements assign- 
ments notes bills bonds securities obligations and en- 
gagements or otherwise, 


ToceTHER WiTH 


The appurtenances and all the estate and rights of Philips 
thereto; 


To Have anp To Hotp all and singular the above granted 
and described Property unto the Trustee, its successors 
and assigns, IN TRUST, nevertheless, for and upon the 
uses and purposes and subject to the terms, conditions and 
powers set forth in said Main Indenture and to be added 
to the Trust funds thereby conveyed and to be administered 
as a part thereof. 


Ix Wrrxess Wueneor, these presents have been duly ex- 
ceuted by the duly authorized officers of Philips at 


20 


303 Eindhoven on the Sth day of April, 1940, and by the 
Trustee at Hartford, Connecticut, on the 15th day of 
May, 1940. 


N. V. Pures’ 
Gloeilampenfabrieken : 
In accordance with their regulations. 


N. V. Pures’ 
Gloeilampenfabrieken : 
(s) P. F. S. Otten 
(s) H. F. v. Walsem 
(s) D. J. Sannes. 


Signed, sealed and delivered 
by in the presence of: 


Dr. H. F. van Walsem 
Managing Director 
29, Emmasingel 
Eindhoven 


Dr. D. J. Sannes. 
Company Secretary 
29, Emmasingel 
Eindhoven 


Hartrorp Nationa, BaNk AND 
Trust CoMPANY 


By (s) Maynard T. Hazen 
Vice President 
and 
(s) William B. Dana 
Vice President 


May L. Fanelli 

Helen E. Stewart 
As to 

MTH and WBD 
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312 Exhibit 3 
HERTZ 


Dr. Gustav Ludwig Hertz was a regular salaried member 
of the N. V. Philips’ Glocilampenfabrieken organization 
and worked in the Philips Laboratories from April 1, 1921 
to November 30, 1925. Dr. Hertz was awarded the 1925 
Nobel Prize in Physics (see World’s Almanac) probably 
completely or partially for his work while with Philips. 
He then went to Germany where he taught and wrote about 
his work at Philips until the late thirties. As Hertz was 
Jewish, the Nazi regime drove him into semi-hiding in the 
Siemens and Halske organization where he remained during 
World War II. After the war he was kidnapped, lured or 
otherwise convinced into Russia and, it is rumored, died or 
was killed there. The dates particularly of his laboratory 
work with Philips and Philips’ Hertz patents are important. 


In the Philips Laboratories, supported by Philips private 


risk capital and the equipment of one of the greatest labora- 
tories of its kind in the world, Dr. Hertz studied principally 
matters later of great importance in nuclear physics and 
physical and chemical processes pertaining thereto. Im- 
portant studies, in collaboration with other Philips scien- 
tists, were in the diffusion methods of separating gases. 
In the description of one of the patents assigned and owned 
by Phillips on an exclusive basis—British Patent 266,396 
(see Exhibit 2) page 1, lines 12 to 15—it is stated that a 
gas mixture could be separated by leading it through a 
porous barrier or into a gas current, as in both cases sep- 
aration occurs when one of the components of the gas 
mixture to be separated diffuses into or through a third 
body. Basically, the separation process is the same whether 
this body is solid or gaseous. 


313 Hertz worked, developed and improved these 

methods which up to and including today, as far as 
we know, are the only practical methods for separating 
gases and especially isotopes in gaseous form by diffusion. 


a 


In the patent above mentioned, page 5 and following, cas- 
cade and recycling methods being an important step in this 
Hertz development work are fully described. 


The use of an opposite gas current which can be con- 
sidered as a barrier and is referred to in Hertz’ original 
patent (US Patent 1,498,097, page 1 lines 51-60, Exhibit 4) 
as a diffusion path for diffusion separation was not known 
before Hertz developed it in the Philips Laboratories with 
the cooperation and support of Philips. His invention in 
this respect, as stated in the patents, was based on an 
entirely new principle. The use of the porous wall for 
separating gases was known in general (Aston Philosoph- 
ical Magazine, Volume 39, 1920, Pages 449-455—Exhibit 
3a). On page 450 Aston states that the diffusion methods 
were more hopeful than the experiments on fractional dis- 
tillation, but that on the other hand a more elaborate auto- 
matic apparatus gave very disappointing results. His 
conclusion on Page 451 finally is, that ‘‘the diffusion results 
are positive, but too small to be conclusive.’’? Hertz im- 
proved and developed the processes and the apparatus in 
the Philips Laboratories on the gas current and/or porous 
wall methods by ingenious inventions. Philips filed a patent 
application on the gas current or the initial barrier method 
in Holland on April 19, 1922 (Dutch patent 12039), U. S. 
patents 1,486,521 (Exhibit 5) and 1,498,097 (Exhibit 4), 
Canadian patents 240,645 and 242,658, British patent 196,- 

560 (patents also granted in Germany, Sweden, 
314 Switzerland, France, Spain, Belgium and Austria). 

U. S. patents 1,498,097 (Exhibit 4) (page 2 lines 57- 
63 and 89 to 93) and 1,486,521 (Exhibit 5) (page 2 lines 
60-65 and 91 to 95) specifically mention the principle of 
improving the method by using the cascade or recycling 
apparatus. Further it is important to note that in both 
patents (1,498,097 (Exhibit 4) p. 2 lines 82-84 and 1,486,521 
(Exhibit 5) p. 2 lines 85-87) Hertz touches upon the use of 
a porous body. 
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Following the original steps in his invention, Hertz con- 
structed an apparatus for one stage separation, and Hertz 
and Philips gained practical experience in the art at con- 
siderable cost. Description and claims of the patents men- 
tioned above describe and protect this process and appa- 
ratus, a major contribution to the art and basic research 
to be later exploited behind the screen of secrecy by the 
early studies of the United States, Britain and Canada. 
With one step apparatus gas mixture could be separated 
containing components with a substantial difference in 
weight, whereas with recycling and cascade apparatus sep- 
aration was possible of isotopes of the same element, having 
as a matter of fact only slight differences in weight. The 
process described in Philips’ above mentioned patents were 
used by Hertz in separating a gas mixture of neon and 
helium into their components. U.S. Patent 1,498,097, Page 
2 beginning with line 20—Exhibit 4. 


Hertz described this process and practically the same 
apparatus as mentioned above, in an article he wrote while 
at Philips (Zeitschrift fur Physik, Volume 19, 1923, certi- 
fied translation, Exhibit 3b). He states in this article that 
he does not believe that a single process would be sufficient 

to separate isotopes in view of the slight difference 
315 of the two or more gases forming the mixture. This 

method was not used by him for isotope separation 
but he obviously intended to use it as his experiments and 
patents contain reference to ‘‘the desirability or necessity 
to place several apparatus in a cascade-like series in order 
to collect the desired gas at the end of the series in a 
sufficiently pure condition.’’ This, as we know, makes the 
practical separation of isotopes possible. 


In the course of work and experiments in the Philips 
Laboratories, Hertz also worked on the already but little 
known method of separating gases by using a porous bar- 
rier consisting of a porous wall (mentioned in Hertz’ #1,- 
498,097 (Exhibit 4) original patent, page 2 lines 82-84), 
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first mentioned but not developed by Dr. Aston. Hertz 
improved this method and developed a cascade apparatus 
with several stages based on the experience gained by his 
first invention, development and equipment under the 
patents described, in which the barrier was an opposite gas 
current. On the porous wall separation using the cascade 
and/or recycling process developed by Hertz, N. V. Philips’ 
Gloeilampenfabrieken filed a Dutch patent application on 
August 21, 1925 (Dutch Patent 18449). Corresponding 
patents were granted in Germany, Austria, Great Britain 
(British Patent 266,396 (Exhibit 2)), Sweden, Norway, 
France, Switzerland, Italy, Spain, Belgium and Canada 
(Canadian Patent 270184). (Parts at issue attached as 
Exhibit 3d.) With this process isotopes in gaseous state 
and with the slightest difference in weight can be separated 
and, as further shown in British Patent 266,396 (Exhibit 2), 
page 7, lines 120-124, Hertz could separate the isotopes 

of the same element, viz. the neon isotopes 20 and 22. 
316 In 1932 Hertz published an article describing a fur- 

ther improvement of his apparatus (Zeitschrift fur 
Physik, Volume 79, 1932, pages 108-121, certified trans- 
lation, Exhibit 3c) based on the same methods and prin- 
ciples described in the patent (British Patent 266,396 (Ex- 
hibit 2)). 


In studying these it is apparent that Hertz during his 
work at Philips concluded that, with the improved appa- 
ratus he developed and described in patents and publica- 
tions, a separation of isotopes of the same element was 
possible. In addition to the U. S. patents and the two 
types of porous barrier and easeade or recycling methods 
being known, used and considered in the earliest studies 
by the U. S. Government after Einstein’s letter to Presi- 
dent Roosevelt in 1939, when separation as well as the 
control and harnessing of fission became a major problem, 
it is clear that the British and Canadian scientists who 
collaborated with the United States from 1939 to 1941 used 
and brought to the United States the art, experience, 
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methods and patents of Hertz’ further developments of 
the porous barrier and cascade or recycling methods. While 
there might probably be compensation and/or royalties due 
Philips for use of the U.S. Patents 1,486,521 (Exhibit 5) 
and 1,498,097 (Exhibit 4), which did not expire until March 
11, 1941 and June 17, 1941 respectively (especially on the 
basis of the policy enunciated in the Atomic Energy Act 
of 1946 wherein the license or right to use an invention or 
patent in this field in research or in the laboratory calls for 
compensation), it is far better, due to the confusion on time 
and also that no U. S. patent was taken out on the improved 
porous wall and cascade or recycling combination, 
317 to request an award and credit for these major 
contributions. 


While there is no doubt that great problems had to be 
met in the gigantic effort of rapid wartime progress in 
beating the Germans to the atom bomb and need of great 
secrecy, there is no question that an award is due on the 
contribution by Philips with respect to the art, experience 
and developments and inventions, particularly with respect 
to the gas current or porous wall barrier and cascade or 
recycling methods used in the first stages of the evaluation 
and experimentation—1939-1942—in the Manhattan Project 
—1942-1946—and by the Atomic Energy Commission—1946 
to the present in the separation of isotopes, especially of 
the important separation of uranium 235 and 238. Not- 
withstanding improvements, developments, practical engi- 
neering and the many chemical, mechanical and electrical 
problems solved there can be no room for doubt that the 
basic principles and the basic patents and inventions as a 
result of the basic research of Hertz and the Philips labora- 
tories were vital and important contributions to U. S. 
leadership and attainments. 


The Smyth Report published in 1945 was made available 
to the public through the Government Printing Office in 
1946. This official and authorized publication of the Man- 
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hattan Project specifically covering U. 8S. effort from 1940 
to 1945 states conclusively that important contributions in 
the discovery of uranium fission—neutron chain reactions 
and a method of slowing down neutrons—were attributable 
to Fermi and his colleagues from 1934 on. Especially the 
method of slowing down neutrons (Fermi, et al. patent) is 

connected with and owned at least in part by Philips. 
318 In other words, according to the Smyth report it is 

clear that ‘‘the possibility of achieving a controllable 
reaction using slow neutrons or a reaction of an explosive 
character using fast neutrons’? which initiated the entire 
effort in 1939 and 1940 was as to the slowing down phenom- 
enon based on the so-called Fermi patents involving Philips. 


Among the major problems as stated in Chapter II of 
the Smyth report entitled ‘Statement of the Problem” was 
the chain reaction problem finally solved by the Nuclear 
Reactor or pile with a moderator based on the so-called 
Fermi patent or patents and next in importance was the 


separation of the necessary isotopes. The Smyth report 
states ‘‘the relatively small difference in mass between 
the two isotopes (U235 and U238) makes separation diffi- 
eult.”? In fact, in 1940 no large scale separation of iso- 
topes had ever been achieved except for hydrogen whose 
two isotopes differ in mass by a factor of two. Neverthe- 
less the possibility of separating 0235 was recognized 
early as being of the greatest importance, and such sepa- 
ration was, in fact, according to the Smyth report and 
Dean’s book ‘‘Report on the Atom’’, one of the major lines 
of Project effort during the five years (1940-1945). It is 
to be noted that separation therefore must have been con- 
sidered in the preliminary work and study of the committee 
appointed by the President in 1939 leading to the effort 
and result known to the world. It is also important to note 
that there was close collaboration with the British beginning 
in 1940 which also brought Philips improved know-how, 
contributions, patents and certain equipment to the U. S. 

effort. English scientists visited the U. S. and U. S. 
319 scientists visited England in this early period. 
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The Smyth report goes on to state in Chapter IV (page 
38) that the following questions were most important in 
early 1940: 


“<(1) Could any circumstances be found under which chain 
reaction would go? 


“©(2) Could the Isotope 235 be separated on a large scale? 


“¢(3) Could moderator and other materials be obtained in 
sufficient purity and quantity?”’ 


It is noted that Philips had prior to this time and to 
World War II possessed or attained at least some if not 
the most important basic principles, methods and patents 
on all of these questions. The Fermi patent or patents 
with respect to question (1) the Hertz patents or develop- 
ments with respect to question (2) and the developments 
and patents with respect to the purification of certain 
metals and elements in a pure state of Van Arkel and de 
Boer, ete. for question (3). 


However, following through only on the matter of the 
Hertz patents the Smyth report in dealing with the subject 
of (2) Isotope Separation further shows the importance 
of this by stating (page 46) ‘‘we have made it clear that 
the separation of U235 from U238 might be fundamental 
to the whole success of the project.’”? A summary on page 
46 definitely established the fact that the U.S. Government 
after a careful review of all means and work in 1940 and 
1941 concluded the most promising methods for the sepa- 
ration of large quantities of U235 and 0238 were either by 
use of the centrifuges or by the use of diffusion through 
porous barriers (Hertz). In addition, successive stages 

or the cascade method (Hertz) was used. By De- 
320 cember 1941 both methods had been experimentally 

demonstrated together with the cascade theory ac- 
cording to Smyth. 


Therefore, it seems from the above that there can be 
little doubt that prior to the expiration of the U. 8. Hertz- 
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patents, the U. S. atomic project had used features of the 
process and apparatus described and claimed therein. Be- 
sides there can be no doubt of the use of the improvements 
of the porous barrier and cascade or recycling methods in 
England and therefore there can be no question of an award 
for Philips’ contribution through both the development of 
the barrier and cascade principles of diffusion which were 
so important in the earlier period of the project and are 
still used today. 


The Smyth report specifically mentions that the British 
contributed to the project and it has been shown that the 
improved porous wall and cascade methods of the Hertz 
patents were known in England in 1926. With respect to 
the particular problem of diffusion separation, Smyth on 
page 126 states that ‘‘reports received from the British and 
the visit by the British in 1941-1942 clarified a number of 
points.”’ 


The Smyth report devotes further chapters to the sepa- 
ration of Isotopes—Chapter IX on general discussion of 
the separation of Isotopes and Chapter X on the separa- 
tion of uranium Isotopes by gaseous diffusion and Chap- 
ter XI on the Electromagnetic Separation of Uranium 
Isotopes. 


On Page 116, Smyth actually mentions Hertz as follows: 
“Later G. Hertz and others by operating multiple stage 
recycling diffusion units were able to get practically com- 
plete separation of the neon isotopes. Since the multiple 
stage recycling system is necessary for nearly all separa- 
tion methods, it will be described in some detail.’”” No 

mention, however, is made that the Hertz patents 
321 were developed, completely financed and owned by 

Philips covering the ‘‘gas current’’ and/or ‘‘porous 
wall’’ barrier and the cascade or recycling methods. 


Further proof of the use of at least some of the princi- 
ples of Hertz by the U. S. prior to the expiration of the 
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U. S. Patent is made again clear by the fact that on Page 
127, Smyth states that ‘‘in December, 1941 the theory of 
isotope separation by gaseous diffusion was well under- 
stood.’? According to the Smyth Report, Page 125, ‘cin 
February, 1940... a group of scientists working (in the 
first U. §. atomic research project) under the leadership 
of Dunning became more interested than ever in the large 
seale separation of the uranium isotopes 234, 235 and 238 
_. . the diffusion method was apparently first seriously 
reviewed by Dunning in a memorandum to G. B. Pegram 
which was sent to J. L. Briggs in the fall of 1940. The 
memorandum summarized preliminary investigations that 
had been carried on... Work was accelerated in 1941 
with financial help provided by a contract that H. C. Urey 
had received from the Navy for the study of isotope sepa- 
ration... An OSRD contract (OEMsr-106) calling spe- 
cifically for diffusion studies went into effect on July 1, 1941 
and ran for a year. The work continued on an expanding 
scale.” Further proof of the importance of the Hertz 
patent prior to the expiration of the U. S. Patents is the 
fact that the Smyth Report further states that ‘‘by the end 
of 1941 the possibility of separating the uranium hexa- 
fluoride (the process gas) had been demonstrated in prin- 
ciple by means of a single stage diffusion unit employing 
a porous barrier.’? Quoting again from the Smyth Re- 
port, ‘‘Harly in 1942... the M. W. Kellogg Company was 

brought in to develop plans for large-scale produc- 
322 tion of diffusion-plant equipment and eventually to 

build a full-scale plant.’’ It is reasonable to believe 
that all of the experimental work and development work 
prior to this time, and the actual plans or the basis for the 
plans for the first full-scale plant, were based on the Hertz 
patents prior to the expiration date of the patents. (The 
Atomic Energy Act clearly establishes compensation for 
research and laboratory use of a patent in this field.) In 
addition, further work done can leave no doubt of the vital 
and basic importance of the Hertz inventions, developments 
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and patents. However, it is preferred, especially in light 
of the later improvements by Hertz, to apply for credit and 
an award rather than for both compensation and award. 


In the ‘‘Report On The Atom’”’, published in 1953, Pages 
58 and 59 (Exhibit 3e), Gordon Dean, former Chairman of 
the United States Atomic Energy Commission, states that 
the electromagnetic separation, although tried at the cost 
of the $350,000,000 plant at Oak Ridge, was abandoned for 
a ‘“‘newer process called ‘Gaseous diffusion’ that is still 
used today in the great plants now built or building at Oak 
Ridge, Paducah and Portsmouth in which the government 
has invested slightly more than $300,000,000.’’ He then 
describes the porous wall and cascade or recycling method 
of Hertz by stating that the basic idea is ‘‘uranium in 
gaseous form is simply pumped through a series of ‘Sieves’ 
called barriers and the lighter atoms of U235 are gradually 
concentrated and taken off at the end of the line.’’ 


It is interesting to note that Franco Rasetti, one of 


Fermi’s associates or co-inventors in the so-called Fermi, 
et al. patents, which is the basic discovery or patent lead- 

ing to the nuclear reactor, in his ‘‘Elements of Nu- 
323 clear Physics’? (Published in London in 1937) (Ex- 

hibit 3f) states that (pages 162 and 163) ‘‘for all 
other elements there arises the problem of artificial sepa- 
ration of the isotopes ... up to the present time adequate 
results have been attained in only a very few cases. Hertz 
by an ingenius application of the principle that the different 
isotopes of a gas diffuse with slightly different velocities 
has succeeded in obtaining in a few cases a complete sepa- 
ration.’’ 


Further proof of the importance of Philips’ contribution 
to the art specifically with respect to the basic Hertz in- 
ventions, principles, developments and patents is the Na- 
tional Nuclear Energy Series, published by the AEC. One 
of the seven divisions in which these 60 some odd books 
will be grouped is devoted to Gaseous Diffusion Project. 
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One other group involves evidently all other special sepa- 
ration projects. In the gaseous diffusion project group 
there will evidently be at least 16 volumes, for Vol. 16 
‘“‘Bngineering Developments In The Gaseous Diffusion 
Process’? has been released (1950) through McGraw-Hill 
Book Company and leaves no doubt with respect to the 
great progress and credit by U. S. effort in this process 
based on the Hertz principles to volume and industrial use. 


Source Book on Atomic Energy by Samuel Glasstone, 
Consultant to the Atomic Energy Commission, published 
in 1950, has this to say with regard to the No. 1 solution of 
the No. 2 problem of the entire atomic effort as stated by 
Smyth and referred to on pages 6 and 7 of this supple- 
mental claim (see Glasstone, page 200, paragraph 8.76) 
(Exhibit 3g): ‘‘Historically the first successful method 
for the enrichment of isotopes, and one which is still of 

prime importance, made use of the different rates of 
324 diffusion of gases through a porous barrier... 

Since the early years of the nineteenth century it 
has been known that the rate of diffusion of a gas is uni- 
versely proportional to the square root of its density ... 
This fact was utilized in 1913 by F. W. Aston to otbain a 
partial separation of the isotopes of neon... (Page 201, 
8.79). In order to improve the efficiency of the diffusion 
process, G. Hertz of Germany introduced im 1932 the “*Cas- 
cade’’ principle with recycling, which may be illustrated 
by means of the diagram in Fig. 8.6 (Page 201). A number 
of units are shown each containing a porous diffusion 
barrier represented by a broken line.”’ 


For further proof of definite application, end of Page 
201, 8.81, Glasstone states that: 


“Utilizing some form of the diffusion method, a num- 
ber of investigators, both in Europe and America, 
achieved partial separation of the isotopes of hydrogen, 
carbon (in methane), nitrogen, oxygen, neon and argon. 
But the most remarkable application of the diffusion 
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procedure is the concentration on 2 large scale of the 
235 isotope of uranium, present to the extent of 9.72 
per cent in ordinary uranium. The process was de- 
veloped in the United States during World War II, 
and has been in successful operation since the spring 
of 1945.”’ 


Glasstone goes on to show clearly that the Hertz method 
was used as the basis for separating the isotopes of uran- 
ium and on Page 9203 following the diagram referred to 
above, inserts 2 picture Fig. 8.7 showing “part of the plant 
for the separation of U235 by gaseous diffusion at Oak 
Ridge, Tenn.’? Of course, it can be easily proven that 
Glasstone is incorrect in giving «619327? instead of 1922 
and 1925 as the date of Hertz developments and is mislead- 
ing in referring to G. Hertz of Germany without mention- 
ing Philips of the Netherlands, just as Gordon Dean was 

wrong in calling the gaseous diffusion method a 
325 ‘‘newer process’’, inadvertently intimating that it 

was based on a new Manhattan Project or Atomic 
Energy Commission invention or patent. 


The cascade or recycling principle and the porous dif- 
fusion barrier are both in the patents applied for April 19, 
1922, U. S. Patents 1,486,521 (Exhibit 5) and 1,498,097 
(Exhibit 4) and the improvements in the second Dutch 
Patent applied for on August 25, 1925. The methods and 
apparatus are covered by exclusive Philips patents and 
were the result of work in the Philips Laboratory beginning 
April 1, 1921. The book by Glasstone also proves that prior 
to 1942 the Hertz principles have been used, checked, estab- 
lished and form part of the necessary elements resulting 
in the ‘‘all out effort’’, and the Manhattan Project. Here 
we also find incontestable proof of the importance of Philips 
contribution, for which due credit and an award are forth- 
coming as here also investment of private risk capital and 
use of commercial laboratories in the free enterprise system 
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without U. S. Government or any government subsidy or 
financial aid contributed to the progress. 


Just as long as the United States Government used the 
inventions, developments and contributions of Philips to 
the art for purely military purposes and to save the free 
world, including the United States and the Netherlands, 
from oppression and conquest by Nazi Germany, and as 
long as said use was by force of necessity behind the sereen 
of great secrecy, Philips had no oceasion, cause, evidence 
or inclination to make any claims. Philips could not fore- 
see the end of or any change in the free enterprise system, 
and could not foresee that a government would take over 
completely a new industry and produce isotopes for com- 
mercial sale on a non-profit basis, as well as making avail- 

able to all favored persons or companies unlimited 
326 and unrestricted licenses for the commercial ex- 
ploitation of the inventions, contributions, patents, 
property, ete., for the production of power and other com- 


mercial and industrial benefits without fair payment to 
Philips. Nor was Philips sure of the exact use of its many 
contributions to the art, and its inventions, developments, 
equipment, patents, properties, etc. 


Based on the alleged settlement of the Fermi, et al. claim 
with the original inventors and the Giannini Company 
without consideration for Philips rights and with the publi- 
cation of more and more books. and with the lifting of the 
secrecy restrictions on much of the information, and above 
all on the entrance of the Atomic Energy Commission into 
the industry, its free licensing, its allocation of contracts to 
other commercial companies in which said companies, as 
declared by Gordon Dean, were interested in ‘‘future 
profits’’, even though the immediate profits might be only 
$1.00 per year, it became apparent that Philips had to make 
a claim not only to protect its rights, but to protect the 
basic principles of the free enterprise system. If the 
Atomic Energy Commission desires to give away any com- 
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mercial rights which it has appropriated by the Atomic 
Energy Act and desires to participate and compete in the 
commercial exploitation of this industry, Philips believes 
that, based upon the democratic and free enterprise system, 
and based upon the policies enunciated in the Atomic 
Energy Act, it should give Philips proper credits, compen- 
sations and awards. 


Philips would also like to call attention, in connection 
with this claim, to the fact that it was further embarrassed 
and handicapped in making any claim before this 
397 time because of recorded refusals of persons identi- 
fied with the original project effort, the Manhattan 
Project and the Atomic Energy Commission, to admit any 
use of any of the discoveries, inventions, contributions 
and/or patents of Philips. 


The amended claim, in addition to adding further in- 
formation and facts bearing on the general claim already 
submitted, is particularly aimed at establishing the merits 
of a claim for specific contributions directly tied in with 
the solution of question No. 2 and No. 3 in the official 
summary by H. D. Smyth of the three basic problems in 
the entire atomic project; and in this part of the amended 
claim specifically, Philips’ contribution to the most im- 
portant separation process still being used today by the 
AEC, and more specifically the result of considerable 
financial investment by Philips and of the work by the 
Philips Laboratory and one of its scientists, Gustav Lud- 
wig Hertz, from April 1, 1921 to November 30, 1925, in 
developing the principles used in gaseous diffusion. 
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391 Exhibit 12 
METALLURGY 


Metallurgy has played a most important part in the 
atomic program of the U.S., from the initial projects from 
1939 to 1943, through the Manhattan Project from 1943 to 
1947, and even more so since 1947 to the present with re- 
spect to the work of the Atomic Energy Commission. 
Today the role of metallurgy in the development of atomic 
power is outstanding. More and more attention is paid 
to metallurgy in all atomic projects. Among the rare 
metals and elements particularly involved, which for one 
reason or another must be refined or produced with an 
ultra high degree of purity, are zirconium, titanium, 
hafnium, boron, chromium, vanadium, ete. 


Tt can be proven that in the field of the processing of 
metals and elements to bring them to a pure state and the 
metallurgy of rare metals, the work of Philips laboratories 
was outstanding and a subject of major investment of 
private risk capital from the early ’20s. Great scientists, 
such as de Boer, Van Arkel and Fast, working for Philips, 
supported by risk capital of Philips and without the sup- 
port of or investment by the U. S. Government or any gov- 
ernment, made outstanding contributions to the field of 
metallurgy of rare metals and in the purification of certain 
elements. 


While some of these inventions, developments and pat- 
ents were by agreement licensed to American companies 
for use in the United States, all of these licenses were 
limited. In order to make this matter clear we will cover 
same here. Foote Mineral Co, of Philadelphia were given 
an exclusive license for certain patents which we are dis- 
cussing here, not for any use or application, but merely for 
the manufacture of the metals as such. Licenses under the 
respective patents were also granted to the radio group 
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under the 1925 radio agreement for application in the 
392 radio field and to International General Electric, in 

so far as the lighting field was concerned. No 
licenses were granted in the atomic or nuclear field, and 
therefore the Atomic Energy Commission for itself, the 
Manhattan Project and/or the earlier U. S. efforts or proj- 
ects have to account to Philips as far as they made use of 
the patents. And by the same token Philips must look to 
the U. S. Government and particularly to the Atomic 
Energy Commission for proper credit, just compensation 
and awards for the developments, inventions and patents 
involved. 


Due to the fact that the metallurgy of rare metals is 
today perhaps even more important than in the earlier days 
of nuclear physics, and because a great deal of work now 
being carried on by the Atomic Energy Commission is 
highly classified and has not been declassified, it is not the 
purpose of this claim to endanger the security of the U. S. 
or the security of any classified work conducted by the 
Atomic Energy Commission. We can only make a general 
claim, namely, that today great development is being made 
with respect to atomic power for commercial uses as well 
as military, whether it be for airplane, submarine, pass- 
enger ship, battleship or industrial power. However, the 
basis or key to all these is that ‘‘power reactors must be 
as compact as possible. This means that the heat genera- 
tion per unit volume of reactor core is many times greater 
than is employed in standard power plants. As a result 
the heat transfer rates, temperature gradients, and thermal 
stresses are much larger than those encountered in con- 
ventional heat engineering in addition to abuse by fission 
fragments and high velocity neutrons . . . Obviously it is 
wise to use low cross section material inside the reactor 
whenever possible in order to have a low critical area.”’ 

(Kaufman—‘‘The Role of Metallurgy in the De- 
393 velopment of Atomic Power’’—AEC Metallurgical 
Project MIT February 15, 1952). 
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This leads us of course to rare metals and particularly 
to the processing of metals and elements to bring them to 
a pure state. 


There is also the ever increasing problem of corrosion. 


With this general introduction, we here list the Philips 
contributions, inventions and patents in this field and state 
that as far as we can ascertain these have been and are 
being used by the early U. S. atomic projects, the Man- 
hattan Project and the Atomic Energy Commission; in 
some cases prior to the expiration of the U. S. patents in- 
volved, in which case compensations are due. In other 
cases where use was first made, or is now being made, after 
the patents expired, awards are claimed under the Atomic 
Energy Act of 1946. 


With respect to titanium, zirconium and hafnium, the 
preparation of these involve the methods found and de- 
veloped by Philips (Van Arkel, de Boer and Fast). Gordon 


Dean mentions on page 269 of his ‘‘Report On The Atom’”’, 
‘experimental amounts of rare metals used in atomic 
energy research’’, and ‘‘representation of the skill and 
production potential of Holland is the Philips Company of 
Eindhoven.’’ In the National Nuclear Energy Series, IV- 
19B (‘‘The Chemistry and Metallurgy of Miscellaneous 
Materials, Thermodynamics’’), references are made on pp. 
125, 126, 221 and references listed which in turn deal with 
the ‘‘hot-wire studies’? of Fast and de Boer. 


It is alleged that Philips’ methods have been and are 
being used. 


The first invention, discovery or method at issue was 
filed in the Netherlands on May 18, 1923—Dutch Patent 
16794, British Patent 216160, U. S. Patent 1,794,810 

394 (Exhibit 6), which expired March 3, 1948. As will 
be apparent from the claims and description of the 

U. S. Patent, the subject matter in general is a cathode for 
electric discharge tubes which surface consists of a nitrate 
of zirconium, titanium and/or hafnium. This coating may 
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be manufactured by vaporizing and reducing a halide of 
these metals with a reducing agent. This patent may be 
considered as basic and preliminary and does not involve 
the manufacture of pure ductile metals from iodides with- 
out using a reducing agent. 


For this method, the first step, development, invention 
and/or patent by Philips was applied for on March 14, 1925 
—Dutch Patent 16957, British Patent 249067, U. S. Patent 
1,671,213 (Exhibit 7), which expired May 29, 1945. This 
patent covered the preparation of ductile zirconium, haf- 
nium, and other metals as described. 


A further invention, development and/or patent by 
Philips and its scientists of even greater importance in this 
field is described in Dutch Patent 18395, covered by U. S. 
Patent 1,709,781—which expired April 16, 1946—(Exhibit 
8), in which the preparation of ductile zirconium, hafnium 
and other metals is further described. 


Besides rights on the application of this “hot wire’’ 
method on the zirconium and hafnium group, Philips also 
developed and patented methods for the preparation of 
boron, chromium and vanadium. 


For boron, the original filing in Holland was October 5, 
1925 (19624); U. S. Patent 1,774,410—expired August 26, 
1947. (Exhibit 9). 


For chromium, the original filing in Holland was June 

14, 1928 (23763) (Exhibit 20f) ; no U.S. Patent, but 

395 British Patent 321,914—for award only. (Exhibit 
10). 


For vanadium, the original filing in Holland was June 
14, 1928 (23765) ; U. S. Patent 1,891,124—expired December 
13, 1949. (Exhibit 11). 


Van Arkel, de Boer and Fast made several publications. 
A series of articles was written in Zeitschrift fur anor- 
ganische und allgemeine Chemie, viz.: 


Band 148, 1925, pages 345-350) mentioned on page 189 of 
‘¢ 153, 1926, “‘ 1-8 ) the book in the Nuclear 
187,1930, ‘¢ 177-189) Energy Series, IV-19B. 


187, 1930, ‘‘ 193-208) 


239,1938, ‘‘ 145-154) mentioned on page 188 of 
the book in the Nuclear 
Energy Series, IV-19B. 


941,1989, ‘‘ 42-56 


The first mentioned paper deals with the preparation of 
titanium, zirconium, hafnium and thorium metal, especially 
from halide components with reducing agents. At the end 
of this paper (page 348) the authors state that by using 
the iodide of these metals the preparation of the pure metal 
may be possible without using a reducing agent. This 
method has been described in further details in the second 
paper (Band 153, 1926) from which article the main 
features of the process can be deduced consisting in that 
the iodide is formed and dissociated in the same vessel; 
the iodine vapor formed reacts again with the zirconium 
powder in the vessel. The reaction takes place without 
using any reducing agent, heat is generated by heating the 
tungsten wire, on the surface of which the pure metal 
precipitates; this is indicated in ‘‘Nucleonies’’ July 1953, 
page 30, as ‘‘the iodide or hot wire process.’’ The third 
and fourth paper mentioned above are probably interest- 

ing as to special details in connection with the form- 
396 ing of special components, but they do not give any 

principles going further than already mentioned in 
the 1926 paper. The fifth paper (1938) describes the 
forming of special zirconium iodides by heating zirconium- 
tetraiodide with zirconium metal. 


From all these papers it is obvious that Philips; 1e., 
Van Arkel, de Boer and Fast, were responsible for the 
principle development work in the preparation of purifica- 
tion of several metals and/or elements, as explained in 
‘¢Nucleonies.”’ 
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448 Exhibit 20 
PENNING 


Before 1934 and while the work of Fermi and his asso- 
ciates was progressing in Italy, aided by prior Philips’ 
contributions to the art and later connected with Philips, 
and after the work of Hertz on diffusion methods of sep- 
arating isotopes, the Philips Laboratories were busy with 
many developments and laboratory work supported by their 
own risk capital; involving such scientists as F. A. Heyn, 
A. H.W. Aten, C. J. Bakker, A. Bouwers, A. Kuntke and 
de Groot, all of whom contributed to the art. 


As far back as 1925, another Philips scientist, Dr. F. M. 
Penning, assisted by J. H. A. Moubis—also a Philips scien- 
tist—started working on gas (and/or electron discharges 
and electron discharge) tubes. Definite developments be- 
gan to be evident in 1935. In 1937, a Penning invention 
and development, the so-called Philips Ionization Gauge, 
was patented in Holland and was described and claimed 
in principle in the U. S. Patent 2,197,079, granted April 
16, 1940 and not expiring until 1957. ( Exhibit 13). The 
uses of this development, invention or apparatus and the 
patent, and the further work of Penning and Philips as 
represented by U. S. Patents 2,211,668 (Exhibit 14), 
2,182,736 (Exhibit 15) and 2,431,887 (Exhibit 16) are 
many. Due to the difficulty of knowing any and all activi- 
ties and uses in the Atomic Energy Commission, in the 
Manhattan Project and in the preliminary project efforts 
of the National Research Counsel and the Office of Scien- 
tific Research and Development, due to the fact that all 
has not yet been declassified and published, this claim 
makes no pretense of covering everything, but will merely 
touch upon the very general categories, it being solely 
within the knowledge of the Atomic Energy Commission as 

to the uses made thereof to make a settlement for 
449 same, and reserve for some future time a discussion 
with regard to any other uses not known and not yet 


declassified, unless, of course, a complete settlement on this 
entire claim is reached. 


The work of Penning and his co-workers at Philips re- 
sulted in inventions, developments and/or patents and/or 
equipment having the following, but not all inclusive uses: 


1. measuring vacuums (low pressures), 

. gettering gases, 

. leakage detector, 

. radiation detector by use of copper cathodes, 


as an ion source (especially for neutron excitation 
without needing pumps or pump installations), 


as a neutron source without needing pumps or pump 
installations, 


. producing and transporting electrons, 
. rectifying, 
. electrically heating materials. 


The first above listed use of the Penning patents, inven- 
tions and apparatus is in the measuring of vacuums or 
very low pressures as covered in the above mentioned U. S. 
Patent 2,197,079 (Exhibit 13) (Dutch Patent 79983, British 
Patent 474845; other patents existing in Germany, France, 
Austria and Italy). 


The importance of this instrument is easily proven by 
many publications of the Atomic Energy Commission, in- 
cluding specifically the book on vacuum equipment and tech- 
niques by Guthrie and Wakerling, published by McGraw- 
Hill Book Co., Inc., in 1949, pp. 105-106 and pp. 128-137. 
(Exhibit 20a). This book is in the National Nuclear 
Energy Series. Of course, it is recognized that in this field 
Philips licensed three commercial organizations in the 
United States who have the right to manufacture and sell 
the patented equipment in the assigned scope; ie., to meas- 
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ure vacuums or gas pressures. However, the first, Dis- 

tillations Products, Inc., a subsidiary (later a divi- 
450 sion) of Eastman Kodak, was not licensed until May 

1, 1945 (Exhibit 17), the second, Consolidated Engi- 
neering Corporation, was licensed from August 15, 1951, 
taking over from Distillations Products, Inc. (Exhibit 18), 
and the third, Litton Engineering Laboratories, was not 
licensed until August 1, 1952 (Exhibit 19). All three were 
licensed only for purpose number 1; namely, for measuring 
vacuums or ‘“‘measuring gas pressures.” 


There is evidence, however, that in the original atomic 
projects and in the Manhattan Project this patent and/or 
equipment based on this idea, invention, development and/ 
or patent were used prior to May 1, 1945, and therefore 
not through any licensees. Royalties received from all 
U. S. licensees were as follows: 1945, $250.; 1946, $500.; 
1947, $1,822.71; 1948, $2,627.74; 1949, $2,014.56; 1950, 
$2,852.15; 1951, $5,126.19; 1952, $9,599.61, and 1953, 
$7,161.63. 


It is believed that these royalties represent the proper 
and true use of the inventions, developments and patent, 
or equipment based on same, in so far as the licensees and 
the scope of their licenses are concerned only, and only 
from 1945 or perhaps only from 1947 to the present. How- 
ever, it is believed that the preliminary United States 
atomic projects and the Manhattan Project used the inven- 
tions, developments and patent prior to 1945 before there 
was any United States licensees and without payment or 
compensation directly or indirectly to Philips. There is 
also reason to believe that since 1945 to and including the 
present, the Atomic Energy Commission is using the inven- 
tions, developments and patent, or equipment based on 
same (even in the first field; namely, the measuring of 
vacuums), not exclusively through licensees and through 

commercial purchase of gauges and tubes from the 
451 licensees, and in many cases without payment or 
compensation to Philips. It will, therefore, be a 
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matter of accounting by the Atomic Energy Commission, 
subject to some neutral and secure check, due to the fact 
that security considerations may make it impossible for 
applicants to examine all Atomic Energy Commission 
plants, installations, laboratories, contractors, etc., for the 
quantities of equipment, gauges, tubes, etc., manufactured 
or otherwise laboratory fashioned by the Atomic Energy 
Commission or its contractors or subcontractors (other 
than those purchased from the licensees), with respect to 
the extent and nature of the use of the applicant’s patent, 
inventions, developments and type of equipment. 


It is to be noted, however, that here at least there is 
some measure of compensation or award, first because of 
the contribution to the art making possible the final accom- 
plishments and the introduction of a new era or epoch in 
human progress. There seems no question that any or all 
applications and/or equipment built by or for the Atomic 
Energy Commission, based upon the Penning patent in the 


field of vacuum measurement, should involve compensa- 
tion to Philips, except, of course, equipment sold to the 
Manhattan Project and/or the Atomic Energy Commission 
by the Philips licensees under the scope of their licenses 
(vacuum measurement only) and where royalties were duly 
paid to Philips. 


With the expansion of the atomic energy program, it is 
believed that the perceptible drop in royalties from these 
licensees between 1952 and 1953 indicates a greater use by 
the Atomic Energy Commission of the gauges, tubes, etc., 
produced in violation of the patent by itself and/or by or 

through non-licensees. Claim is made on any and all 
452 uses, apparatus or equipment infringing on the 

Philips patent or patents built or used by the Atomic 
Energy Commission and/or any of its installations, labora- 
tories, projects of contractors or subcontractors, etc., ex- 
cept those involving actual purchase from the Philips li- 
censees where royalties were duly collected and/or paid 
and for the limited use and/or scope granted the licensees. 
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It must be remembered that so far reference is only made 
to gauges and/or to tubes sold to the Atomic Energy Com- 
mission for vacuum measurement by the licensees who are 
in the vacuum equipment business or to gauges or tubes 
manufactured by the Atomic Energy Commission or by con- 
tractors of the Atomic Energy Commission or sold to it 
for vacuum measurement in violation of Philips’ patent. 
There seems considerable evidence to show that the AEC 
and perhaps even the Manhattan Project before the AEC 
used the so-called Philips Ionization Gauge or the Philips 
Ionization Gauge type discharge, tubes, ete., for other uses 
enumerated on Page 2 because of other important results 
of the work done by Penning and other Philips scientists. 


One of the most important uses is in the production of 
ions. As is made clear in ‘‘Physica’’, December, 1937 pp. 
1190-1199 (Exhibit 20b), Penning in cooperation with Dr. 
Moubis worked on neutron sources without needing a pump 
installation. They made it possible by using a magnetic 


field to maintain the flow discharge used as ion source at 
a pressure of only 10-3 mms. Here the application to the 
same principle upon which the gauge was based lead to an 
ion source for nuclear physics. On this invention Philips 
filed a patent application in Holland on January 23, 1938 
(Dutch Patent 50,089); in the United States a patent 
was granted under No. 2,211,668 valid to August 13, 1957 

(Exhibit 14). (British Patent 491,766 has been in 
453 force until 1952.) Reference is also made to this 

application of Penning’s work in the above men- 
tioned book in the National Nuclear Energy Series I-1, 
Guthrie and Wakerling ‘‘Vacuum Equipment and Tech- 
niques’’, page 137, paragraph 2: ‘“Besides the use of this 
sort of discharge as a gauge, by use of a slightly different 
anode it becomes a useful source of ions.’’ 


The significance of the above mentioned instrumentali- 
ties can be easily proven, for in almost every plant or 
laboratory of the Atomic Energy Commission, or of its con- 
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tractors, in the past, present and probably in the future, 
and in the publications in the National Nuclear Energy 
Series a general nickname has been used for this particular 
use and/or equipment throughout the United States; 
namely, ‘‘Pig source.’? This nickname refers to the 
“Philips Ionization Gauge’’ and refers to the inventions, 
developments, patents and/or equipment based on the gen- 
eral principles of gas discharge in magnetic fields. It is be- 
lieved that all uses by the Atomic Energy Commission of 
Penning instruments as an ion source and also by any 
other project in the United States atomic program prior 
to the creation of the Atomic Energy Commission should 
result in compensation and awards to Philips, as this 
equipment could not be sold by the licensees as vacuum 
measuring equipment. Because of secrecy and classifica- 
tion problems it is still impossible for the applicants to 
obtain or give any detailed information as to its exact 
use, or the extent of its use, either as an jon source or 
with respect to some other applications and/or uses. How- 


ever, due to the fact that the patents above mentioned have 
still some years to run, there seems no question that 

454 here at least there is definite compensation due and 
to become due. 


Still another and secondary use, as indicated in Chapter 
10 of the National Nuclear Energy Series, pp. 334-341 and 
Chapter 11, pp. 345-369 (Exhibit 20d), and from other in- 
formation obtained, the “‘ Philips Ionization Gauge type dis- 
charge’? involving the Penning patent was evidently used 
by the Manhattan Project and Atomic Energy Commis- 
sion for producing and transporting electrons, as well as 
for the production of ions. Also, according to many indi- 
cations, the patent, theory, development, equipment and/or 
“Pig”? type discharge tube may have been used by the 
Atomic Energy Commission or earlier United States 
atomic projects for other purposes. 


To further prove the extensive investigations made by 
the Atomic Energy Commission and the use at least in 
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research and laboratory work of the developments, inven- 
tions and patent involved, one only has to consider that 
in the National Nuclear Energy Series, Div. I, Vol. 5, ‘‘The 
Characteristics of Electrical Discharges In Magnetic 
Fields’’, an entire Chapter (Chapter 11) is devoted to and 
entitled ‘‘Theory and Operation of the Philips Ionization 
Gauge Type Discharge.’’ (Exhibit 20d). There are even 
indications in the above reference and in papers of the 
Atomic Energy Commission that Philips Ionization Gauge 
type discharge equipment was manufactured both on an 
experimental and a laboratory basis and on a basis for 
actual use by the AEC or by contractors or other persons 
other than the licensees. Westinghouse and General Elec- 
trie are mentioned in one place (page 367—Exhibit 20d) 
as having supplied certain material to the AEC for experi- 
mental work manufacture and/or development of the type 
of equipment by the AEC covered by Philips patents. 


455 There are scientists who believe, but applicants 

are unable without the help and cooperation of the 
Atomic Energy Commission to ascertain the fact, that the 
Penning patent, apparatus and principle were also used in 
connection with the electro-magnetic separation method 
by the Manhattan Project prior to 1945. Based on the 
Smyth Report, it is quite possible that the electro-magnetic 
method which was used, if not favored, at the beginning 
of United States atomic work on the separation of uranium 
isotopes used the Penning principle, equipment and/or 
patent in some form. Tonization gauges are also dealt with 
in general in the National Nuclear Energy Series, Div. IT 
of Vol, 16 (‘‘Engineering Developments in the Gaseous 
Diffusion Process’’). In the National Nuclear Energy 
Series Vol. 3, page 68, in connection with theoretical in- 
vestigations, reference is made to an article describing 
the Philips Ionization Gauge written by its inventors F. M. 
Penning and J. H. A. Moubis (pages 68 and 160-Exhibit 
20c). 


In Division I of Vol. 1 of the National Nuclear Energy 
Series, pages 128-137 (Exhibit 20a above mentioned), the 
Philips Ionization Gauge is fully discussed and explained, 
and on page 131 is a photograph of a ‘‘Radiation Labora- 
tory Philips Ionization Gauge.’’ From the above descrip- 
tion and photograph it is possible that the Radiation Lab- 
oratory of the AEC constructed or manufactured and 
used a gauge along the principles of the Philips apparatus 
as a radiation detector, (purpose No. 4) based on the dis- 
ecoveries, inventions, developments and/or patent; even 
actually identifying said apparatus with the ‘‘Philips’’ 
name and thereby indicating its use and/or connection 
with ‘‘radiation.”’ 


It seems to be important to also stress three other 
456 applications and results of the work done by Penning 
and patented by Philips, which it is believed have 
been used by the Atomic Energy Commission and/or the 
Manhattan Project. These are: the use of gas discharge 
in magnetic fields for rectifying purposes, patented in the 
U.S.A. on December 5, 1939 under No. 2,182,736 (Exhibit 
15)—British Patent 488,886, the application of these dis- 
charges for electrically heating materials, U. S. Patent 
2,431,887 (Exhibit 16) granted December 2, 1947—British 
Patents 544,326 and 614,861. The Penning principle used 
in an apparatus for leak detecting has been filed in the 
Netherlands on March 29, 1949 and patented in Great 
Britain under No. 673,424 (Exhibit 20e)—not filed in the 
U.S.A. Compensation for use would, of course, be due in 
the first two, while an award only would be due for the 
third. 
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513 Exhibit 21 


An agreement made this seventh day of February 1936 
between N. V. Philips’ Gloeilampenfabrieken, having their 
registered office at Eindhoven, Holland (hereinafter called 
“the Philips Company’’), of the first part and G. M. Gian- 
nini & Company Incorporated, a corporation of the State 
of New York, U. S. A. (hereinafter called “the Giannini 
Company’’) of the second part, and Enrico Fermi, Edoardo 
Amaldi, Oscar d’Agostino, Bruno Pontecorvo, Franco 
Rasetti, Giulio Cesare Trabacchi and Emilio Segre, all of 
Rome, Italy, (hereinafter together referred to as ‘‘the in- 
ventors’’) of the third part, 


Wauenreas an invention regarding a process for producing 
artificial radioactivity with slow neutrons (hereinafter 
called ‘‘the invention’’) was made by the inventors and a 
patent was applied for the invention in the Kingdom of 
Italy on October 26th, 1935 privativa No. 324458, and 


Wuereas by an agreement effective October Ist, 1935, 


and set out in the first schedule to the present agreement 
made between the inventors, Mr. Gabriel] M. Giannini of 
New York, U. S. A. and the Giannini Company, the Gian- 
nini Company was authorized by the inventors to sell or li- 
eense the invention for any country of the world except 
Italy (subject to the approval of the inventors being re- 
quired in certain cases) and for that purpose was author- 
ized to apply for patents or to assign the patent rights in 
any country except Italy and 


Wuerras pursuant to this agreement the inventors by 
deed dated October Ist, 1935 and set out in the second 
schedule to the present agreement have assigned all their 
rights under the invention (except for Italy) to the Gian- 
nini Company and 

Wuereas pursuant thereto the Giannini Company has 
applied for patents corresponding to the above mentioned 

Italian privativa No, 324458 in England, France, 
514 Germany and Holland in its name and 
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Wuenzas by an agreement dated October 7, 1935 and set 
out in the third schedule to the present agreement the said 
Italian privativa No. 324458 has been assigned to the Gian- 
nini Company and 


Wuereas by the present agreement the inventors grant 
to the Giannini Company similar powers with regard to all 
inventions made by them or either of them either jointly 
or severally or with other collaborators after July 1, 1935 
with regard to the scope of the present agreement as here- 
inafter defined, until October 26, 1938, 


Now Ir Is Heresy AcrEepD As Fottows NaMELY: 


1. 


The inventors hereby grant to the Giannini Company 
full title power and authority to grant to the Philips Com- 
pany all rights granted or to be granted by the Giannini 
Company to the Philips Company under or pursuant to the 
present agreement without the approval of the inventors 


being required in any case. 


2. 


The scope of this agreement shall be all inventions re- 
lating to and only insofar as they relate to methods, proc- 
esses, apparatus and/or devices for the production of iso- 
topes of elements from other isotopes of the same or dif- 
ferent elements by reaction with neutrons and especially 
for the production of artificial radioactive substances. 


3. 


The territory of this agreement shall consist of the fol- 
lowing countries: Italy, the British Empire (except Canada 
and New Foundland), France, Germany, Holland, 

515 Belgium, Austria, Czechoslovakia, Denmark, Hun- 
gary, Norway, Poland, Spain, Sweden, and Switzer- 

land and their respective colonies, dominions, protectorates 
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and possessions (hereinafter collectively referred to as 
‘‘the territory’’). 


4. 


The inventors agree with the Giannini Company and the 
Philips Company in principle to as close as possible a col- 
laboration between them regarding the scope of the present 
agreement in particular by the exchange of experiences as 
soon as this can conveniently be done having regard to the 
necessities of patent protection, provided that no informa- 
tion acquired from the other party shall be communicated 
or made available to any third party except with such other 
party’s consent first obtained in writing. 


5. 


The Philips Company shall take care on behalf of the 
Giannini Company of the patent applications above re- 
ferred to made by the latter in Italy, England, France, 
Germany and Holland and shall forthwith refund to the 
Giannini Company the expenses made by the latter in filing 
these patents up to but not exceeding an amount of $1000.— 
and will thereafter prosecute and maintain at the Philips 
Company’s expense these patent applications and the pat- 
ents issued thereon in the said countries until October 26th 
1938, provided, however, that any patent or patent appli- 
cation may be dropped by the Philips Company with the 
consent of the Giannini Company first obtained in writing 
or by cable. 


6. 


The Philips Company having already at their expense 
and with the authority and in the name of the Gian- 

516 nini Company made applications for patent corre- 
sponding to the Italian privativa No. 324458 in all 

other countries of the territory shall also at their expense 
hereafter prosecute and maintain these applications and 
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any patents issued thereon in such other countries of the 
territory until October 26th, 1938, provided, however, that 
any patent or patent application may be dropped by the 
Philips Company with the consent of the Giannini Com- 
pany first obtained in writing or by cable. 


7. 


The inventors shall forthwith communicate to the Gian- 
nini Company and the Philips Company each and every 
invention made by them or any of them concerning the 
scope of the present agreement and the Philips Company 
shall file applications for patent in the name of the Gian- 
nini Company for such of the above mentioned inventions 
as the Philips Company shall deem necessary in such 
countries of the territory as the Philips Company from time 
to time may think fit, provided, however, that the Gian- 
nini Company shall be free to apply for patents for its own 
benefit and expense on such inventions and in such coun- 
tries of the territory where the Philips Company has re- 
fused to do so and provided further that the Philips Com- 
pany shall bear all costs and expenses incurred by filing 
applications for patent pursuant to the present clause and 
by obtaining patents thereon as well as in maintaining 
such patents when obtained until October 26th, 1938, pro- 
vided, however, that the Philips Company shall be free not 
to maintain such patents application, but in such a case 
shall forthwith notify the Giannini Company to that effect 
in which case the Giannini Company shall be entitled to 
take over such patents or applications for its own benefit 
and expense. 


517 8. 


The Giannini Company as well as the inventors and each 
of them shall grant to the Philips Company free of charge 
(except for actual out of pocket expenses made at the re- 
quest of the Philips Company) all assistance required by 
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the Philips Company for the purposes of the last three 
preceding clauses and shall forthwith execute all documents 
necessary or useful to that effect and the inventors and 
each of them shall always use their best endeavours and 
take all reasonable precautions in order to prevent any 
publication whether oral or in writing with regard to any 
of the inventions herein referred to for which patents have 
not yet been applied for in so far as such publications could 
be detrimental or harmful to the obtaining of valid patents 
on such inventions. The inventors are relieved from the 
responsibility of discriminating between inventions and 
other findings. 


9. 


The Philips Company agrees to consult the Giannini 
Company with regards to any decisions of importance re- 
garding the applications for patents above referred to and 
the prosecution thereof in the various countries of the 
territory. 


10. 


The Philips Company and the Giannini Company shall 
use their best endeavours to come to an agreement before 
October 26th, 1938 regarding the subject matter of the 
present agreement under which the Philips Company 
should acquire either an exclusive license with or without 
rights to sub licenses in one or more of the fields of appli- 

cation of the inventions herein referred to or a full 
518 title to the patents or any other sort of arrange- 

ment they may think fit in exchange for considera- 
tions (monetary or otherwise) to be then agreed upon, pro- 
vided, however, that in the event of it proving impossible 
to reach such an agreement before October 26th 1938 the 
Philips Company is hereby granted by the Giannini Com- 
pany a non-exclusive licence to manufacture sell and/or use 
any processes or articles coming within the scope of the 
present agreement under all patents of the Giannini Com- 
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pany and/or the inventors in the territory at terms and con- 
ditions not less favourable to the Philips Company than any 
terms or conditions granted by the Giannini Company or by 
the inventors to any third party with regard to any of the 
inventions herein referred to in the territory, provided, 
however, that in any event the royalty payable by the 
Philips Company to the Giannini Company on account of 
such licence shall never exceed 5% of the net selling price 
of the respective articles in which the patents of the Gian- 
nini Company are being utilized, and provided further that 
the non-exclusive licence herein referred to shall only come 
into operation at a written or cabled request of the Philips 
Company to the Giannini Company made not later than 
October 26th, 1938 but operative as from the date of these 
presents and for a period of twenty years as from that 
date provided that the Philips Company’s obligation to 
pay royalty shall only become operative as from October 
26th, 1938. 


The net selling price in these presents shall mean the 
true amounts billed by the Philips Company to its customer 
and paid for by the said customer less all rebates discounts 
credit notes bonifications ete. under whatever denomina- 
tion and less freight duties taxes and packing. 


519 The royalties hereinbefore referred to shall be 

paid quarterly within one month after each quarter 
day and shall be paid to the Giannini Company in New 
York in USA dollars. The rate of royalties deriving from 
countries with free currency shall be computed on the New 
York closing rate of exchange of the last day of each 
quarter. The royalties deriving from countries with a re- 
stricted currency shall be transferred by the Philips Com- 
pany at the best unofficial rate obtainable by them, but the 
Giannini Company reserves the right not to accept such 
rate and to instruct the Philips Company to deposit the 
original currency in the country where the royalty has 
originated. 
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The inventors hereby grant full power of authority and 
title to the Giannini Company jointly with their representa- 
tive as per agreement sched. one, without their approval 
being required to enter into any agreement with the Philips 
Company pursuant to the present clause upon such terms 
and conditions as the Giannini Company shall see fit, and 
they herewith waive and cancel all restrictions and limita- 
tions imposed upon the Giannini Company in that respect 
by any previous agreement or document. 


11. 


The Giannini Company and the inventors and each of 
them hereby represent that neither they nor Mr. Gabriel 
M. Giannini have granted to any third party any right 
to manufacture sell and/or use under any of their inven- 
tions regarding the scope of the present agreement either 
inside or outside the territory and they undertake towards 

the Philips Company not to grant any such rights to 


520 any third party for the territory or any part thereof 
before October 26th, 1938, unless with the approval 
of the Philips Company first obtained in writing, and 
moreover the Giannini Company undertakes that when 
granting any such rights to any third party for any coun- 
try outside the territory they will em-body in their agree- 
ment with such third party a definite prohibition (and 
other suitable provisions to the same effect) for such third 
party to be either directly or indirectly engaged or inter- 
ested in the subject matter of the present agreement in or 
for the territory in any exportation or in sale for exporta- 
tion of any of the articles coming within the scope of the 
present agreement to any part of the territory and the 
Giannini Company shall forthwith inform the Philips Com- 
pany of any such agreement made with any third party. 


12. 


If the carrying out of the present agreement or any part 
of it should become impossible or be interfered with by any 
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governmental measure in any country of the territory, the 
agreement shall not be determinable but shall only be 
deemed to be suspended for the time and to the extent of 
such impossibility or interference. 


13. 


All disputes arising in connection with the present agree- 
ment shall be finally settled under the Rules of Conciliation 
and Arbitration of the International Chamber of Com- 
merce by one or more arbitrators appointed in accordance 
with the Rules. 

In the witness whereof the parties hereto have set 


521 their hands hereunto the day and year first before 
written. 


N. V. Philips’ Gloeilampenfabrieken: 
H. F. van Walsem. 
G. M. Giannini & Co., Ine. 
President 


Enrico Fermi 

Emilio Segre 

Edoardo Amaldi 

Osear d’Agostino 

Giulio Cesare Trabacchi 
Bruno Pontecorvo 
Franco Rasetti 
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522 Exhibit 22 


An agreement as of the date of July 1, 1936, between 
N. V. Philips’ Gloeilampenfabrieken, having their regis- 
tered office at Eindhoven, Holland (hereinafter called 
‘the Philips Company’’) of the first part and G. M. Gian- 
nini & Co., Inc., a corporation of the State of New York, 
U.S.A. (hereinafter called ‘‘the Giannini Company’’) of the 
second part, and Enrico Fermi, Edoardo Amaldi, Oscar 
d’Agostino, Bruno Pontecorvo, Franco Rasetti, Giulio 
Cesare Trabacchi and Emilio Segre, all of Rome, Italy, 
(hereinafter together referred to as ‘“‘the inventors’’) of 
the third part. 


Wuenrsas, the parties have theretofore entered into an 
agreement dated February 7, 1936 (hereinafter called ‘‘the 
original agreement’’) relating to inventions regarding 
artificial radioactivity; and 


Wuereas, the parties have agreed to modify the terms of 


the original agreement to the extent hereinafter set forth: 


Now Ir Is Heresy Acreep As Fourows, NaMELy: 


1. 


The territory of this agreement shall be and the terri- 
tory of the original agreement shall henceforth be the whole 
world, and all provisions of the original agreement shall 
as from the date of these presents apply to the whole 
world unless otherwise specifically set forth in the present 
agreement. 


2. 


The provisions of Clause 5 of the original agreement 
shall henceforth also apply to the patent applications made 
by the Giannini Company in the United States and Canada 
and the amount of One Thousand Dollars ($1,000) men- 
tioned therein shall be augmented by One Thousand One 
Hundred Dollars ($1,100), which amount has been paid 
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by the Philip? Company to the Giannini Company on Au- 
gust 31, 1936, and receipt of which is hereby acknowledged. 


523 3. 


Unless otherwise agreed between the parties hereto the 
licenses from the Giannini Company to the Philips Com- 
pany referred to in Clause 10 of the original agreement 
shall not comprise a license for the production and sale 
of neutrons and/or radioactive substances, these rights 
being expressly reserved by the Giannini Company except 
for the territory defined in Clause 3 of the original agree- 
ment for which territory the original wording of Clause 
10 of the original agreement shall apply to its full extent, 
provided however that nothing herein contained shall pre- 
vent the Philips Company from sub-licensing hospitals, 
charitable institutions, colleges, universities and other phil- 
anthropic and no profit organizations to use equipment 
manufactured, supplied and/or licensed by or on behalf of 
the Philips Company, for the production for their own use 
(but not for resale or for use by any other persons, asso- 
ciations, or corporations) of neutrons and/or radioactive 
substances. 


4, 


To paragraph 10 of the original agreement the following 
words are inserted after the sentence ‘‘such license shall 
never exceed 5% of the net selling price’’: ‘‘or rental fee’’. 


In ease the Philips Company pursuant to the provisions 
of Clause 10 of the original agreement shall have obtained 
and shall exercise a license as referred to in the said 
Clause 10 of the original agreement in the United States 
and/or Canada they herewith undertake to supply to the 
Giannini Company only for use in the respective country 
or countries to which these conditions will apply, equip- 

ment for the production of neutrons or radioactive 
524 substances for the own use of the Giannini Company 
of for resale to others of a type and quality equal to 


eet 
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the Philips’ Company’s normal production of such equip- 
ment and at prices and conditions to be agreed upon from 
time to time and which shall at any rate not be less favor- 
able to the Giannini Company than the prices and condi- 
tions granted by the Philips Company at the time to any 
third party for the respective equipment in the respective 
country or countries. 


5. 


This agreement shall be deemed to have been made as 
from July 1, 1936 and shall be coterminous with the orig- 
inal agreement. 


6. 


All disputes arising in connection with the present agree- 
ment shall be finally settled under the Rules of Conciliation 
and Arbitration of the International Chamber of Com- 
merce by one or more arbitrators appointed in accordance 


with the Rules. 


Ix Wrrxess Wuereor the parties hereto have set their 
hands hereunto the day and year first above written. 


N. V. Pauses’ GLOELAMPENFABRIEKEN 
By 

G. M. Guawyini & Company, Inc. 

By /s/ Gabrelle Giannini, Pres. 


/s/ Enrico Fermi 

/s/ G. C. Trabacchi 
/s/ Emilio Segre 

/s/ Edoardo Amaldi 
/s/ Osear d’Agostino 
/s/ Bruno Pontecorvo 
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525 Exhibit 23 


An AGREEMENT made as of the date of July 1, 1936, be- 
tween G. M. Guawnini & Co., Inc., a corporation organized 
and existing under the Laws of the State of New York, 
having its office at 30 Rockefeller Plaza, Borough of Man- 
hattan, New York City, (hereinafter called the “<Giannini 
Company’’), Gabriel M. Giannini, Curtis P. Fields, and 
Mary Louise Curtis Bok, jointly and severally, 
being all of the present stockholders of the Giannini Com- 
pany, parties of the first part, and N. V. Philips Groen 
AMPENFABRIEKEN, a company having its registered office at 
Eindhoven, Holland (hereinafter called the ‘‘Philips Com- 
pany’’), party of the second part. 


Wuereas the Giannini Company represents itself to be 
the owner and holder of certain patents, patent applica- 
tions and inventions referred to in a certain agreement 
dated February 7, 1936 between the Philips Company and 
the Giannini Company and others, and vested with the title 
thereto, free and clear of liens and incumbrances ; and 


Wuenreas in a letter of July 30, 1936, the Giannini Com- 
pany agrees to modify said agreement dated February 7, 
1936 and extended the territory thereof; and 


Wuereas the Philips Company desired to obtain an 
option to be exercised on or before November 1, 1938, to 
purchase a portion of the capital stock of the Giannini Com- 
pany; and 


Wuereas the Giannini Company and its stockholders are 
willing to grant to the Philips Company the aforemen- 
tioned option upon the terms and conditions hereinafter 
mentioned. 


Now, THEREFORE, in consideration of the promises and of 
the sum of One Dollar ($1.00) by each party to the other in 
hand paid, the receipt thereof is hereby acknowledged, the 
parties hereto mutually covenant and agree as follows: 
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526 WrrnerssETH 


1. The Giannini Company represents that it has no lia- 
bilities and no assets other than patents, patent applica- 
tions, inventions and rights pertaining thereto and relating 
to radio-activity, the means for producing, measuring and 
using the same, and articles and devices used or to be used 
in connection therewith including those which were the 
subject matter of the aforementioned agreement dated 
February 7, 1936. 


2. The Giannini Company agrees until November 1, 1938 
to fully cooperate with the Philips Company in the develop- 
ment of the art in respect to the patents and inventions 
within the scope of the Agreement dated February 7, 1936 
and to keep the Philips Company fully informed with re- 
spect thereto and will not divulge or communicate to any 
other person or corporation any information obtained by it 
from any source in connection with the said patents and in- 
ventions or permit such information or inventions to be 
used by any other person or corporation without the con- 
sent of the Philips Company, except as it is incidental in 
the furtherance of the common interests of the parties. 
The Giannini Company further covenants to retain said 
patents, patent rights, improvements and other herein- 
above specified property during the life of the option herein 
granted. 


3. The Giannini Company agrees to employ Gabriel M. 
Giannini as its manager and technical adviser for a term 
commencing as of July 1, 1936 and ending October 30, 1938 
at a salary of $100. a month, payable monthly, which em- 
ployment said Gabriel M. Giannini hereby accepts, and for 
that purpose in connection therewith the Philips Company 
agrees to pay to the Giannini Company the sums of $600.00 
on January 1, 1937, July 1, 1937, January 1, 1938 and the 
sum of $400.00 on July 1, 1938. The sum of $600.00 in 

payment of the six months’ period from July 1, 1936 
527 to December 31, 1936 has already been arranged 

for in the letter of July 30, 1936 from the Giannini 
Company to the Philips Company. 
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It has also been arranged that the Philips Company shall 
pay to the Giannini Company the sum of $500.00, which is 
to be retained by the Giannini Company and used solely 
for the purpose of paying taxes, office expenses, and other 
overhead expenses for the period up to November 1, 1938, 
it being understood that such sum of $500.00 is the total 
account that will be required for that purpose, and it is 
further understood that the Giannini Company shall not 
assume or incur any liabilities of any nature in excess of 
such total amount during such period without the consent 
of the Philips Company. Should any such liabilities re- 
main outstanding at the time of the exercise of said option 
appropriate adjustment of the purchase price hereinafter 
mentioned shall be made to the extent of such liabilities. 


During the term of this agreement and option the books, 
records and papers of the Giannini Company of every 
character whatsoever shall be open to the inspection of 
duly accredited representatives of the Philips Company 


during all business hours. 


4. Upon the delivery of this agreement properly executed 
by the parties of the first part, the Philips Company will 
pay to the Giannini Company the sum of Five Thousand 
($5,000) Dollars, receipt of which is hereby acknowledged, 
it being understood that said sum of $5,000 is to be con- 
sidered an option payment and payment on account of the 
purchase of stock hereinafter mentioned. 


5. Upon the compliance by the Philips Company with the 
conditions of this agreement and provided the latter 
528 shall have given the notice hereinafter provided and 
made the payment to the Giannini Company or its 
assignees of the further sum of Seven Thousand Seven 
Hundred ($7,700) Dollars, the parties of the first part 
hereby covenant and agree to transfer and deliver or cause 
to be transferred and delivered to the Philips Company 
shares of stock of the Giannini Company as hereinafter 
provided. 


62 


6. Thirty days prior notice of the intention of the Philips 
Company to exercise the said option shall be given to the 
Giannini Company in writing, sent to it by registered mail, 
addressed to it at the address hereinbefore stated, or to 
such other address as may be designated in writing by the 
Giannini Company to the Philips Company. The said notice 
shall also state the name to which the Philips Company 
desires the said stock to be transferred, and the date, time 
and place when the option is to be closed and the stock de- 
livered. Upon such date and at such time and place upon 
payment of the said sum of $7,700., the stock hereinafter 
described shall be delivered to the Philips Company. 


Said notice may be given at any time prior to October 
1, 1938. 


7. The shares of stock of the Giannini Company which 
the Philips Company shall have the right and option to re- 
ceive as aforesaid, upon compliance with the terms hereof 
shall consist of Twelve Thousand Seven Hundred ($12,700) 


Dollars par value of the Giannini Company 7% non-cumu- 
lative preferred stock, 4100 shares of its Class A non- 
voting common stock, and 900 shares of its Class B common 
voting stock, and the payments and other considerations 
herein provided for shall constitute the consideration for 
all of said stock. 


529 8. The parties of the first part further covenant 

and agree to deposit certificates for all of said stock, 
duly endorsed in blank, with Conklin & Bentley, Esqs., 
attorneys at law, of 20 Exchange Place, New York City, 
under an escrow agreement satisfactory to the Philips 
Company during the life of said option and as further 
security for the performance of this contract. 


9. With respect to all stock registered in the name of 
the Giannini Company, or held in its treasury or otherwise 
owned or controlled by said Giannini Company, which shall 
be delivered under this option, if any, the parties of the 
first part warrant and covenant that the said Giannini 


63 


Company is lawfully entitled to said stock and has good 
right to convey the same. 


10. Pending the exercise and completion of the option 
herein granted up to November 1, 1938 the parties of the 
first part hereby agree to effect no change in its corporate 
structure whether by increase of its capital or otherwise, 
nor will any now authorized and unissued stock of any 
class be issued. Upon the exercise of said option and the 
issuance and delivery of the stocks to the Philips Company 
or its assignee the stock issued and outstanding shall be 
as follows: 


Class A 
common 
non-voting 
stock 


For delivery to the Philips 

Company under the terms 

of the within option 4,100 
Giannini group 4,100 
Curtis-Bok group 800 
Held in Treasury 1,000 
Authorized but unissued none 


Total 10,000 shares 


530 11. In case of the exercise of the option as afore- 
said the parties of the first part agree to cause to be 

modified the certificate of incorporation of the Giannini 

Company so that the number of its directors shall be five. 


12. It is further agreed that at the time of the exercising 
of the option as aforesaid all of the shares of common vot- 
ing stock and any other stock theretofore or thereafter 
issued or outstanding, which may have or may acquire 
voting rights, shall be assigned to and delivered to trustees 
under a voting trust which shall provide among other 
things that at all elections of directors, all of said shares 
of stock shall be voted in favor of candidates two of whom 
shall be nominated by the Philips Company, two of whom 
shall be nominated by the holders of a majority of the 
stock other than that held by the Philips Company, and one 
of whom shall be nominated by Gabriel M. Giannini, or in 
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case of the death of Gabriel M. Giannini, or his failure to 
nominate a candidate, by the inventors named in the agree- 
ment dated February 7, 1936 or their duly authorized repre- 
sentative. Such candidate shall be designated subject to 
the approval of the Philips Company, but such approval 
shall not be unreasonably withheld. 


13. This agreement and the option herein granted may 
be assigned by Philips to a subsidiary corporation, at least 
two-thirds of the stock of which is owned or controlled by 
Philips. 


14. This agreement shall inure to the benefit of and be 
binding upon the parties hereto and their successors, per- 
sonal representatives and assigns. 


15. The Giannini Company represents that due corporate 

action necessary to carry into effect the provisions 

531 of this contract and of the other instruments herein 
referred to has been or will be seasonably taken. 


Ix Wrrsess Wueneor the parties hereto have caused 
these presents to be executed by their duly authorized offi- 
cers, all on the day and year first above written. 

G. M. Giaywtnt & Co., Inc., 
By: 
s/ Gabriel M. Giannini 
President 


s/ Gabriel M. Giannini (L.S.) 
Gabriel M. Giannini 


Giuwyin1 Company STOCKHOLDERS 


s/ Gabriel M. Giannini 
s/ Curtis P. Fields 


s/ Mary Louise Curtis Bok 
N. V. Parmirs’ GLormamMPENFABRIEKEN 
By: 

s/ H. F. van Walsem 
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532 Exhibit 24 


AGREEMENT made as of the 10th day of March 1939 be- 
tween N. V. Pumps’ GLOEILAMPENFABRIEKEN, having their 
head office at Eindhoven, Holland, hereinafter called 
“Philips”? of the first part, G. M. Graxwrvi & Company, 
Ixc., incorporated in the State of New York, hereinafter 
called ‘‘the Giannini Company’’ of the second part, and 
Emuio Sscre of Rome, Italy, hereinafter called ‘‘the in- 
ventors’ representative’’ of the third part. 


Wauenreas agreements dated respectively the seventh day 
of February 1936 and the first day of July 1936 (herein- 
after referred to as ‘‘the first’? and ‘‘the second agree- 
ment”? respectively) were entered into between Philips, the 
Giannini Company and Enrico Fermi, Edoardo Amaldi, 
Osear d’Agostino, Bruno Pontecorvo, Franco Rasetti, 
Giulio Cesare Trabacchi and Emilio Segre; and 


Wuenrras the parties to the first and the second agree- 
ment are now desirous of determining the same and of 


rearranging their relations with each other on a final basis 
satisfactory for all parties. 


Now Ir Is Heresy Acreep As Fottows, NameLy: 


1. 


The inventors’ representative represents to be ‘‘the in- 
ventors’ representative’? as referred to in the last para- 
graph of Clause 10 of the first agreement and to save 
Philips harmless and to indemnify Philips against all con- 
sequences which might ensue for Philips by reason of the 
inventors’ representative not being properly authorized to 
enter into the present agreement also on behalf of ‘‘the 
inventors’? as defined in the first and the second agreement. 


2. 


Except and to the extent as hereinafter set forth, the 
first and the second agreement are hereby determined 
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533. by mutual consent as from the first day of April 
1939. 


3. 


The Giannini Company shall forthwith upon request by 
Philips transfer or cause to be transferred to Philips or as 
Philips shall direct all its patents and applications for 
patents as well as all rights deriving or resulting there- 
from regarding the scope of the first agreement in all 
countries of the world with the sole exception of the United 
States of America, Canada, New Foundland and Italy, and 
shall forthwith upon request by Philips do all acts and 
execute all documents which in the opinion of Philips 
might be necessary or useful in order to carry these provi- 
sions into full effect. 


4. 


The Giannini Company hereby grants to Philips a free 
non-exclusive license to manufacture sell and/or use in the 


United States of America, Canada, New Foundland and 
Italy any products or articles coming within the scope of 
the first agreement under all patents of the Giannini Com- 
pany and/or the inventors (as defined in the first agree- 
ment) existing at the date hereof or granted in respect of 
applications filed at the date hereof for the full duration 
of each of the said patents respectively. 


5. 


Philips acknowledges the validity of all patents under 
which and to the extent to which they are licensed here- 
under and shall neither directly nor indirectly do or per- 
mit to be done anything which in any way might be preju- 
dicial to the validity of the said patents. 


6. 


In consideration of the rights granted to them hereunder 
Philips shall forthwith upon the execution of the docu- 
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534 ments referred to in Clause 3 hereof pay to the 
Giannini Company or as the Giannini Company shall 
direct an amount of $3,200. 


7. 


All difficulties arising in connection with the present 
agreement shall be finally settled under the Rules of Con- 
ciliation of the International Chamber of Commerce by one 
or more arbitrators appointed in accordance with the 
Rules. 


8. 


The inventors’ representative hereby approves and 
agrees to the entire contents of the present agreement and 
insofar as necessary hereby makes the same grants and 
undertakes the same obligations on behalf of the inventors 
as defined in the first agreement as are hereby undertaken 
by the Giannini Company. 


Ix Wityess Wuereor the parties hereto have hereunto 
affixed their corporate names and caused these presents to 
be signed by their respective duly authorized officers. 


N. V. Pauirs’ GLOEILAMPENFABRIEKEN 
By (Signed) L. P. Graner, Agent 


ATTEST: 
(Signed) Ellen H. Knox 


G. M. Grannrv1 & Company, Inc. 


By (Signed) Gabrelle Giannini, Pres. 
ATTEST: 
(Signed) Illegible 
(Signed) Mlegible 
The Inventors’ Representative 


ATTYEST: 
(Signed) Illegible 
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536 Exhibit 25 
Patented July 2, 1940 
UNITED STATES PATENT OFFICE 
2,206,634 
Process FoR THE Propuction oF RapIoacTIVE SUBSTANCES 


Enrico Fermi, Edoardo Amaldi, Bruno Pontecorvo, Franco 
Rasetti, and Emilio Segre, Rome, Italy, assignors to G. 
M. Giannini & Co., Inc., New York, N. Y., a corporation 
of New York 


Application October 3, 1935, Serial No. 43,462 
In Italy October 26, 1934 
7 Claims. (Cl. 204-31) 


This invention relates to the production of isotopes of 
elements from other isotopes of the same or different 
elements by reaction with neutrons, and especially to the 


production of artificial radio activity by formation of un- 
stable isotopes. 


It has been known for many years that, although each 
chemical element has always the same atomic number or 
charge, it may exist in different forms having different 
atomic weights. These forms of the elements are referred 
to as isotopes. 


Tt has also been known that the radio-active elements, by 
disintegration or break down occurring in their nuclei are 
spontaneously converted into various isotopes of other 
elements. Thus, for example, the radio-active element ura- 
nium may be converted into lead of atomic weight 206, 
while the element thorium may be converted into a different 
isotope of atomic weight 208. 


It has long been known that such spontaneous disinte- 
gration of radio-active elements is accompanied by emission 
of alpha, beta, and gamma rays, that is to say, of the 
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helium nucleus, electrons, and electromagnetic radiation of 
extremely short wave length. 


In more recent years it has been demonstrated that iso- 
topes of various elements could be converted into other 
isotopes of the same or different elements by bombardment 
with alpha particles, diplons, protons or gamma rays of 
very high energy, and that the isotopes thus produced may 
be unstable so as to decompose with features similar to 
those of the naturally radio-active bodies. That is to say, 
radio-active isotopes may, in this way, be artificially pro- 
duced. 


Accordingly, it is an object of the present invention to 
provide a method and apparatus by which nuclear reac- 
tions can be carried on with high efficiency and with the 
heavier as well as with the lighter elements. A more 
specific object of the invention is to provide a method and 
apparatus for artificially producing radio-active substances 
with efficiency such that their cost may be brought below 


that of natural radio-active materials. 


574 UNITED STATES ATOMIC ENERGY COMMISSION 
PATENT COMPENSATION BOARD 


A.E.C. Docket No. 16 
In the matter of the application of 
N. V. Pumirs’ GLorILAMPENFABRIEKEN 
and 


Harrrorp Narionan Banx anp Trust Compayy Trustee 
under indenture with N. V. Philips’ Gloeilampenfa- 
brieken et al., dated August 25, 1939 


Motion to Dismiss 


1. The Office of the General Counsel hereby moves the 
Patent Compensation Board for an order dismissing the 
subject docket in its entirety on the ground that no au- 
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thority exists in the Atomic Energy Act for the granting 
by this Board of any relief on the facts set forth in the 
original or the amended application and as specifically re- 
quested by the Applicants in the nine specifie grounds for 
relief set forth in paragraph 35 of said amended applica- 
tion. The bases for this motion as respects the subpara- 
graphs of paragraph 35 of the application are as follows: 


A. As to subparagraph I of paragraph 35: 


No valid claim for just compensation is stated in the 
subject application as to any of the patents listed therein 
for the following reasons: 


(I) The Atomic Energy Acts of 1946 and 1954 do not 
authorize just compensation or awards based upon 
any foreign patent. 


(II) The Atomic Energy Acts of 1946 and 1954 do not 
authorize just compensation or awards for pat- 
ents which expired prior to August 1, 1946 the 
effective date of the Atomic Energy Act. No 
ground for just compensation therefore exists 
as to: 


Inventor Number Expired 


Hertz 1,498,097 June 17, 1941 
Hertz 1,486,521 March 11, 1941 
Van Arkel et al 1,671,213 May 29, 1945 
deBoer et al 1,709,781 April 16, 1946 


(III) Any claim for just compensation based upon an 
alleged revocation under Sec. 11(a)(1), Sec. 11(a) 
(2), or See. 11(b) of the Atomic Energy Act ma- 
tured on August 1, 1946, the effective date of said 
Act. The existence of this alleged cause of action 
was admittedly known to Applicants as a result 
of publication of the Smyth Report in 1945. (Ex- 
hibit 3 of Amended Application pp. 6-11, 16, Ex- 
hibit 20 p. 8; Amended Application p. 5) Any 
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action to recover for such alleged revocation not 
brought by August 1, 1952 is therefore barred 
by the statute of limitations (28 U.S.C. § 2401 (a) 
and 28 U.S.C. § 2501) and laches. This bars re- 
lief on the following United States patents listed 
in the application herein, namely: 


Inventor Number Dated Expired 


Jnventor EE 
Van Arkel 1,774,410 Aug. 26, 1930 Aug. 26, 1947 
Van Arkel 1,794,810 Mar. 3, 1931 Mar. 3, 1948 
Van Arkel et al 1,891,124 Dee. 13, 1932 Dee. 13, 1949 
Penning 2,182,736 Dee. 5, 1939 

Penning 2,197,079 April 16, 1940 

Fermi et al 2,206,634 July 2, 1940 

Penning 2,211,668 Aug. 13, 1940 


(IV) The Atomic Energy Act makes no provision for 
just compensation as to patents issued subse- 
quently to August 1, 1946. No such claim can 
therefore be based upon the following patent: 


Inventor Number Dated 


EE 
Penning 2,431,887 Dee. 2, 1947 


B. As to subparagraphs II, III, IV and V of paragraph 35: 


(I) The Atomic Energy Acts of 1946 and 1954 revoke 
only patents and patent rights, a non-exclusive li- 
cense is merely a contractual immunity from suit 
for patent infringement, and does not amount to a 
patent or patent right. This immunity from suit 
has not been revoked or in any way diminished by 
the Atomic Energy Acts. These Acts make no 
provision for just compensation for such alleged 
revocation for diminishment inside the United 
States nor for alleged violation of rights outside 
the United States. 


(II) The facts alleged in the subject application do not 
establish that the non-exclusive license rights of 
the Applicants within the United States have been 
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revoked or diminished, or that their rights out- 
side the United States have been violated by the 
Atomic Energy Commission or other Government 
agency. 

(III) Any claim for just compensation by operation of 
the Atomie Energy Act of 1946 matured on August 
1, 1946 and is now barred by the statute of limita- 
tions, (28 U.S.C. § 2401(a) and 28 U.S.C. § 2501), 
and laches. 


C. As to subparagraph VI of paragraph 35: 


The Atomic Energy Acts of 1946 and 1954 do not au- 
thorize just compensation for violation of alleged rights 
in the nuclear physics field as enumerated in paragraph 
VI of the subject application. On the contrary, the Acts 
permit just compensation only where patents or patent 
rights have been revoked. 


D. As to subparagraph VII of paragraph 35: 


The Atomic Energy Acts of 1946 and 1954 do not au- 
thorize awards to corporations that sponsor research, but 
only to ‘‘any person making any invention or discovery”’ 
in specified fields, who have complied with the require- 
ments of See. 11(e) (2) (c) of the Act of 1946 or Sec. 157b(3) 
of the Act of 1954. Any inventions referred to in this 
paragraph were made by the several inventors listed there- 
in, not by Applicants, and none of said inventors is a party 
to this proceeding. There is therefore no basis for an 
award to Philips or Hartford as applicants under para- 
graph VII. 


577 E. As to subparagraph VIII of paragraph 35: 


The Atomic Energy Acts of 1946 and 1954 do not au- 
thorize awards for alleged contributions by corporate 
agents in assisting inventors. Awards may be given only 
to a person making an invention or discovery. Graner 
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is not such a person so that no basis exists for an award 
under said Acts. 


F. As to subparagraph IX of paragraph 35: 


The Atomic Energy Acts of 1946 and 1954 confer no 
power on the Patent Compensation Board to take affirma- 
tive action to insure that the Atomic Energy Commission 
or other agency of the United States cease and desist from 
violation of alleged rights by these applicants enumerated 
in paragraph IX. The Patent Compensation Board may 
grant only financial remuneration in an appropriate case 
and has no jurisdiction to compel affirmative action by 
order, injunction or otherwise. 


9. The Office of the General Counsel further moves to 
dismiss the application herein insofar as it relates to the 
Fermi et al. patent No. 2,206,634 on the grounds of res 
judicata and estoppel since the Applicants had notice of 
the proceedings in Dockets 2 and 11 before this Board. 
Notice of the proceedings in Docket No. 2 was published in 
14 Federal Register 6725, November 5, 1949. Notice of the 
proceedings in Docket No. 11 was published in 17 Federal 
Register 7357, August 12, 1952. The Agreement Exhibit 
924 attached to the amended application, which sets forth 
Philips’ free non-exclusive license, was before the Board 
as Exhibit E in Docket 2. In addition, at least to the ex- 
tent that the application rests on acts of L. P. Graner as 
Philips’ representative, see paragraph 22 of the amended. 
application, Applicant is bound by the appearances en- 
tered in the Fermi cases on behalf of Graner’s estate. An 
appearance was filed by Fred M. Vogel in said Docket 2 
and later withdrawn. A General Release and Waiver 
was executed in said Dockets 2 and 11 by said Fred M. 
Vogel ‘‘individually and as agent for Kathryn Graner and 
the Estate of L. P. Graner, deceased.” The release was 
also executed by W. D. H. Stanley as ‘‘attorney for Kathryn 

Graner and the Estate of L. P. Graner, deceased.” 
578 The Applicants, having had notice of the proceed- 
ings in Dockets 2 and 11 relating to the Fermi et al. 
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patent are bound by the order entered June 29, 1953 in 
said Dockets 2 and 11 and are estopped to bring the sub- 
ject proceeding. 


3. The Office of the General Counsel further moves to 
dismiss the application herein insofar as it relates to the 
abandoned Fermi patent application Ser. No. 57,325, filed 
January 2, 1936, on the ground that said patent applica- 
tion became abandoned by failure to take any statutory 
action to the decision of the Board of Appeals of the United 
States Patent Office of July 30, 1941 affirming the exam- 
iner’s denial of a patent, prior to the effective date of the 
Atomic Energy Act of 1946, and hence no patent or patent 
right was in existence upon which any revocation by op- 
eration of law or otherwise could be effective. 


4, The Office of the General Counsel further moves to 
dismiss the application herein for failure to state any 
ground for relief under Section 11 of the Atomic Energy 
‘Act of 1946 or Section 151 of the Atomic Energy Act of 


1954. 

It is respectfully requested that the Board set this Motion 
for hearing. 

In the event that the Board should deny this Motion to 
Dismiss it is requested that the time for the Office of the 


General Counsel to respond be extended until 60 days 
after the date of such denial. 


For the General Counsel 
Epwarp D1amonpD 
Deputy General Counsel 
Roranp A. ANDERSON 
Chief, Patent Branch 


Harmon §. Porrer 
Patent Attorney 
Dated: Sept. 15, 1954 
Washington, D. C. 


75 


U. S ATOMIC ENERGY COMMISSION 
PATENT COMPENSATION BOARD 


Docket No. 16 


In the matter of the application 
of 
N. V. Philips’ GLoErAMPENFABRIEKEN 
and 
Harrrorp Nationa, Bank anp Trust Company Trustee 
under indenture with N. V. Philips’ Gloeilampen- 
fabrieken et al., dated August 25, 1939 


BEFORE: 
*Tur Patent ComMpEensaTiIon Boarp 


Robert C. Watson, Chairman 
Douglas M. Coombs, Member 
Maleolm W. Fraser, Member 
Herman I. Hersh, Member 
Lawrence C. Kingsland, Member 
George Sipkin, Member 


APPEARANCES : 
OFFICE OF THE GENERAL COUNSEL: 


Roland A. Anderson, Assistant General Counsel for 
Patents 


Harmon §. Potter, Patent Attorney 
John A. Horan, Patent Attorney 


For THE APPLICANTS: 


Harry L. Brown, Esq. 
Alvord and Alvord 


* The Oral Argument on the Motion of the Office of the General Counsel in 
this docket was heard by the full Board consisting of Messrs. Casper W. 
Ooms, John V. L, Hogan and Lawrence C, Kingsland on two oceasions. Un- 
fortunately, before a decision on the Motion was finally reached, two members 
of the Board passed away. The Board has been reorganized and has rendered 
the decision on the Motion in this application after a conference with appli- 
cants’ counsel and the Office of the General Counsel. 
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224 UNITED STATES ATOMIC ENERGY COMMISSION 
PATENT COMPENSATION BOARD 


Docket No. 16 


In the matter of the application 
of 
N. V. Philips’ GLormaMPENFABRIEKEN 
and 
Hartrorp Nationa, Bank anp Trust Company Trustee 
under indenture with N. V. Philips’ Gloeilampen- 
fabrieken et al., dated August 25, 1939 


Memorandum and Rulings on Motion to Dismiss the Amended 
Claim of the Application 


The original application embodying a claim for just com- 
pensation or an award was filed in February, 1954, and 
by leave an amended claim was filed in August, 1954. 


The applicants are N. V. Philips’ Gloeilampenfabrieken, 


a corporation of the Kingdom of the Netherlands; and 
Hartford National Bank and Trust Company, a National 
Banking Association organized and existing under the laws 
of the United States of America. 


The Office of the General Counsel filed a motion to dis- 
miss, which challenges generally the sufficiency of the appli- 
cation as set out in the original or amended applications, 
and, specifically, the several specific grounds for relief 
enumerated in the amended application on the basis of 
asserted lack of jurisdiction of the Board to grant relief 
on any of the several grounds pleaded. 


The complexity and novelty of the issues raised 

723. by the Motion to Dismiss caused the Board to afford 
an opportunity on two occasions for oral presenta- 

tion which were both transcribed, and both parties filed 
extensive memoranda. Following reorganization of the 
present Board the motion was argued orally and additional 
memoranda were filed by both parties. The presentation 
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for and against the merits of the Motion have now been 
fully considered by the present Board. 


The grounds of the Motion have been considered in the 
order presented in the original memorandum of the Office 
of the General Counsel, and the following conclusions there- 
on have been reached: 


1. “As to Paragraph 1.A(1) of the Motion to Dismiss. 


“< Dismissal of that part of the application as is based 
on foreign patents of applicants on the ground that 
the Atomic Energy Acts of 1946 and 1954 do not pro- 
vide for just compensation or awards with respect to 
foreign patents.’ 


The position of the Office of the General Counsel is that 
the Atomic Energy Acts of 1946 and 1954 deal only with 
the revocation of United States Patents, as the United 
States laws have no extraterritorial effect and, therefore, 
there is no basis for the allowance of just compensation in 
respect of foreign patents. 


Furthermore, as to an award based on such patents, 
the Office of the General Counsel makes the point that the 
provisions of Sec. 11(a)(3) of the 1946 Act and See. 151.¢. 
of the 1954 Act require that in order to qualify for an 
award, a person must first file with the Commission a 
report; that no such report was filed by or on behalf of 
the present applicants; the filing of foreign applications 
not constituting a compliance with the reporting require- 
ments of the Acts mentioned; and that therefore there is 
no basis for an award. 


At a hearing on October 15, 1958, counsel for 

7234 applicants waived any request for just compensa- 
tion predicated on revocation of foreign patents 

(Tr. 120). Applicants contend, however, that foreign 
patents are property; that the United States has infringed 
certain of applicants’ foreign patents; and that such in- 
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fringing acts committed by the United States constituted, 
in effect, a taking of property for which just compensation 
should be given. 


We have not been persuaded that either of applicants’ 
contentions is soundly based. 


Since the 1946 Act did not authorize (and could not 
authorize) the revocation of foreign patents it is clear that 
the applicants did not suffer any property loss with respect 
to their foreign patents as a result of the enactment of this 
law. The right of the applicants to prosecute any in- 
fringers of those patents in the countries which had issued 
them was also unaffected by the passage of the 1946 Act. 


In respect of the granting of an award predicated on 
foreign patents, we agree with the position of the Office 
of the General Counsel, that there has been no compliance 
with reporting provisions of the Acts, and that, therefore, 
there is no basis for an award resulting from any alleged 
actions by the Government. 


It follows, therefore, that so far as the claim of the 
present application is based on applicants’ foreign patents 
the claim for just compensation or an award must be and 
is dismissed. 


2. “As to Paragraph 1.A(II) of the Motion to Dismiss. 


“‘Dismissal of as much of the Amended Claim as is 
based upon four expired United States Patents on 
the ground that the Atomic Energy Acts of 1946 and 
1954 do not authorize just compensation or awards 
for expired patents.’’ 


724 It is the position of the Office of the General 

Counsel that United States patents which had ex- 
pired on or before August 1, 1946, the effective date of 
the Act of 1946, were unaffected by the revocation sections 
of that Act. Applicants maintain that the right to recover 
for past infringement is a right which was revoked by the 
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Atomic Legislation and therefore a basis for a claim for 
just compensation. 


It is our opinion that the Atomic Energy Act of 1946 
did not authorize payment to applicants as just compensa- 
tion because of the fact that applicants had owned patents 
which had expired on or before the date of enactment of 
the Act. 


We are also of the opinion that a claim for past in- 
fringement is a claim which must be pressed, if at all, 
in a tort action over which the Commission has no juris- 
diction; but, that whatever relief is available, if any, must 
be obtained in an action in the Court of Claims. 


As to the request of applicants for an award based on 
expired patents, we find no authority in the award provi- 
sions of the Acts to justify grant of an award. The inven- 
tions disclosed in those patents were in the public domain 
on August 1, 1946, the patentees having enjoyed the exclu- 
sive right, granted by the Government, for the full terms 
of the patents and having nothing remaining to give to the 
Government, or to the public, which would warrant the 
grant of an award. 


It is our view that the decision in the case of Fletcher 
vy. United States, 138 F. Supp. 279, clearly supports the 
views we have reached; namely, that the Atomic Energy 
Legislation does not provide for just compensation or for 
an award based upon patents which had expired on or 
before August 1, 1946. 


That part of the amended claim predicated on such ex- 
pired patents must be dismissed. 


7244 The patents in this category comprise the following: 


Inventor Number Expired 


Hertz 1,498,097 June 17, 1941 
Hertz 1,486,521 March 11, 1941 
Van Arkel et al 1,671,213 May 29, 1945 
deBoor et al 1,709,781 April 16, 1946 
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3. “‘As to Paragraph 1.A(III) of the Motion. 


““Dismissal of so much of the Amended Claim as 
seeks ‘just compensation’ for alleged revocation of 
rights in patents which were in existence on August 1, 
1946, the effective date of the Atomic Energy Act of 
1946, on the ground that such causes of action are sub- 
ject to the six year statute of limitations.”’ 


The basic contention of the Office of the General Counsel 
is that proceedings initiated before this Board are subject 
to the defense of the Statute of Limitations as provided 
in Title 28 U.S.C., 2401 (a); which contains the six-year 
Statute of Limitations of old Title 28 U.S.C. 41(20). In 
support of this position, the Office of the General Counsel 
points to the fact that the Atomic Energy Act provides 
for appeals to the courts from decisions of the Commis- 
sion; that petitions for judicial review of final orders of 
the Commission are actions against the United States, 
which in the terms of Section 2401 (a) of Title 28 U.S.C. 
are governed by the six-year Statute of Limitations; that 
this general Statute applied to proceedings initiated before 
the Board, citing Hubard v. United States, 63 F. Supp. 775. 
In addition to this authority, the Supreme Court has had 
oceasion to consider similar situations in which there was 
no specifically applicable statute of limitations to claims 
originating before administrative agencies and in which 
a general statute of limitations has been applied. These 
eases include the following: Finn v. United States, 123 
US 82 (1887) (8 S Ct 82); United States v. Lippitt, 100 

US 668 (1879) (125 L. ed 747); and United States 
725. ~v. State of New York, 160 US 598 (1896) (16 S Ct 
402). 


The principle of these cases in our opinion is applicable 
here and supports the theory of the Office of the General 
Counsel that Section 2401(a) of Title 28 U.S.C. applies 
and requires that we support the contention that the claim 
of the applicants for just compensation be dismissed. 
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The applicants have conceded that their cause of action 
accrued August 1, 1946, at which time existing patent rights 
and ‘‘rights conferred by’’ patents were automatically re- 
voked. (Tr. 128). They have also conceded that the 
original claim filed February 16, 1954, was filed seven and 
one-half years after the claim under Subsections (a) and 
(b) of Section 11 of the 1946 Act accrued. (Tr. 126-127). 
The applicants further conceded that there is no Federal 
case testing whether administrative claims are within the 
scope of 28 U.S.C. 2401(a). 


Applicants’ challenge to the Government’s position is 
based primarily on the contention that the instant pro- 
ceeding before this Board is not a ‘‘Civil Action”’, and 
therefore is not within the provisions of Section 2401 (a) 
of Title 28 U.S.C. In aid of this contention, applicants 
make the point that 28 U.S.C. 2401(b) negates any argu- 
ment that administrative claims are Civil Actions, within 
the meaning of 28 U.S.C. 2401(a). Subsection (b) deals 
with the tort actions, and, in our opinion, does not affect 
the meaning of Subsection (a). The claim here is for the 
enforcement of a statutory right out of which the right of 
action accrued. 


The applicants by memorandum and at the hearing on 
the Motion have called attention to a number of authorities 
asserted to support their position. We have considered 
these authorities, but fail to find support for applicants’ 
interpretation of the nature of the instant proceedings, as 
not involving a cause of action within the meaning of 28 
U.S.C. 2401 (a). 


It is our considered view that an application to 

725A the Commission by the filing of an application with 

this Board is the initiation of an action based upon 

a right of action growing out of the right to recover on a 
valid claim for just compensation or an award. 


We are supported in this view by the provision that all 
final orders of the Commission are subject to direct judicial 
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It is applicants’ claim that as the holder of a non- 
exclusive license under the Fermi et al Patent No. 2,206,634, 
it was possessed of a right that was revoked for which just 
compensation is recoverable. We are in agreement with 
the contention of the Office of the General Counsel that 
such a license is not a property right affected by Sec. 
11(a)(2) of the 1946 Act and Sec. 151.b. of the 1954 Act; 
moreover, any claim for just compensation or an award 
must be deemed to have accrued over six years prior to 
an assertion of such a claim and is barred under the 
Statute of Limitations. 


7. “As to Paragraph 1.C of the Motion. 


“<Dismissal of the Amended Claim insofar as it is 
based upon alleged violation of Philips’ rights in 
the nuclear physics field on the ground that the Atomic 
Energy Act makes no provision for just compensation 
other than for the total or partial revocation of 
patents.”’ 


Applicants predicate a claim for just compensation on 
an alleged violation of Philips’ rights in the nuclear physics 
field. We have in the foregoing discussion considered the 
just compensation claim insofar as that claim is predicated 
on the alleged total revocation or partial revocation of 
patents. There is no authority in this Board to consider 
any application for just compensation other than that 
predicated on violation of rights under patents, and, there- 

fore paragraph VI of the Amended Application pre- 
797 sents no basis for an award of compensation within 

the purview of the Atomic Energy Acts. It follows 
that any claim based upon alleged violation of applicants’ 
rights in the general nuclear physics field must be dis- 
missed. 


8. ‘“As to Paragraph 1.B of the Motion. 


‘Dismissal of the Amended Claim on the ground 
that the Atomic Energy Acts of 1946 and 1954 au- 
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thorize awards only to individual inventors and not 
to corporate assignees.”’ 


We cannot agree with the contention of the Office of the 
General Counsel that the Amended Claim should be dis- 
missed on the ground that the Atomic Energy Acts of 1946 
and 1954 authorize awards only to individual inventors and 
not to corporate assignees. 


Any ‘‘person”’ who qualifies for an award under the 
provisions of Section 157 of the 1954 Act may be the 
recipient of such a benefit and the word ‘‘person’’ is very 
clearly intended to include a corporation within its scope 
(Section 11, subsection (a) (3)). No reason is seen why 
the plain wording of this definition should be disregarded. 
That the patent law requires the inventor to sign his appli- 
cation for patent (although the invention may be the 
property of the inventor’s employer) is not significant. 
The plain intent of the statute is to encourage invention 
in the development and utilization of atomic energy and, 
to most effectively promote this objective, the personnel, 
equipment, know-how and resources of corporate bodies 
must be employed. An outstanding achievement of a cor- 
portion may well merit an award. The corporation should 
be able to comply without difficulty with that Section of 
the Act which requires reports of inventions to be filed 
promptly (Section 15L.c.). 


9. **As to Paragraph 1.E and 1.F of the Motion. 


“Dismissal of the Amended Claim insofar as i 
seeks compensation for alleged assistance rendered 
by its agents to inventors and injunctive rehef.”’ 


Applicants concede that ‘‘neither of the Atomie Energy 
Acts (other than the last sentence of See. 157.b.(3) of the 
1954 Act) expressly provides for compensation or award in 
the ease of indirect contributions to the development of 
Atomic Energy. 
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It is obvious that the section of the 1954 Act referred to 
gives no authority to this Patent Compensation Board to 
make any recommendation of an award thereunder. The 
basis of the application predicated on this ground is en- 
tirely beyond our jurisdiction. 


10. “‘As to Paragraph 2, of the Motion. 


“Dismissal of the Amended Claim insofar as it is 
based on the alleged rights of applicants in the patent 
to Fermi et al., No. 2,206,634 on the ground of res 
judicata and estoppel.”’ 


This ground advanced for dismissal of the application 
is directed against the claim predicated on the non-exclusive 
license under the above-identified Fermi et al patent. As 
the Board has concluded that any claim under an alleged 
interest in the Fermi et al patent constitutes no basis 
for any claim within the jurisdiction of this Board (Para- 
graphs 5 and 6, supra), it becomes unnecessary to rule on 


this specifie ground advance by the Office of the General 
Counsel. 


11. ‘As to Paragraph 3 of the Motion. 


“Dismissal of the Amended Claim insofar as it is 
based upon alleged rights of applicants in abandoned 
Fermi et al application Serial No. 57,325 filed January 
2, 1936 and abandoned by failure to take any statutory 
action to the decisions of the Board of Appeals of the 
United States Patent Office affirming the Examiner’s 
denial of the patent.”’ 


728 The applicants have withdrawn from considera- 

tion this ground of the application by stating that 
‘* Applicants do not oppose the Motion to Dismiss in respect 
to Patent Application Serial No. 57,325.”’ (Tr. 124) 
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Disposition: 
The Motion to Dismiss is sustained, and the amended 
application for compensation or an award is dismissed. 


For the Patent Compensation Board: 


/s/ LawRENCE C. KINGsLaNnD 
Lawrence C. Kingsland 

/s/ Douctas M. Coomss 
Douglas M. Coombs 

/s/ Maucoum W. Fraser 
Malcolm W. Fraser 


We Concur: 


/s/ Herman I. Hersa 
Herman I. Hersh 
/s/ GeorcEe SrPKIN 
George Sipkin 
/s/ Rosert C. Watson 
Robert C. Watson 
Dated: 
November 14, 1961 
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U. S. ATOMIC ENERGY COMMISSION 
Docket No. 16 
In the matter of the application 
of 
N. V. Pups’ GLOELAMPENFABRIEKEN 
and 


Hartrorp Nationa, Bank anv Trust Company, Trustee 
under indenture with N. V. Philips’ Gloeilampen- 
fabrieken et al., dated August 25, 1939 


Petition for Review 


The above-named petitioners, by their counsel, Harry 
L. Brown, Alvord and Alvord, hereby petition the members 
of the Atomic Energy Commission to review the decision 
of the Patent Compensation Board entered herein on 
November 14, 1961. 


This petition for review is filed pursuant to 10 C.F.R. 
Section 80.61, et seq. 


Petitioners assert that the ‘‘novelty’’ of the legal issues 
involved (so stated by the Board) requires review in the 
public interest and that they have been adversely affected 
and aggrieved by the following errors committed by the 
Board: 


730 (1) The Board erred in dismissing that part of the 

application as is based on foreign patents of appli- 
cants insofar as just compensation for infringement thereof 
is involved and with respect to awards allowable with re- 
spect thereto. 


(2) The Board erred in dismissing that part of the 
application involving four expired United States patents 
insofar as the application involves just compensation for 
the past infringement thereof and awards with respect to 
the disclosures contained therein. 
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(3) The Board erred in dismissing so much of the claim 
as seeks just compensation for the revocation of rights in 
patents which were in existence on August 1, 1946 on the 
ground that such claims are subject to the 6-year statute 
of limitations. 


(4) The Board erred in dismissing the claim for an 
award on Penning Patent No. 2,431,887 on the ground that 
the statute of limitations bars such award. 


(5) and (6) The Board erred in dismissing the claim 

insofar as it is based upon (a) the revocation of applicants’ 

nonexclusive license under the Fermi Patent No. 

731 2,206,634 and (b) for diminishment of said license 

rights on the ground that such license is not a prop- 

erty right affected by the Atomic Energy Act and for the 

further reason that any claim is barred by the statute of 
limitations. 


The decision of the Board, being on a motion to dismiss, 


involves legal issues only. It is deemed unnecessary, there- 
fore, to set forth herein any factual statement. 


Wuenrerore, it is prayed that the members of the Atomic 
Energy Commission herein consider this petition for re- 
view, reverse, in every respect, the action of the Patent 
Compensation Board hereinabove referred to, and remand 
the application to the Board for hearing and consideration 
on the merits. 


Respectfully submitted, 


Harry L. Brown 
Harry L. Brown 
Counsel for Petitioners 


ALVORD AND ALVORD 
200 World Center Building 
Washington 6, D. C. 
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UNITED STATES OF AMERICA 
ATOMIC ENERGY COMMISSION 


Docket No. 16 
In the Matter of 
N. V. Puuies’ GLoEILAMPENFABRIEKEN 
and 


Harrrorp Nationa Bank anp Trust Company, Trustee 
under indenture with N. V. Philips’ Gloeilampen- 
fabrieken et al., dated August 25, 1939 


as their interest may appear 


Order 


At a session of the Atomic Energy Commission held at 
Germantown, Maryland, on the 12th day of March, 1962, 
Chairman Glenn T. Seaborg and Commissioners John 8. 
Graham, L. K. Olson, and Leland J. Haworth present, it 
appearing that: 


1. The petitioner filed with the Commission on January 
11, 1962, a petition for review of the decision of the Patent 
Compensation Board dated November 14, 1961, which, on 
motion duly made by the Office of the General Counsel, 
dismissed the amended application for just compensation 
and awards and for other relief; 


2. The petitioner has not been adversely affected or 
aggrieved by the decision of the Patent Compensation 
Board, and review of that decision is not required in the 
public interest under applicable statutes and rules, includ- 
ing 10 C.F. BR. § 80.61; it is hereby OrDERED 
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825 That the petition for review of the decision of the 
Patent Compensation Board dated November 14, 
1961, is denied. 


Unrrep States Atomic Enercy Commission 


Guznn T. SEasorc 

Glenn T. Seaborg, 
Chairman 

Joun §. Granam 

John S. Graham, 
Commissioner 

L. K. Orson 

L. K. Olson, 
Commissioner 


Lexanp J. HawortH 
Leland J. Haworth, 
Commissioner 


Attest: 


Wooprorp B. McCoou 
Woodford B. McCool 
Secretary 


Dated: March 12, 1962 
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IN THE UNITED STATES COURT OF APPEALS 
FOR THE DISTRICT OF COLUMBIA CIRCUIT 


No. 17024 


N. V. Pauses’ GuonmsaMPENFABRIEKEN and Harrrorp 
Narionan Bank anp Trust Company, Trustee under 
indenture with N. V. Philips’ Gloeilampenfabrieken 
et al., dated August 25, 1939, Petitioners, 


Vv. 


Unrrep States or America, Atomic Enercy ComMiIssion, 
Respondent. 


Petition for Review of an Order of the Atomic Energy Com- 
mission, Patent Compensation Board, Docket No. 16 


To the Honorable Judges of the United States Court of 
Appeals for the District of Columbia Circuit: 


N. V. Philips’ Gloeilampenfabrieken (hereinafter re- 
ferred to as ‘‘Philips’’ or ‘‘petitioner’’) and Hartford 
National Bank and Trust Company, Trustee (hereinafter 
referred to as ‘“‘Hartford”’ or ‘‘petitioner’’), respectfully 
submit this Petition for judicial review of an Order entered 
by the Patent Compensation Board, United States Atomic 
Energy Commission, Docket No. 16, on November 14, 1961 
which, on March 12, 1962, became the final action of the 
Commission upon the denial by the United States Atomic 
Energy Commission of a Petition for Review. 


Copies of the Patent Compensation Board Order and of 
the Commission Order denying review are attached hereto 
as Exhibits A and B, respectively. 


I. 
Nature oF PROCEEDINGS 


This Petition, filed pursuant to the provisions of the Ad- 
ministrative Procedure Act (Title 5, U.S.C.A. 1034, 64 
Stat. 1130), is for review of respondent’s Order dismissing 
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petitioners’ application for just compensation and for 
awards filed in February 1954 (and amended in August 
1954) under the provisions of Section 11 of the Atomic 
Energy Act of 1946. 


Included in that claim were the following: 


(1) Just compensation for the taking, by revocation, of 
petitioners’ right to sue the United States in the United 
States courts, without first seeking administrative relief, 
for repeated acts of infringement of petitioners’ foreign 
patent rights, including those covering the invention and 
discovery embodied in United States Patent No. 2,206,634 
(the Fermi patent) ; 


(2) Just compensation for the taking of petitioners’ 
rights to similarly sue the United States, without first 
seeking administrative relief, for repeated acts of infringe- 
ment prior to August 1, 1946, of the following United 
States patents: 


Inventor No. Date Expired 


_ inventor 
Hertz £ 6-17-24 6-17-41 
Hertz 3-11-24 3-11-41 
Van Arkel, et al. ,671, 5-29-28 5-29-45 
deBoer, et al. 4-16-29 4-16-46 
Van Arkel ; 8-26-30 8-26-47 
Van Arkel 3- 3-31 3- 3-48 
Van Arkel, et al. 91, 12-13-32 12-13-48 
Penning H 12- 5-39 12- 5-56 
Penning 4-16-40 4-16-57 
Penning i 8-13-40 8-13-57 


(3) Just compensation for the taking, by revocation on 
August 1, 1946, of petitioners’ rights in the following 
United States patents: 


Inventor No. Date Expired 


FN en 
Van Arkel 8-26-30 8-26-47 
Van Arkel 8- 3-31 3- 3-48 
Van Arkel, et al. 12-13-32 12-13-48 
Penning 7: 12- 5-39 12- 5-56 
Penning 4-16-40 4-16-57 
Penning 8-13-40 8-13-57 
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(4) Just compensation for the taking, by revocation of 
the Fermi Patent No. 2,206,634 (granted July 2, 1940), of 
petitioners’ royalty-free, nonexclusive United States license 
in that patent; 


(5) Award for the disclosures communicated to the 
Manhattan Project of the inventions and discoveries en- 
compassed by Canadian (Hertz) Patents Nos. 240,645 and 
242.658, and British (Hertz) Patent No. 196,560; 


(6) Award for the inventions and discoveries encom- 
passed in the first four patents referred to in subparagraph 
(2) above; and 


(7) Award for the inventions and discoveries embodied 
in Penning Patent No. 2,431,887, application for which was 
pending on August 1, 1946 and on which patent was granted 
December 2, 1947. 


Il. 
Facts Upon Waich Venve Is Basep 


Petitioner Philips is a corporation organized and existing 
under the laws of the Kingdom of the Netherlands, having 
its principal office in Eindhoven of that country. Petitioner 
Hartford is a national banking association duly organized 
and existing under the laws of the United States, with prin- 
cipal office at Hartford, Connecticut. Under the provisions 
of Title 5, U.S.C.A. 1036, venue of this proceeding lies in 
this Court. 


Ti. 
Grounps Uron Wuicu Reuer Is Sovcur 


Petitioners submit that the respondent committed error 
prejudicial to the rights of petitioners as follows: 


(1) With respect to claim for just compensation, Item 
I(1) above, in determining that petitioners did not suffer 
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any property loss with respect to their foreign patents as 
the result of the enactment of the Atomic Energy Act; 


(2) With respect to claim for just compensation, Item 
I(2) above, in determining that petitioners’ claims for past 
infringement of their United States patents were not re- 
voked by the Atomic Energy Act; 


(3) With respect to claim for just compensation, Item 
1(3) above, in determining that no allowance could be made 
because of the 6-year statute of limitations contained in 
Title 28, U.S.C.A. 2401(a) ; 


(4) With respect to claim for just compensation, Item 
1(4) above, in determining (a) that petitioners’ license was 
not a property right affected by the legislation and (b) that 
the 6-year statute of limitations otherwise also prevented 
relief ; 


(5) With respect to claims for awards, Items I(5) and 
I(6) above, in determining that petitioners had not com- 
plied with the reporting requirements of that legislation; 
and 


(6) With respect to claim for award, Item I(7) above, 
in determining that claim therefor not having been made 
within the 6-year period after the enactment of the Atomic 
Energy Act, it is barred by the statute of limitations. 


Iv. 
Tue ReLier REQUESTED 


Wnuenrerors, petitioners pray that this Honorable Court 
review and determine the validity of the Order attached 
hereto, comprised of and identified as Exhibits A and B, 
and, upon such review, (a) set aside the said Order insofar 
as it commits error prejudicial to the petitioners as above 
asserted and (b) remand this case to the Atomic Energy 
Commission for hearing on the merits of each claim in- 
volved. 
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Petitioners also pray that this Court order the respond- 
ent to certify and file in this Court the record on review 
pursuant to Title 5, U.S.C.A. 1036, and to grant such other, 
further and different relief as this Court may deem proper. 


Respectfully submitted, 


/s/ Haney L. Brown 
Harry L. Brown 
Counsel for Petitioners 
200 World Center Building 
Washington 6, D. C. 
Atvorp aND ALVORD 
200 World Center Building 
Washington 6, D. C. 
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Anited States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


No. 17,024 


N. V. PHILIPS' GLOEILAMPENFABRIEKEN, ET AL., | 
Petitioners, 


Vv. 


UNITED STATES OF AMERICA 
and 
U. §. ATOMIC ENERGY COMMISSION, 


Respondents. 


PETITION TO REVIEW FINAL ORDER OF 
ATOMIC ENERGY COMMISSION 


BRIEF OF AMICUS CURIAE 


THE STATUTE OF LIMITATIONS CONTAINED 
IN 28 U.S.C. 2401(a) DOES NOT GOVERN 
APPLICATIONS FOR AWARDS FILED WITH 
THE ATOMIC ENERGY COMMISSION 


I. Introduction 


The decision of the Atomic Energy Commission (hereinafter the 
Commission") here challenged determined in part that Philips' appli- 


cation for just compensation and for an award filed pursuant to Sections 
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11(e)(2)(B) and 11(e)(2)(C) of the Atomic Energy Act of 1946 was barred 
by operation of the six year statute of limitations contained in 28 USC 
2401(a). Shortly after the passage of the Atomic Energy Act of 1954, the 
amicus curiae, the Commissariat l'Energie Atomique (the Atomic Energy 
Commission of France, hereinafter "CEA") filed an application for an 
award with the Patent Compensation Board (hereinafter "Board") of the 
Commission. It did not file an application for just compensation. Relying 
upon its earlier decision in the Philips case, here on review, the Board 
dismissed CEA's award application on the ground, inter alia, that CEA's 
claim for an award accrued on August 1, 1946, and thus was barred by 
operation of 28 USC 2401(a).: A petition for reconsideration of that de- 
cision is now pending before the Board. 


We urge that the statute of limitations embodied in 28 USC 2401(a) 
is applicable neither to Philips' application for just compensation and an 
award pursuant to the 1946 Act nor to CEA's application for an award 
which was filed shortly after the 1954 Act came into effect. The Board's 
action in dismissing CEA's application assumes the applicability of 28 
USC 2401(a) to CEA's claim for an award during the period when the 1946 
Act was in effect. With respect to applications for an award, no material 
differences exist between the 1946 and 1954 Acts. While we fully agree 
with Philips’ forceful and persuasive contentions that 28 USC 2401(a) has 
no application to its claims either for compensation or for an award, we 
believe that different legal considerations are involved with respect to 
these two categories of applications. The parties in their Briefs have not 
focused on this distinction. We feel it important that the court appreciate 
that its determination as to an application for an award may be severable 


from its determination as to an application for just compensation. 


a See Appendix A to CEA's Petition for Leave to File an Amicus Brief herein. 
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Il. The Relevant Statutory Framework 


The Atomic Energy Act of 1946provided that qualified persons 


might seek just compensation or an award by filing an appropriate appli- 

- cation with the Commission. The Commission was required to provide 
just compensation to persons so entitled under the statute (Secs, 11(e)(2)(B) 
and 11(a), (b), and (d)). The Commission was given discretion in the matter 
of applications for awards (Sec. 11(e)(2)(C)). This pattern was continued 
by the Atomic Energy Act of 1954.3 


Upon final determination by the Commission of an application for an 
award, an aggrieved party under the 1946 Act could seek review in this 
Court by filing an appropriate petition within 30 days. This Court was 
given exclusive jurisdiction to affirm, set aside, or remand the Commis- 
sion's decision in view of the record below. The Commission's findings 
of fact were conclusive if supported by substantial evidence. See Sec. 
11(e)(4). | 


A different procedure was prescribed by the 1946 Act for' Commis- 
sion determinations of applications for just compensation. If the compen- 
sation determined by the Commission was deemed unsatisfactory, the ap- 
plicant had the right to sue the United States either in the Court of Claims 
or in any U. S. District Court (Sec. 13(a)). Suit in the District Court w 
to be brought in the manner provided by then Sec. 41 (20) of Raced — 


Cede- 


Final determinations by the Commission of applications for an award 
and for just compensation were thus disposed of differently; determinations 
of just compensation by a trial de novo in the District Court or in the Court 
of Claims, and determinations of an award by limited appellate review. 


Under the Atomic Energy Act of 1954 the procedure for challenging 
adverse Commission determinations was made uniform. A petitioner may 


2 60 Stat. 755-75. See Appendix B to Petitioners' Brief. 


. Just compensation - 42 USC 2187(b)(2) and 42 USC 2181; Awards -'42 USC 
2187(b)(3). 
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now challenge a Commission determination of applications either for just 
compensation or for an award by taking an appeal within 60 days to a Court 
of Appeals (42 USC 2239(b) which incorporates by reference 5 USC 1031- 
1042). The United States Courts of Appeal have exclusive jurisdiction of 
such appeals and their review function is limited. (5 USC 1032). 


Thus, under both the 1946 and 1954 Acts final determinations by the 
Commission of applications for an award are to be made exclusively by a 
Court of Appeals which is vested with exclusive jurisdiction and a limited 


review function. 


Ill. The Period of Limitations Prescribed by 28 USC 
2401(a) Has Application Solely to Actions Which 
Invoke The Original Jurisdiction Of The U. S. 

District Courts. 


The contention that the statute of limitations set forth in 28 USC 


2401(a) applies to award applications can be summarily disposed of. 


The statutory period of limitations contained in 28 USC 2401(a) is 
confined to actions against the United States that may be brought in the 
District Courts pursuant to 28 USC 1346(a). That latter provision cur- 
rently grants and governs the original jurisdiction of the United States 
District Courts in suits of a contractual nature. 


The predecessor of Section 2401(a) was contained in 28 USC 41(20). 
That provision, which in turn was derived from the original Tucker Act, 
prescribed the original jurisdiction of the U. S. District Courts. The 
jurisdictional grant was conditioned by a restricted six year limitation 
now set forth as 28 USC 2401(a). Section 41(20) stated in part: 

"No suit against the Government of the United States should 

be allowed under this paragraph unless the same shall have 

been brought within 6 years after the right accrued for which 

the claim is made". (Emphasis supplied) 
As part of the 1948 revision of the Judicial Code, the jurisdictional grants 
as to contractual and tort suits were consolidated in a single section; the 
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same is true of the respective statutory limitations. Thus, 28 USC 1346 
consolidated the original jurisdiction given U. S. District Courts to adjudi- 
cate contractual suits against the United States (formerly 28 USC 41(20), 
now 28 USC 1346(a)) with earlier provisions vesting those courts with 
jurisdiction to hear tort suits (formerly 28 USC 931(a) and 932, now 28 

USC 1346(b)). See Reviser's Note to 28 USC 1346. In like fashion 28 USC 
2401 merely consolidated the earlier statutory limitations as to contractual 
suits (formerly 28 USC 41(20) and now 28-USE 2401 (a) ):-with the prior statu- 
tory limitation for tort suits (formerly 28 USC 942 and now 28 USC 2401(b)). 


The Reviser's Note to 28 USC 2401 makes it clear that Congress did 
not intend to enlarge the expressly limited scope of the six-year limitation 
regarding contractual suits brought in the District Courts when it consoli- 
dated-that provision as 28 USC 2401(a). The Note states: 

"Section consolidates provision in Section 41(20) of Title 28 

USC., 1940 ed., as to time limitation for bringing actions | 

against the United States under section 1346(a) of this title, 

with section 942 of said Title 28." (Emphasis supplied) 

The Courts may properly look to the Reviser's Notes in the 1948 
Judicial Act to ascertain legislative intent. See Ex Parte Collett, 337 US 
55, 66-71 (1949). Moreover, the Courts have had occasion to address 
themselves to the statutory provisions here in question; their interpreta- 
tion, based upon the Congressional intent, is fully consistent with CEA's 
argument. See Glenn v. United States, 231 F.2d 884 (9th Cir., 1956) and 
decision below 129 F. Supp. 914 (S.D. Calif., 1955). 


Thus, the six-year limitation contained in 28 USC 2401(a) must be 
read in pari materia with 28 USC 1346(a). Like its predecessor, 28 USC 
2401(a) is applicable solely to civil actions instituted in the District Courts 
which invoke the original jurisdiction granted to those Courts. It has no 


application to appeals from final decisions of the Commission to U.S. 
Courts of Appeals, to whom exclusive jurisdiction of such appeals have 
been given. Moreover, the Courts of Appeals in contrast'to the District 
Courts lack competency to determine the merits of the claim asserted by 
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petitioners and are limited to a circumscribed review function -- they 
possess jurisdiction only to enjoin, set aside, suspend or determine the 
validity of final administrative orders. Only persons claiming just com- 
pensation under the 1946 Act could ultimately sue in the District Courts 
pursuant to 28 USC 41(20) and subsequently 1346(a) and obtain an adjudi- 
cation on the merits. 


Thus, 28 USC 2401(a) is inapplicable to appeals taken to the Court 
of Appeals or to applications filed with administrative agencies which may 
culminate in such appeals. The forum and the nature of the "action" are 
both different from those to which Congress expressly confined the statu- 
tory limitation of 28 USC 2401(a). That remains true whether or not the 
Board considers applications for awards to be "civil actions"; the statu- 
tory limitation, 28 USC 2401(a), applies only to those particular "civil ac- 
tions” which invoke the grant of original jurisdiction provided by 28 USC 
1346(a). 


IV. An Application for An Award Cannot Be 
Analogized to a Civil Action for 


Satisfaction of a Money Claim. 

Respondents appear to recognize that the statute of limitations con- 
tained in 28 USC 2401(a) is expressly limited to civil actions filed in the 
District Court. They suggest, however, that Philips’ application is anal- 
ogous to the filing of a suit in court for the adjudication of a monetary 
claim. They therefore urge that 28 USC 2401(a) be extended to cover such 
an allegedly analogous situation. Respondents do not and, indeed, cannot 


suggest authority or precedent for such an extraordinary proposal. 


Moreover, an application for an award cannot properly be consid- 
ered as analogous to a suit for the satisfaction of a vested money claim. 
As noted earlier, both the 1946 and 1954 Acts specifically provide that the 


Commission "may" grant an application for an award." The grant of an 


4 Sec. 11(e)(2)(C)-1946 Act; 42 USC 2187(b)(3)-1954 Act; Payment of just com- 
pensation is made mandatory by Sec. 11(a), (b) and (d) of the 1946 Act and 42 USC 
2181 of the 1954 Act. 
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award understandably is made the subject of a discretionary administra- 
tive determination. The judicial power does not extend to such deter- 


minations. Applications for awards cannot be considered "civil actions" 


even by the most strained analogy. 


Respectfully submitted, 


DAVID GINSBURG 


LEONARD N. BEBCHICK 


GINSBURG and LEVENTHAL 
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DISTRICT OF COLUMBIA CIRCUIT 


NO. 17,024 


| 
N.V. PHILIPS' GLOEILAMPENFABRIEKEN, ET AL., PETITIONERS 
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ATOMIC ENERGY COMMISSION, ET AL., RESPONDENTS 


PETITION winged tke OF AN ORDER OF THE PATENT COMPENSATION 
ARP OF THE ATOMIC ENERGY COMMISSION. 


REPLY OF RESPONDENTS TO BRIEF OF AMICUS CURIAE 


fhis reply brief is in answer to three points raised 
4n the Brief of the Amicus Curiae, and is submitted pursuant. 
to leave granted by this Court in its order of January 23, 
1963. te 

1. Mhe Amicus Curiae notes in its brief that dif- 
ferent methods for reviewing Patent Compensation Board de- 
cisions respecting awards and just compensation were pre- 
scribed in the Atomic Energy Act of 1946. Under Section 
11(e)(), 42 U.S.C: (1946 E4.). 1611(e)(4), a final determin- 
ation by the Commission of an application for an award was 
subject to only a limited review in the courts of appeals. 
einer a et dissatisfied with a just compensation 


decision was entitled to sue the United States either in the 
Court of Claims or in any district court. See Section 13(a), 
ke U.S.C. (1946 Ed.) 1813(a). 

The Atomic Energy Act of 1954, however, eliminated 
the right of an applicant to bring an independent action for 
just compensation in the district court or Court of Claims. 
42 U.S.C. 2239(b). Thus, the Patent Compensation Board 
presently is the only tribunal vested with jurisdiction to 
adjudicate claims for just compensation or for awards, and 
its decisions are subject to limited review in the courts 
of appeals. We regard this amendment as supporting our posi- 
tion-that Congress intended the Board to sit as a special 
tribunal to adjudicate claims for money under the Act in the 
same manner and subject to the same limitations as the dis- 
trict courts or the Court of Claims. 

2. As we argued in our main brief, the six year 
limitations period contained in 28 U.S.c. 2401(a) controls 
here, as it unequivocally embraces "le]very civil action com- 


menced against the United States", regardless of the forum 


"which has jurisdiction over the particular civil action in- 
‘volved. The Amicus Curiae nevertheless contends, on the 
basis of its view of the history of the evolution of 28 U.S.C. 
2ho1(a), that the limitations period contained in that 
section only is applicable to actions in the district court. 
We submit that the development of Section 2401(a) does 
not call-for this conclusion. Section 24(20) of the Judicial 
Code, 28 U.S.C. (1946 Ed.) 41(20), conferred upon the dis- 
trict courts, inter alia, original jurisdiction over claims 
-2- 


not exceeding $10,000 founded upon any law of Congress. i/ 
It expressly provided that suits brought under that para- 
graph were subject to a six year limitations period. | 
No suits against the Government of the United 
States shall be allowed under this paragraph 
unless the same shall have been brought within 
six years after the right accrued for which 
the claim is made. 

In 1948, prior to the 1954 revision of the Atomic 
Energy Act, the Judicial Code was revised. That part of 
Section 24(20) which granted the district courts jurisdiction 
over claims for money based upon federal law was placed in 
28 U.S.C. 1346(a). However, a new and separate provision 


was enacted concerning the six year limitations period-- 


that is, 28 U.S.C. 2401(a). Section 2401(a) is by its terms 
applicable to every civil action; there is no language to 
suggest that it should be limited solely to suits brought 


1/ Concurrent with the Court of Claims, of all claims 
not exceeding $10,000 founded upon the Constitution 
of the United States or any law of Congress, or upon 
any regulation of an executive department, or upon 
any contract, express or implied, with~the Government 
of the United States, or for damages, liquidated or 
unliquidated, in cases not sounding in tort, in re- 
spect to which claims the party would be entitled to 
redress against the United States, either in a court 
of law, equity, or admiralty, if the United States 
were suable, * * * 

| 
* * * * * ' 

No suit against the Government of the United States 

shall be allowed under this paragraph unless the | 


same shall have been brought within six years after 
the right accrued for which the claim is made. _ 
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4n the district. courts or under the authority of 28 U.S.C. 
1346(a). Surely, if Congress had intended that Section 
2ho1l(a) was to be limited only to civil actions brought 
pursuant to 28 U.S.C. 1346(a), it would have expressly so 
stated in the same manner that it provided in 28 U.S.C. 
(1946 Ed.) 41(20) that the six year limitations period 
there-involved applied only to suits "brought under this 
paragraph." | 

3. he Amicus Curiae suggests that a claim for an 
award, as distinguished from a.claim for just compensation, 
cannot be considered as analogous to a suit for the satis- 
faction of a vested money claim because the grant of such 
an award is discretionary with the Commission. It predi- 
eates this exmusent on the ground that the Act states that 
the Commission "nay grant... an award.” 2/ 

What the Amicus Curiae fails to note ‘is that the Act 
details the conditions upon which an award is to be predi- 
eated; viz. the inventor must have filed a report containing 
a complete description of his invention with the Commission 


and the invention must be useful and have been used by the 


Commission. 3/ The Commission reads the Act as requiring 


ec e 


2/ See Section 11(e) (2) (C), Atomic Enerey Act of 1946, 60 
tat. 768, 42 0.8.C. 1311 (e aye) (1946 Ea “Ds Atomic Energy 
Act of 1954, 42 U.S.C. 2187(b 


3/_ Section fe} (ey(C). he U.S.C. Ge Ed.) "1311(e) (2)(¢)» 
‘and Section 1l1(a 2 U.S.C. 1311(a) (3)s see Fletcher. ve - 


United States Atomic Energy Commission, U.S. App. B.c. 
? “He > ° 


it to give content to these conditions; 1.e., as precluding 
it from denying an award where it has used an anvention dis- 
closed to it by the inventor, and the other conditions pre=- 
scribed by the Act have been satisfied. | 

fhe Commission reading of the Act is supported by the 
fact that the discretionary denial of an award where the ‘con- 
ditions have been met would be inconsistent with the Con- 
gressional purpose of establishing the award system. The 
award system was adopted as a substitute for the patent 
system--which are granted as a matter of right--and awards 
are to take the place of the incentives offered by ‘the patent 
system. 4/ This program of incentives would be undermined if 
the Commission could deny an award to an inventor whose in- 
vention is useful in the fields defined by the statute and 
who cannot, therefore, obtain a patent under Section 11(a)(1); 
ho U.S.C. (1946 Ea.) 1811(a)(1). It is, moreover, clear 
that Congress intended that an award should be compensation, 
not a discretionary honorarium, for the taking and using of 
the invention, and for the taking of the inventor's right 
to patent the invention. As Senator McMahon explained 


(Vol. 92, Part 5, Cong. Rec., page 6082, 79th Cong., 


See pages 15-16 of our main brief. 
nee 


2d Sess.): 


I should like to take a few moments. to refer 
to the patent features of the bill. Obviously 
if all production of fissionable material is — 
to be under Govermment control and management 
there is no field for private patents on the. 
production of such material. However, the bill 
provides that anyone who makes such an Invention 
sna ) tt bed e 8 pro y Ae 
cha a patents on the invention 
_ of atomic weapons. Obviously, this is a wise 
provision of the bill; but compensation is TO= 


-yided for the discovery. 8 . 
See also Vol. 92, Part 8, Cong. Rec., supra, De 10194. 
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